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SIR: 

This is an appeal from the Examiner's Final Rejection dated December 19, 2001, of 
Claims 13-15, all of the then pending claims. A Notice of Appeal was filed on April 19, 
2002. 



I. REAL PARTY OF INTEREST 

The real party of interest in this appeal is Zambon Group, S.P.A., having a place of 

business at Via Lillo Del Duca 10, 20091 Bresso, Milan, Italy. 
07/22/8002 HGEBRENl 00000074 09125022 
01 FC:120 «0.00 OP 

LATED APPEALS AND INTERFERENCES 



Appellant, Appellant's legal representative and the Assignees are aware of no other 
appeals or interferences which will directly affect or be directly affected by or have a bearing 
on the Board's decision in this appeal. 



III. STATUS OF THE CLAIMS 
Claims 13-15 stand rejected and all are appealed. 

IV. STATUS OF AMENDMENTS 
In the Advisory Action dated April 9, 2002, the Examiner indicated that the 
Amendment filed on March 19, 2002 would be entered for purposes of appeal. However, the 
Advisory Action has a minor error which indicates that upon entry of the Amendment for 
Appeal, the claims on appeal will be claims 13 through 15. The Amendment added two new 
claims. Hence, the claims before the Board are Claims 13 through 17. 

V. SUMMARY OF THE INVENTION 
Appellants' invention is directed to a method for inhibiting the formation of 
metastases in a specific class of patient defined as one having a primary cancerous tumor, 
which has not yet metastasized but is capable of metastasizing (p. 6, lines 6-7). The method 
comprises administering to said patient a combination of two dmgs, doxorubicin (also known 
as adriamycin) and N- acetyl-cysteine. The drugs are administered together in a synergistic 
mixture or individually in amoimts within such a period as to act synergistically together to 
produce a cancer metastasis formation inhibiting effect (p. 1, lines 24-25, p. 2, lines 17-18). 
Claims 13, 14 and 15 are directed to the method (Claim 13) and the particular dosages of N- 
acetyl-cysteine (Claim 14) and doxorubicin (Claim 15). 

Claim 16 is dependent upon Claim 13 and specifies that the doxorubicin is 
administered intravenously (p. 2, lines 17-19). Applicants' specification, in particular the 
paragraph bridging pages 11-12, shows that there is a significant difference in the ability to 



reduce metastases when the doxorubicin is administered intravenously as opposed to 
intraperitoneally. 

Claim 17 is dependent upon Claim 13 and defines the metastases being inhibited as 
"lung metastases." The data in Table 2, Experiment 6, of Appellants' specification (page 14) 
indicates that the combination is particularly effective at inhibiting limg metastases. 

The references relied on by the examiner do not suggest that the combination of 
doxorubicin and N-acetyl-cysteine can be used in any way to inhibit metastases. Indeed, the 
references did not even mention the word "metastases." When read in their entirety, the 
references do not suggest that the N-acetyl-cysteine would significantly enhance the efficacy 
of doxorubicin against tamers. Indeed, the prior art as a whole leaches that N-acetyl- 
cysteine does not appear to interfere with doxorubicin's chemotherapeutic effect and that the 
survival pattern of tumorous animals containing or treated with doxorubicin and either saline 
or N-acetyl-cysteine "were not significantly different by the log ranked tests." In other 
words, as will be discussed in more detail below, the Examiner's conclusion regarding the 
obviousness of Appellant's invention comes solely fi-om reading Appellant's disclosure. 



VI. ISSUES 

The sole issue in this appeal is: 

Whether Claims 13-17 would have been obvious to one of ordinary skill in the art at 
the time the invention was made under 35 U.S.C § 103(a) in view of Freeman et al.. 
Toxicology and Applied Pharmacology, Vol. 54, pp. 168-175 {Freeman), in combination with 
Doroshow et aL, J. Clinical Investigation, Vol. 68, pp. 1053-1064 (Doroshow), 



Vn. GROUPING OF CLAIMS 
The claims do not stand or fall together. For the purposes of this Appeal, the claims 
are grouped as follows: 

Group I: Claims 13-15; 
Group II: Claim 16; and 
Group III: Claim 17. 

VIII. ARGUMENT 
Appellants' invention is directed to a new use of an old combination of 
pharmaceutical chemicals, doxorabicin and N-aeetyleysteine, and a new use of an old process 
of administering the chemicals. Prior to Appellants' work, doxorubicin had been used to treat 
hematopoietic (blood) malignancies as well as " advanced " solid tumors of the breast, ovary, 
thyroid, and bone. (Doroshow et al, p. 1053, col. 2). Unfortunately, doxorubicin has the 
horrendous side effect of inducing potentially lethal congestive heart failure because 
doxorubicin generates free radicals that lodge in the heart and are not readily removed 
therefrom. Accordingly, the prior art suggested the co-administration of free radical 
scavengers (antioxidants) of the sulfhydryl type, e.g., cysteamine or N-acetylcysteine, to 
assist the heart in removing free radicals.* 

As will be discussed below, the use of N-acetylcysteine to scavenge free radicals 
generated by doxorubicin is the only clear use suggested by the prior art relied on by the 
Examiner. Appellants' invention is directed to the discovery of a "new" use for the old 



Interestingly the heart muscle appears to be relatively incapable of scavenging large 
amounts of free radicals by itself. 



chemicals and process specifically that of administering the compounds to a class of patients 
having tumors susceptible to metastasis and preventing the formation of metastasis. 

The Patent Statutes, 35 USC SS 100. 101> Permit and Encourage the Granting of Patents 
For New Uses of Old Processes and Compositions of Matter 

Since 1952, the patent statutes have specifically permitted the patenting of a new use 
for an " old process . . . composition of matter or material. (See 35 U.S.C. § 100(b)). An old 
process or composition of matter is ahready in the public domain. Yet, Congress deliberately 
chose to include as patentable subject matter the new use of an old process or composition of 
matter. One reason for this is the desire of the U.S. Congress to promote the progress of the 
useful arts by fostering investigation of old processes and materials to find new uses therefor. 

There is no evidence of record that prior to Appellants' work, those skilled in the art 
used the anti-cancer drug, doxorubicin, or combinations of doxombicin and N-acetylcysteine 
to prevent metastasis in patients or even test animals. In assessing patentability, one must 
consider how many lives can be saved by knowing that a combination of doxorubicin and N- 
acetylcysteine may be used not only in a process for treating hematopoietic malignancies or 
advanced solid tumors as taught by Doroshow et al., but also to treat tumors which are in 
their early stage and are subject to metastasization, in order to prevent the formation of 
metastases. 

The Board should recognize that before a corporation can contemplate suggesting the 
use, commercially, of a combination of doxorubicin and N-acetylcysteine for the purpose of 
inhibiting tumor metastases, it is quite likely that the corporation selling the combination for 
that purpose would seek Food and Drug approval for the new use. Obtaining Food and Drug 
approval is an extremely expensive process. Accordingly, absent the grant of a patent, or 
some form of exclusivity, a corporation would be naturally reluctant to expend the fimds 



necessary to develop the new use invention and obtain FDA approval since there will be no 
way of recouping the investment. 

Congress saw fit to enact legislation which permits obtaining patents for new uses of 
old processes and compositions because the grant of the patent serves to stimulate research 
and development and to bring valuable, potentially life saving, products to market. 

Applicants' claims direct the invention specifically to the new use of inhibiting the 
formation of metastases in a patient having a primary cancerous tumor capable of 
metastasizing. Indeed, new Claim 17 is concemed with the new use of inhibiting lung 
metastases. 

The Examiner^s Rejection 

Claims 13-15 and new claims 16 and 17 stand rejected as unpatentable xmder 35 
U.S.C. § 103 over Freeman et al. in view of Doroshow et al. The Examiner advises that the 
reasons are of record on pages 2-4 of the Office Action mailed February 25, 1999. That 
Office Action does not contain a rejection under 35 U.S.C. § 103. Rather, the rejection in the 
Office Action of 2-25-99 was an anticipation rejection (35 U.S.C. § 102) which has been 
withdrawn in favor of the rejection imder 35 U.S.C. §103. Because reasons for the § 103 
rejection are set forth in the Final Rejection and the Advisory Action, Appellants' arguments 
in this Brief are directed thereto. 

Doroshow and Freeman Do Not Teach or Make Obvious the Claimed New Use 

Both the Doroshow et aL and Freeman et al, references of record have studied the 
effects of doxorubicin in models which are not really suitable as models for metastasis 
formation. Importantly, neither Doroshow et al. nor Freeman et aL noted or even mentioned 
prevention of metastases, the use that is claimed herein. 



The Freeman et aL reference is directed to a study of the abihty of two sulfhydryl 

compounds, cysteamine or N-acetylcysteine, to antagonize the cardiotactic lethahty of 

adriamycin (doxorubicin). It is described therein that adriamycin exhibits cardiotoxicity 

when administered. In the paragraph bridging pages 173-174 of Freeman et aL, the 

cardiotoxicity problems associated with adriamycin are spelled out in detail as follows: 

Many animals have been used to investigate the cardiomyopathy which can 
result from adri£imycin [doxorubicin] chemotherapy. Single doses of 
adriamycin administered intravenously... or intraperitoneally...to mice 
produced a cardiomyopathy that was ultrastructurally similar to the changes 
seen in human cardiac tissue following adriamycin therapy. 

Accordingly, the work done by Freeman et al with the combination of adriamycin and 

cysteamine or N-acetylcysteine was done to determine whether or not (a) either of these 

compounds prolonged the life of the patient by preventing heart problems, and (b) whether 

the compounds "alter or interfere with the antitumor effect of adriamycin [doxorubicin]." (P. 

169. col. 1). To this effect page 175 of the article states: 

We therefore propose that concurrent administration of the sulfahydryl 
compoimds cysteamine or N-acetylcysteine may decrease the toxicity of 
adriamycin without decreasing its antitumor effect. 

The author's statement says nothing about metastases prevention and does not suggest 

that the N-acetylcysteine enhances the anti-tumor effect of doxorubicin. 

The Examiner has noted a particular passage at page 174, column 2 oi Freeman et al, 

which states that at the lower dosage level of doxorubicin administration, the increase in " life 

span " was such that it suggested that the combination of adriamycin and sulfahydryl 

compound potentiated the antineoplastic effect of adriamycin. The Examiner relies on this 

statement, which says nothing about metastasis inhibition, as a general suggestion to use 

adriamycin with doxorubicin to prevent metastases. However, enhanced "life span" dos not 

necessarily relate to tumor growth. Enhanced life span can be due to less heart damage. 



The Board's attention is directed to Table 1 on page 172 of the Freeman et al article. 
This table sets forth the "life span" data which supports the previous statement. It is evident 
therein, that this potentiation effect is quite limited to the low dose of 1 .5 mg/kg/day and that 
no potentiation was achieved when the dose of doxorubicin was 2.5 mg/kg/dav . In other 
words, potentiation was not always achieved, and hence is not inherent. Indeed, the data 
show that (a) the life span was less when N-acetylcysteine was added to the treatment 
regimen at the higher dose (120 days versus 142 days for doxorubicin alone), and (b) at the 
lower dose cysteamine was superior to N-acetylcysteine. Accordingly, the Examiner's use of 
the Hfe span data to suggest metastasis prevention is not warranted. All that the data really 
shows is that there is a significant difference in life span between the 1 .5 ing/kg/'day and 2.5 
mg/kg/day adriamycin dosages (93 days versus 142 days). Indeed, it should be noted that 
Freeman et al attributed the increased life span which resulted at the lower dosage, to heart 
damage protection, not to prevention of metastasis. Freeman et al specifically note that the 
"mechanism for the reduction in adriamycin induced toxicity is probably an enhancement of 
intracellular sulfahydryl levels and subsequent detoxification of adriamycin metabolites 
which are cardiotoxic". (Page 174, col. 2) 

Freeman et al, one of ordinary skill in the art, did not conclude that cysteamine or N- 

acetyl-cysteine should be used to enhance or potentiate the effect of doxorubicin. Freeman et 

al concluded the following from his experiments: 

We therefore propose that concurrent administration of the sulfhydryl compounds 
cysteamine or N-acetylcysteine may decrease the toxicity of adriamycin without 
decreasing its antitumor effect . 

Freeman et al did not say that the sulfhydryl compounds would enhance the effect of 

doxorubicin because his data was not consistent. Indeed, Freeman et al specifically stated 

that "concurrent administration of cysteamine or N-acetylcysteine did not significantly alter 

[doxorubicin's] effect or tumor growth." (Page 173, col. 1, emphasis added.) 



What is important, however, is that at no time did Freeman et al. suggest that the 
administration of a combination of doxorubicin and N-acetylcysteine could be used to 
prevent metastases of tumors, the new use set forth in the claims herein. Freeman et al 
simply does not suggest this new use. 

There is no evidence of record which shows that the Freeman et al. administration of 
the combination of doxorubicin and sulfhydryl compoimds prevented metastases of tumors. 
Moreover, it is clear that even if the administration of the combination prevented metastases 
of tumors, Freeman et al were unaware of it. It is well settled that that which may be 
inherent may not be known and if it is not known it cannot make something obvious. In re 
Spormann, 363 F.2d 444, 448, 150 USPQ 449, 452 (CCPA 1966). Moreover, the Supreme 
Court of the United States has advised that an accidental or unwitting duplication of an 
invention cannot constitute an anticipation. See Tilghman v. Proctor, 102 U.S. 707 (1880); 
Eibel Process, Co. v Minnesota and Ontario Paper Co., 261 U.S. 45 (1923). See also In re 
Felton, 179 USP 295, 298 (CCPA 1973) in which the court relied on the Tilghman and Eibel 
process cases. Accordingly, the Freeman et al. work, which is directed to a type of tumor 
that is not a good model for metastases, cannot make the claimed subject matter obvious as 
set forth by the Examiner. 

The Doroshow Teachings do not Make the Claimed Subject Matter Obvious. Whether 
Standing Alone or Combined with Freeman 

As stated previously, Doroshow et al. teaches that "doxorubicin is an antineoplastic 

antibiotic that is now part of standard chemotherapeutic regimens for most hematopoietic 

maUgnancies as well as for advanced solid tumors of the breast, ovary, thyroid and bone." 

(Emphasis added). 

The work done by Doroshow et al. is simply not a good model for metastases. 
Doroshow et al., like Freeman et al, was concerned with doxorubicin cardiac toxicity and 
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the use of N- acetylcysteine (NAC) to prevent the cardiac toxicity. Despite the fact that 

Doroshow et al did considerable work and considerable sampling of tissue, Doroshow et al. 

does not suggest that the combination of N- acetylcysteine and doxorubicin has any effect on 

metastases. Doroshow et al. attributes the enhanced survival of doxorubicin-treated mice that 

had received NAC to the amehorating effect of NAC on the cardiac toxicity of doxorubicin. 

When read carefully the Doroshow et al reference specifically states that N-acetvl- 

cvsteine is no better than saUne in its ability to improve the survival pattem of animals treated 

with doxorubicin. On this point, it should be noted that at page 1059 Doroshow et al. 

includes a discussion regarding the "effect of NAC on the chemotherapeutic activity of 

doxorubicin."' It is stated therein: 

After investigating the protective effect of NAC [N-acetyl-cysteine] on doxorubicin 
cardiac toxicity, we examined the relationship between NAC administration and the 
chemotherapeutic activity of doxorubicin. . . . We studied animals implanted with 
P388 leukemia, an experimental murine timior. . . by a routine test of significance 
(the log ranic test), the survival of animals pre-treated w^ith NAC was not 
different from that of mice receiving the same dose of doxorubicin but pretreated 
with saline. • , .Similar results were obtained using a lower dose of doxorubicin. 
. . . The survival patterns of the saline and NAC-pretreated groups receiving 
doxorubicin were not significantly different by the log rank tests. ... (p. 1059, 
emphasis added). 

These results suggest that a dose of NAC. . . that oblates electron microscopic 
evidence of doxorubicin cardiac toxicity does not interfere with the drug's anti-tumor 
activity against P388 leukemia. 

Clearly, Doroshow et al discovered there was no significant effect on the anti-timior 
effect of doxorubicin upon the addition of N-acetylcysteine. 

It appears the Examiner has misread the Doroshow et al. reference and reached an 
erroneous conclusion of obviousness because the Examiner's Advisory Action of April 9, 
2002 (page 2), states "the prior art teachings that N-acetylcysteine significantly enhances 
the chemotherapeutic effect of doxorubicin would provide one of skill in the art to use this 
combination in primary tumors as well as advanced tumors." This statement is error because 
as noted above, Doroshow et al. states that "by a routine test of significance , the survival of 
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animals pre-treated with N-acetylcysteine was not different from that of mice receiving the 
same dose of doxorubicin but pretreated with sahne." (Doroshow et al, p. 1059, emphasis 
added). 

Doroshow et al was aware of the Freeman et al. work and results and attempted to 

explain his (Doroshow' s) failure to observe an enhanced activity of doxorubicin in the 

presence of N-acetylcysteine. Doroshow et al. specifically stated (page 1062): 

NAC [N-acetylcysteine] did not appear to interfere with the drug's chemotherapeutic 
effect in P388 leukemia. ... On the other hand in these experiments a substantial 
increase in the therapeutic efficacy of doxorubicin against P388 leukemia after NAC 
pretreatment could have been difficult to observe because NAC does not markedly 
diminish either the intestinal or hepatic toxicity of doxorubicin. 

In other words, Doroshow et al is attempting to explain away the fact that he did not observe 

a statistically significant enhancement of doxorubicin's therapeutic efficacy by co-treatment 

with NAC. 

Doroshow et al also discusses the Freeman et al work in the paragraph bridging 
pages 1062-1063. Doroshow et al states: 

Freeman et al. (41) have recently found that NAC does not decrease 
the therapeutic activity of doxorubicin against the Erlich ascites carcinoma; 
when doxorubicin was administered using a multiple, low-dose treatment 
schedule in their study, NAC significantly enhanced the chemotherapeutic 
effect of doxorubicin. These results suggest that a major cytotoxic effect of 
doxorubicin on tumor cells may not be related to free radical formation; in that 
circumstance, NAC could have its predominant impact on the cardiac damage 
produced bv doxorubicin rather than its antineoplastic activity . (Emphasis 
added). 

It is clear that Doroshow et al did not interpret Freeman's results as indicating 
enhanced neoplastic activity and prevention of metastases. Rather, Doroshow et al 
interpreted Freeman's results as indicating that NAC prolongs life span by preventing the 
cardiac damage produced by doxorubicin but does not decrease its therapeutic efficacy. 

It is respectfiiUy submitted that the references relied upon by the Examiner, when 
considered in their entirety, do not suggest combining doxorubicin with N-acetyl-cysteine to 
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enhance the therapeutic effect of the former. Indeed, the references suggest the combination 
may be no better than doxorubicin alone. More importantly, however, the references do not 
teach what is claimed by Appellants, namely the new use of deliberately administering a 
combination of doxorubicin and N-acetylcysteine to inhibit metastases formation in patients 
having a tumor that has not yet metastasized. 

The Court of Appeals of the Federal Circuit, like its predecessor the CCPA, recently 
reiterated the importance of permitting patents for a new use of an old process or composition 
of matter. In Rapoport v. Dement, 59 USPQ2d 1215 (Fed. Cir. 2001), the Court was faced 
with a claim directed to a "method for treatment of sleep apneas" using an azapirone 
compound. The Court held that this new use was patentable over a reference which taught 
use of the same azapirone compound for the treatment of "anxiety" which was a svmptom of 
sleep apnea . 

Indeed, the reference even mentioned the possibility of administering the azapirone 
compound to patients suffering from sleep apnea but the Court noted that this was for the 
purpose of treating anxiety in such patients not for the purpose of treating the sleep apnea 
disorder itself . 

The facts before the Board in this case are similar to the facts in Rapaport, The prior 
art cited by the Examiner in this case suggests administering N-acetyl-cysteine to a patient 
treated with doxorubicin in order to prevent damage with a patient's heart. It does not 
suggest administering N-acetyl-cysteine to a patient who has a tumor that has not yet 
metastasized but is capable of metastasization in order to prevent the metastasization. This is 
a completely different class of patient. For example, as noted by Doroshow et al. , 
doxorubicin is normally given for "advanced solid tumors of the breast, ovary, thyroid and 
bone" (page 1053). These advanced tumors may have aheady metastasized. Appellants have 
described and claimed a new use for the doxorubicin/N-acetyl-cysteine combination, i.e.. 
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administering to patients who have tumors which have not metastasized in order to prevent 
the metastasis of the timior. 

In Rapaport, the Federal Circuit recognized the value of these new uses for old 
processes and compositions, the same value envisaged by Congress in permitting such 
patents. It may be that the Court recognized that possession of the patent right would provide 
the necessary incentive to do the work requisite for obtaining Food and Drug approval. 

It should be noted that the Rapaport case in no "fluke" decided by an errant panel of 
the Federal Circuit. In Rapaport, the court reminded the PTO that the patent statute 
permitted such patents. The Federal Circuit's predecessor, the C.C.P.A., had similarly 
reminded the P rO in the case oiln re Marshall, 198 USPQ 344, 346 (CCPA 1978), where 
administration of a drug for weight loss was considered patentable over administration of the 
same drug to lower the acid content of the stomach. See also In re Shetty, 566 F.2d 81, 86, 
195 USPQ 753, 756-757 (CCPA 1977) (Adamantine drug used for new use of appetite 
suppression). 

It is respectfully submitted that the references relied on by the Examiner in the 
rejection do not suggest the claimed new process to which Applicants put the combination of 
N-acetylcysteine and doxorubicin. Absent that suggestion, a prima facie case of obviousness 
has not made out under the law. 

At best, the Examiner's position is akin to concluding that prevention of metastasis is 
inherent in the mere use of the combination of doxorubicin and N-acetyl-cysteine. There is 
no evidence to that affect of record and, importantly, the evidence is the opposite. 

In order to establish inherency, that which is inherent must inevitably happen. The 
mere possibility that it might happen or that it happens occasionally does not establish 
inherency. A review of the Freeman et al and Doroshow et al references teaches that the 
potentiation effect noted by Freeman et al does not always happen. If it did happen via 
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Freeman's experiments at a low dose of doxorubicin, it clearly does not appear to have 
happened at the high dose. Moreover, Doroshow et al. didn't notice a potentiation effect 
even though Doroshow et al. tried or attempted to reconcile his findings with those of 
Freeman et al, Doroshow et al. found no significant difference in adding N-acetyl-cysteine 
versus saline. Accordingly, a case of inherency cannot be made out and the Examiner's 
position must be reversed. 

Claim 16: Intravenous Administration 

Claim 16 is directed to the method wherein the doxorubicin is administered 
intravenously. Applicants' specification shows quite clearly that superior results cire achieved 
when the doxorubicin is administered intravenously. (Page 2, lines 17-19). On this point, it 
should be noted that when the doxorubicin was administered intraperitoneally, the 
effectiveness of the combined treatment was approximately additive as compared to the 
single treatments. However, when the doxorubicin was administered intravenously, "the 
combined effect not only resulted more than additive but even more than a multiplicative." 
See the result reported in the paragraph bridging pages 11-12. Surely, this difference 
between intravenous and intraperitoneal administration of the doxorubicin would not have 
been expected to result in the difference between an additive and a synergistic effect. This 
difference is important because both Doroshow et al. and Freeman et al. administered the 
doxorubicin intraperitoneally . not intravenously. This difference may explain why Freeman 
et al and Doroshow et al did not note a significant difference in neoplastic effect. 

Claim 17: Prevention of Lung Metastases 

New Claim 17 is directed to the inhibition of lung metastases. It is noted in the 
specification that DOX is particularly effective with regard to decreasing the number of lung 
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metastases. See, in particular pages 9 and 10 which indicate that none of the 12 mice which 
received the combined treatment developed lung metastases. This was a significant drop in 
frequency of metastasis formation compared to the other groups tested. It is respectfully 
submitted that there is nothing in the references relied on by the Examiner which indicates 
the ability of the claim combination to inhibit the formation of lung metastases to the extent 
noted in the specification. The references of record relied on by Examiner do not even 
mention metastasis of the lung. Absent some supposed inherency theory, the references 
cannot anticipate or make the subject matter of Claim 17 obvious. 

Appellants respectfully submit that the application is now in condition for allowance, 
and that the Examiner's rejection should be REVERSED. 
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APPENDIX I: APPEALED CLAIMS 



13. A method for inhibiting formation of a metastasis in a patient having a primary 
cancerous tumor, which has not yet metastasized but is capable of metastasizing, the method 
comprising administering to said patient N-acetyl-cysteine and doxorubicin together in a 
synergistic mixture or individually in amounts and within such a period as to act 
synergistically together to produce a cancer metastasis formation inhibiting effect. 

14. The method according to claim 13, wherein the N-acetyl-cysteine is administered 
in an amount between 100 mg and 6 g per day, 

15. The method according to Claim 13, wherein the doxorubicin is administered in 
an amount between 2 and 10 mg per dose. 

16. The method according to Claim 13, wherein said doxorubicin is administered 
intravenously. 

17. The method according to Claim 13, wherein the metastases inhibited are lung 
metastases. 



-16- 



APPENDIX n: PROPOSED FINDINGS OF FACT 

1 . The Doroshow et al reference does not specifically mention "metastasis" or 
"prevention of metastasis." 

2. The Doroshow et al reference states that ''N-acetylcysteine does not interfere 
with anti-neoplastic activity of doxorubicin or with the pharmacokinetics of doxorubicin 
uptake in the heart or liver." (p. 1054, col. 1). 

3. Doroshow et al administered doxorubicin intraperitoneally. (Page 1054, col. 

2). 

4. Doroshow et al did not administer doxorubicin intravenously. 

5- DoroshoMj et al state that the sup/i val patterns of the saline-NAC-pretreated 
groups receiving doxorubicin were "not significantly different" by the log rank tests, 
(p. 1060). 

6. Doroshow et al fovmd that "NAC did not appear to interfere with the drug's 
chemotherapeutic effect in P388 leukemia." (Page 1062, col. 2) 

7. Doroshow et al suggest that **NAC could have its predominant impact on the 
cardiac damage produced by doxorubicin rather than its anti-neoplastic activity." (Page 
1063, col. 1). 

8. Freeman et al does not mention metastases or metastases formation. 

9. Freeman et al administered doxorubicin intraperitoneally. (p. 169). 

10. Freemaw a/, administered N-acetyl-cysteine intraperitoneally. (p. 169). 

1 1 . Freeman et al did not administer doxorubicin or N-acetyl-cysteine 
intravenously. 

12. Table 1 of Freeman et al shows that at a low dosage of doxorubicin, both 
cysteamine and N-acetyl-cysteine prolong the "life span" of mice as compared to doxorubicin 
alone. 
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13. Freeman et al taught that at higher dosage, neither cysteamine nor N-acetyl- 
cysteine prolonged the "hfe span" of mice as compared to doxorubicin alone. (Table 1). 

14. Freeman et al. taught that cysteamine was superior to N-acetyl-cysteine in 
prolonging the life span of mice whether combined with low dosage or high dosage 
doxorubicin. (Table 1) 

15. Freeman et al. states specifically that "co-current administration of cysteamine 
for N-acetyl-cysteine did not significantly alter the effects of adriamycin on tumor growth, 
(p. 173). 

16. Freeman et al. specifically states that "cysteamine and N-acetyl-cysteine 
significantly increased the prolongation of life span of animals treated with adriamycin at i.5 
mg/kg/day but not those treated with adriamycin at 2.5 mg/kg/day." (p. 173) 
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APPENDIX m: PROPOSED CONCLUSIONS OF LAW 

L Claims 13-17 are not made obvious by the combined teachings of the Freeman et al 
and Doroshow et aL references. 
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bankrupt, so that it mieht be administered un- 1 The judgment of tJie SupeH&r Court is there^ 
cicr the proceedings jn ilie bankrupt court. Be- \fore, reversed and the ease remanded for fvrther 
twecn tlie Drst steps muiaiiug proceedings \n\ proceedings in conformity vnth thu otfinion 
tliJt court and the jppomtment of the assiffnee x 
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a considerable time often passes. During" that 
lime, tbe property of tiie bankrupt, especially 
iu a cnsL- coinnieueed by credit4>rs, niav be sui'- 
rcpiitiou-ily eonveycd beyond the reach of the 
court 01 the assignee, to whose possession it 
should come when appointed. If the bankrupt 
does not voluntarily aid the court, or is inclined 
10 defeat the proceeding, he can, with the aid 
of friends or irresponsible persons, sell his mov- 
able property and put the money in his pocket, 
or secrete his goods or remove them beyond 
I lie reach of the assignee or the process of the 
court, and thus defy the law. The evidence in 
I his case shows the* manner in which this can 
be done 

It was the purpose of the Act of Congress to 
remedy this evil. It, therefore, provides that 
i\s soon as the petition in bankruptcy is filed, 
ihe C(-"rt ma3' issue to the marshal* a provis- 
ional warrant directing him to take possession 
of all the property and effects of the bankrupt 
and hold them subject to the further order of 
the court. To have limited this risht or dutv 
of seizure to such property as he mieht find in 
the actual possession of the bankrupt would 
have manifestly defeated in manv instances 
the purpose of the writ. There is, therefore, no 
such limitation expressed or implied. As in 
the writ of attachment, or the ordinary execu- 
tion on a judgment for the recovery of money, 
the olficcr is authorized to seize t*he property 
of the defendant wherever found; so here'^it is 
made his duty to take into his possession the 
bankrupt's property wherever he mav find it. 
It is made his duty' to collect and hold posses- 
sion until the assignee is appointed or the prop- 
erty is released b^^ some order of court, and he 
would ill perform that duty if he should accept 
the statement of every man in whose custody 
he found property which he believed would 
belon.g to the assignee when appointed, as a 
suiBcient reason for failing to take possession 
of it. 

But he does this on his own responsibility for 
not only a faithful, but a correct, judgment in 
deciding what property to seize. He is liable to 
suit if by mistake he takes possession of prop- 
erty not liable to seizure under his warrant. 

Such a suit was brought iu this case; and we 
can see no reason why the issue made bv the 
pleadings, namely: the true ownership of the 
property, should not have been fullv submitted 
to the jury It was the shortest wav to deter- 
mine the ri^^ts of the parties. It was the first 
time the issue was presented. It was before 
a court of competent jurisdiction. 

To hold that the plaintiffs, by reason of their 
bare assertion of ownership connected with pos 
session, must recover of the marshal the value 
of the property, and that the assicrnee could 
then have sued plaintiffs and recovered it from 
them, is a mode of doing justice that does not 
commend itself to our "judgment, even if the 
assignee could be sxire to find a responsible de- 
fendant when he came to sue. 

We are of opinion that the Court of Appeals 
of New York was in error in its construction 
of the bankrupt law and in affirming the in- 
struction of the inferior court. 
See 12 Otto. 
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Patent-right—for a process^snbseguent intentor 
— Tilghman's paten t — decisions explained. 

n. A patent for a process, irrespective of the par- 
ticxuar mode or form of apparatus for carrving* it 
into effect, is admissible under the patent laws of 
the United States- 

2. To sustain a patent for a process, the patentee 
should be the first and originafln venter of the proc- 
ess; should claim it in his patent and, if the moanc 
of carrj-ing it out are not obvious to an ordinorv 
mechanic skilled in the art, hia specification shoultJ 
describe some mode of carrying it out which will 
produce a useful result. 

3. If a subsequent inventor discover a new mode 
of carrying out a patented process, thoug-b be mav 
have a patent for such new mode, be wilTnot be<»n- 
titled to use the procesB without the consent of the 
patentee thereof. 

4. The decision in ^fitcTiea v, Tilghman [XXII., 
125], re\ieweaand overruled ; and Tflgman'a patent 
relating to the manufacture of fat acids, eustained 
as a patent for a process. 

6. The decisions In 0''Reiay v. Morse, 15 How., 62, 
and in the case of Neilson*8 patent for the hotblast, 
(V/eb. Put. Gao.) cOmmented'upon and eirpiained. 
[No. 25.] 

Argued, IVov. 11, 12, 18S0, Bedded, Jan. 
1881, 



APPEAL from the Circuit Court of the United 
States for the Southern District of Ohio. 
The bill in this case was filed in the court 
below by the appellant, to obtain an injunction 
and other relief against the alleged infringe- 
ment of a certain patent. A decree was entered 
against the complainant; whereupon he ap- 
pealed to this court. 

The case is fully stated in the opinion of the 
court. 

Mr, Oeo« Hai^din^, for appeUant: 
Appellant was the (Scoverer of the chemical 
fact that fatty or oily substances would be de- 
composed, and the fat acids and glycerine sep- 
arated by the action of water at a high temper- 
ature and under pressure; and he was the tirst 
to describe a process by which his said discov- 
ery could be utilized in the arts, viz, : 

The heating of fatty matter and water in 
proper proportions, in a closed vessel, of suffi- 
cient strength to prevent the evaporation of the 
superheated water. 

Having thus described the mechanical means 
of carrying into effect his discovery, he is enti- 
tled to protection, whatever be the form of the 
closed receptacle or the means of heating it. 

(yjiHlly V. Mot-se, 15 How., 62; JS'eilaon v. 
Harford, 1 ^Veb. Pat. Cas.,295; Coming v.£ur> 
den, 15 How., 267. 

Appellant's patent is for a process, jnd is pa- 
tentable; it is not for a mere philosophical prin- 
ciple, unapplied to practical use. 
Same cases. 

♦Head notes by Jfr. Jttstice Bsl^lsy, 
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The mention of the use of a "convenient ves- 
sel," in appellant's patent, is sufficient without 
a further description or reference to known ex- 
isting apparatus. 

Househill Co. v. yeiUon, 1 Web. Pat. Cas., 
eST; Emerson v. Bogg, 2 Blatchf., 9; Brooks v. 
Jenkins, 3 McLean, 447; Kneass v. Schuylkill 
Bk,, 4 Wash.(C. CO. 13; see. Patent Rec. p. 8. 

Appellees infringe by the use of highly heated 
water under pressure', to decompile fat into 
fat acids and glycerine. Appellant's patent is 
not limited to si>ecific degrees of temperature. 

M<mry v, Whitrwy, 14 Wall, 636 (81 U. S., 
XX., 860, 861); Goodyear v. Wait, 3 Fish., 248; 
Wood Paper Co. v. GUns FalU Co., 4 Fish., 
334. 

Appellees infringe none the less because they 
insert a small per cent of lime in their digest- 
ers. Two processes then go on independently 
of each other, t. the old lime saponification 
process producing lime and soap, and the in- 
fringing process, producing free fat acids and 
glycerine by tht use of superheated water alone. 

The mere suggestions of actual and possible 
modes of operation in prior books or patents, is 
not sufficient to invalidate a patent for a proc- 
ess reduced^ to practice and adequately de- 
scribed. 

Curt. Pat., sec. 378;. Betts'v, Memies^ 7 Law 
Times (N. S.), UO:; ^MousehiU Co, v. Neilson, 1 
Web. Pat. Cas., 690. 

Appellant's patent is not void for want of 
practical utility, nor because lower tempera- 
tures than those i>ointed out in the appellant's 
patent are generally used, nor because there 
may be inconvenience In working his process 
at the TTioximt^Tn temperature mentioned by him. 
yfowry^. Whitney, 14 Wall., 646 (81 U. S.,XX., 
864). 

The extension is valid on its face. Its valid- 
ity cannot be impeached in this suit. 

'Messrs, Chas. B. CoUy-er and Matt. H. 
Carpenter, for appellees: 

The defendants do not infringe the patent of 
the complainant: 

First. Because the high temperature and 
pressure described and employed in the patent 
IS not employed by the defendants, and could 
not possibly be realized in the form and char- 
acter of apparatus used by them. 

Second. The complainant to prove infringe- 
ment, must show, not only that the tempera- 
ture and apparatus, as employed by defendants, 
are within the compass of his patent; but, that 
the defendants do in fact decompose fats into 
fat acids and glycerine, by the sole agency of 
water in its liquid form. 

Tilghman's alleged inventionwas not new and 
his patent is, consequently, void. 

Tilghman claims a process whereby fat is de- 
composed by water; he says the vessel must be 
so closed, etc., as to ''prevent the conversion of 
the water into steam." 

His process may, therefore, ^e briefly termed 
a "water process." 

Whenever the water becomes a mere auxilia- 
ry to other forces, as in defendants* process,al- 
though it may be essential to their action, the 
process is not Tilgh man's. 

In Gay Lussac and Chevreul's patent, water, 
in a liquid state, at a pressure of several atmos- 
pheres, is an essential agent of the decomposi- 
tion and solution of glycerine, one of the prod- 
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uctfi. Why is not this patent then a diistinct 
anticipation of Tilghman's? Because the water, 
although essential, is nevertheless merely aux- 
iliary to the other forces, and acts a subordi- 
nate part. 

And for the sune reason the defendants' proc- 
ess does not infringe complainant's process, al- 
though water is present as an essential agent. \ 

The defendants having acquired from the 
patentee the right to use nis patented invention 
during the original term of the patent, are not 
liable to him under the extension. 

The Act of 3836, section 18, providing for 
renewals of patents, also provides: 

"And the benefit of such renewal shall ex- 
tend to assignees and grantees of the right to 
use the thing patented to the extent of their re- 
spective interests therein." 

This saving clause of the statute has been 
considered repeatedly by the Supreme Co\irt, 
and its meaning dennltely determined. The 
case of most recent date, in which it has been 
passed upon in that court, is that of Bloomer v. 
MiUinger, 1 Wall., 340 (68 U. S., XVIL, 581), 
and In this case the prior decisions are referred 
to. 

In the case of Day v. Rubber Co,, 3 Blatchf., 
488, the rights of those who have acquired li- 
censes under the original term of the patent to 
continue under the extended term, without lia- 
bility to the patentee, when a process is the sub- 
iect-matter of the patent, is fully established. 
Referrin g to al l the reported decisions on^e 
question, Wilson v. Turner, 7 Law Rep., 527; 
Wilson v.Jtousseau, 4 How. ,646, Wilson v. Simp- 
son, 9 How,, 109, and Bloomer v. McQuczoan,14 ' 
How., 539. 

Jifr, Justice Bradley delivered the opinion 
of the court: 

This case involves a consideration of the same 
patent which was the subject of litigation in 
the case of MitdieU v. Tughman, reported in 
19th Wallace, 287 [86 U. S., XXII., 125]. The 
evidence in the present case, which is quite an . 
unwieldy mass, is much the same as in that, be- 
ing supplemented, however, by the testimony of 
the patentee respecting the nature of his origi- 
nal experiments and the practicability of using 
profitably the coil apparatus described in the 
patent, together with certain exhibits relating 
to the novelty of the alleged invention. Upon 
the renewed consideration which has been eiven 
to the subject, the court is unantmoushr of 
opinion, contrary to the decision in the Mitch- 
ell case, that the patent of Tilghman must be 
sustained as a patent for a process, and not 
merely for the particular mode of applying and 
using the ^process pointed out in the s]>ecifi ca- 
tion, and that the defendants have infringed it 
by the processes used b^ them. 

' The patent in question relates to the treat- 
ment of fats and oils, and is for a process of . 
separating their component parts so as to render 
them better adapted to the uses of the arts. It 
was discovered by Chevreul, an eminent French 
chemist, as early as 1813, that ordinary fat, tal- 
low and oil are regular chemical compounds, 
consisting of a base which has been termed glyc- 
erine, and of different acids, termed generaJly 
fat acids, but specifically, stearic, margaric and 
oleic acids. These acids, in combination sever- 
ally with glycerine, form stearine, margarine, 
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and oleine. Th^ u*« found in diflfereni propor- 
lions in the various neutral fats and oils; stea- 
i fine predominating in &ome,margarine in others, 

* 1709] and oleine in others. When separated from their 
base (glycerine), they take up an eauivalent of 
water, and are called free fat acias. In this 
Slate they are in a condition for being utilized 
in the arts The stearic and margaric acids 
form a whitish, semi-transp|arent, hard sub- 
stance, resembling spyermaceti. which is manu- 
factured into candles. They are separated from 
the oleic acid, which is a thin oily fluid, by hy- 
drostatic oi other powerful pressure; the o'leine 
hRing used for manufacturing soap, and other 
purposes. The base, glycerine, when purified, 
has come to be quit€ a d^irable article for many 
uses. 

The complainant's patent is dated the third 
day ot October. 1854, and relates back to the 
9th dav of January of that year, being the date 
of an £n^Hsh patent granted to the patentee for 
the same invention. It has but a single claim, 
the words of which are as follows Having 
now described the nature ot my said invention, 
and the manner of performing the same, I 
hereby declare that I claim, as of my invention, 
the rnanufaciuring of fat acids and glycerine 
from fatty bodies by the action of watisr at a 
hi^h temperature and pressure " 

Id the case of Mttchell, the majority of the 
court was of opinion that in the* application of 
the process thus claimed the patentee was con- 
fined to the method of using the process par- 
licularlv pointed out in the specification; and 
as, bv t!hnt.. it, wns propK>sed to produce a very 
rapia separation of the fatty elements by the 
use of a high degree of heat, the operation being 
eilected in'the space of ten minutes by forcing 
the fat, mixed with water, through a long cofl 
of strong iron tube passing through an oven or 
furnace where it was subjected to a tempera- 
ture equal to that ot melting lead, or 612' Fah- 
renheit, it was concluded by the court that the 
producing of the same result in a boiler sub- 
jected to only 400* Fahrenheit, and requiring a 
I>eriod of several hours to effect the desired 
separation, was not an infringement of the pa- 
tent, although the process by which the effect 
was produced, namely: the action of water, in 
intimate mixture with the fat, at a high tem- 
perature and under a sufficient pressure to pre- 
X710J vent the formation of steam, was undoubtedly 
the same. On further reflection, we are of opin- 
ion that, in the case referred to, suflBcient con- 
sideration was not given to the fact that the pa- 
tent is for a process, and not for any specific 
mechanism for ca^ rying such process into effect. 

lu order to have a clearer understanding of 
the question, it is i.eccssary to advert briedy to 
the hiiftory of the i:rt, and^hcn to examine the 
terms oi' the patent in greater detail. 

It is conceded hy the complainant that two 
differe nt processes "for effecting a decomposition 
of f:tls into their component elements had been 
in pradicul operation prior to his invention. 
These processes were called respectively the 
tilknline saponification process, and the sul- 
phuric ncid distillation process. The first con- 
sisted of the manufacture of the fat into soap 
by the use of lime or other alkali; and then, of 
the decomposition of the soap, so produced, 
into the fat acids by the aid of hydrochloric or 
dilute sulphuric acid. The decomposition of 
See 13 Otto. 
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the soap was, hy a subsequent improvement, 
effected by distillation in an atmosphere of 
steam. The other process, called the sulphuric 
acid distillation process, consisted of the direct 
saponification of fat by means of concentrated 
sulphuric acid, and the subseauent distillation 
over of the resulting fatty acio&v By this proc- 
ess, however, the gh-cerine was destroyed. 

The first of these processes was patented by 
Gay Lussac & Chevreul in 1825, but was not 
brought into successful operation in the manu- 
facture of stearic candles until improved by De 
MiUy in 1831. The second process was pro- 
poscSi and developed between 1840 and 1850. It 
was extensively used during and after that pe- 
riod by the large manuf actunng firm of E. Price 
& Co. , of London, and their successors. Price's 
Patent Candle Company Mr. G. F. Wilson, 
one of the shareholders in that establishment, 
and apparently a man ol accurate knowledge 
on this subject, read various papers illustrative 
of the history of the manufsctui* before learned 
societies in !En gland, extracts from which are 
contained in the record, and throw considerable 
light on the matter. It appears from his state- 
ments that the distillation of the saponified fat, 
whether saponified by an alkali or by sulphuric 
acid, was often accompanied by prejudicial ef- £71 IJ 
fects from the access of atmospheric air to the 
contents of the still. To remedy this, he and 
his associates adopted and patented the intro- 
duction of superheated steam into the still or 
vat containing the fat acids, which excluded 
atmospheric air, and carried over the fatty va- 
pors into the-receiver in -a-more -perfect condi- 
tion than they had before been able to obtain 
them. These patents were taken out in 1843. 
In the following year, the same parties, Gwynne 
and Wilson, f ound,what Dubrunf aut had found 
two or three years before, that palm -oil, which 
is very fiisible and manageable, can be distilled 
in its crude state, in the manner last described, 
that is, by the introduction of steam into the 
still, without the intervention of saponification; 
and the distilled product being then steam 
boiled in water, aciaulated with sulphuric acid, 
and the water allowed to settle and separate, 
the resulting substance would be a fat acid. It 
is not shown that this process was ever carried 
into successful operation prior to Tilghman's pa- 
tent; and judging from what was done by the 
Price Patent Candle Company in the way of 
improvement immediately after becoming ac- 
quainted with Tilghman's process, it is to be 
inferred tliat the st^m distillation process, with- 
out saponification, was still an unsuccessful ex- 
periment when his patent was issued. This 
experiment, however, must be regarded as the 
nearest approach to the process of Tilghman of 
anvihing done in the art prior to it. 

We do not regard the accidental formation 
of fat acid in Perkin's steam cylinder from the 
tallow introduced to lubricate the piston, if the 
scum which rose on the water issuing from the 
ejection pipe was fat acid, as of any consequence 
in this inquiry. What the process'was by which 
it was generated or formed was never fully un- 
derstood. Those engaged in the art of making- 
candles, or in any other art in which fat acids 
are desirable, certainly never derived the least 
hint from this accidentel phenomenon in regard 
to any practicable process for mantifactioring 
such acids. 
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The accidental effects proc iced in Daniell's 
water barometer and in Walt hers process for 
purifying fats and oils prcparaiorv to soap mak- 
ixiir. are of the same character, ^hey revealed 
no process for ihe manufacture of fal acids. If 
the acids were accidentally and unwittingly pro- 
duced, whilst the operators were la pursuit of 
other and different results, without exciting at- 
[712J tention and without its even being known what 
was done or how it had been done, it would be 
absurd to sav that this was an ^jiticipation of 
Tilsrbnian's discoverj 

Xor do we regarS the patent of ^Manicler, 
which was taken out in 1828, as anticipating 
the process of Tilghman. It is true that he di- 
rects a mixture of^fat with about one quarter of 
its weight of water to be placed in a boiler and 
subjected to a heat sufficient to create a press- 
ure equal to one atmosphere above the natural 
p.tmospheric pressure (or about 250* Fahren- 
heit); the boiler being provided with a safety- 
valve which would secure that degree of pre&i- 
ure. But, subject to this pressure, the patent 
directed that the mixture should be made to 
boil, and of course that the water should be con- 
verted into steam ; the words are, "Apply tire 
to this digester to melt and digest the contained 
tallow or fat and water and" keep up a rapid 
•* ebullition during about six hours." It is prob- 

jable, therefore, that any decomposition of the 
fat which may have been produced by this proc- 
ess was due to the steam formed and passing 
•through the fat, as no means appears to have 
.i been^dopted for ke eping up the mixture of the 
fat and" water. iSut we have no evidence that 
the process was ever successful in practice. One 
of the defendants' witnesses testifies that he tried 
it, and though he ^ot some results, he adds this 
pregnant oteervation: "To transform all the 
fat m this way at so low a temperature would 
have required many days." He only pretends 
that the sample which he obtained showed by 
its appearance, as well aa by its add action, that 
the separation had commenced. Evidently, 
therefore, this was but an abandoned experi- 
ment, since we never hear any more of it from 
182G down to the trial of this cause. 

It is unnecessary to examine in detail other 
alleged anticipations of Tilghman's process. We 
believe that we have specified the most promi- 
nent and reliable instances. 

Tilghman's discovery was made in 1853, and 
was, m brief, this: That the fat acids can be 
separated from glycerine, without injury to the 
latter, by the single and simple process of sub- 
jecting the neutral fat, whilst in intimate mixt- 
ure with water, to a high degree of heat under 
1713] sufficient pressure to prevent^the water from be- 
ing converted into steam, without the employ- 
ment of any alkali or siilphuric acid, or other 
saponif ving agent; the operation, even with the 
most solid fats, being capable of completion in a 
very few minutes when the heat applied is equal 
to that of melting lead, or 612" Fahrenheit; but 
requiring several hours when it is as low as 350° 
or 400° Fahrenheit The only conditions are, 
a constant and intimate commixture of the fat 
with the water, a high deaxee of heat, and a 
pressure sufficiently power?ul to resist the con- 
version of the water into steam. The result is, 
a decomposition of the fatty body into its ele- 
ments of glycerine and fat acids, each element 
taking up the requisite equivalent of water es- 
2S2 



I sential to its separate existence, and the glycer. 
ine in solution separating itself from me fat 
I acids by settUng to the bottom when the mixed ^ 

• products are allowed to stand and cool. In this ^ * 

• process a chemical change takes place in the 
! fat in consequence of the presence of the water 
: and the active influence of the heat and pressure 
I upon the mixture. 

I We are satisfied that Tilghman was the orig- 
I inal discoverer of this process. His priority was 
I acknowledged at the time by those most inter- 
j ested to question it. Mr. Wilson, to whose state- 
j ments reference has been made, and who is per- 
I haps more justly entitled than anyone else to 
i claim an anticipation of Tilghman 's discovery, 
j makes no such pretension, but, on the contrary! 
j concedes Tilchman's right to priority; and, in- 
' deed. Price's Patent Candle Company, of which 
Mr. Wilson was a member and director, took a 
license under Tilghman's English patent. 

As having some bearing upon the proper con- 
struction of the patent in smt, which will pres- 
entlv be more particularly examined, it is proper 
to observe that Tilghman's actual invention, as 
demonstrated in his experiments made in 1853, 
before making any appn cation for a patent,was 
not confined to the use of a coil of pipe in a heat- 
ed chamber or furnace for efTecting the process 
which he claims, but was frequently exhibited 
by using a simple digester, tilled nearly full 
with a mixture of fat and water, and heated in 
a gas stove, or in a vertical position over a gas 
lamp; the mixture of fat with the water bemg 
kept up by a lo ose metalhc rod or j um per, which 
thoroughly mixed the contents "when the di- 
gester was shaken. Sometimes the digester waa 
heated in a horizontal position and, being pro- 
vided with thin copper partitions fixed inside, [714; 
was made to revolve in order to cause a more 
perfect mixture of the materials. In using the 
digester, it not being provided with a safety* 
valve, a small space was left at the top for th^ 
formation of sufficient steam to prevent, by its 
elasticity, the vessel from exploding. 

In making these experiments Tilghman not 
only varied the apparatus, but applied different 
degrees of heat in the operation. The following: ' 
is his account of some of these proceedings. He 
says : "Before applying for my patent I had 
made many experiments in decomposing hy 
water at temperatures below melting bismuth, 
sometimes in the coil form of apparatus, but - 
most frequently in digesters. The low^est tern 
peraturc tried 'by me was three hundred and 
fifty degrees Fah. (350° F.), or 120 pounds 
pressure continued for four hours. The di- 
gester was as usual in a vertical position, but 
the heat was in this case given by an oil bath, 
I obtained both fat acids and glycerine in this 
experiment, but jn such small quantities as to 
prove that though the decomposition did go on 
at that heat, yet it was verv slow compared 
with the higher heats. I find notes of another 
experiment, July 15th, 1854, in the coil appa- 
ratus, vnth palm-oil, made at the melting point 
of tin, 440° Fah. , 360 pounds pressiire. It waa 
pumped through the coil very slowly, so as to 
give about thirty minutes' heat, and found to 
be partly decomposed, so that it was returned 
to the inlet end of the apparatus and pumped 
through a second time at the same rate and 
heat, which produced perfect decomposition of 
the oalm-oil into fat acids and solution of glyc- 
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erine. Ten miouW exposure would have per- : communicated to the Journal of the Society of 
fectly deconaposed palm-oil at the heat of melt- j Arts, January 25, 1856 : 

ing bismuth, 510* F. Yet I found 70** lower ! In January » 1854, Mr. Til^hman, an Amer- 
h(nu required six times as loug to produce the ' ic:in chemist, who has studied all that has been 
same cffcci. I bad often decomposed tallow at published here and in f>ancc on the subject ol 
510' F. before taking out my patent, not in aciditacation and distillation. of fatty bofiies, ob- 
the toil apparatus, but in the simple venical , laincd a patent for exposing faisand oiis to the 
dieesiLT. In this case I had to allow increased ■ action of water at a high temperatxu-e and 
time on account of the imperfect contact of the : under great pressure, in order to cause the 
fat and water in addition to that required by ! combination of the water with the elements of 
the diminished temperature." ! the neutral fats, so as to produce at the same 

In the course of his testimony, Tilshman ex- 1 time free fat acids and solution cf glycerine, 
plains why, in his patent, he specially recom- ' He proposed to effect this by pumping a mixt- 
inendcd the use of the hi^h temperature of | ure of fat and water, by means of a force- 
melting lead in appljin^ his process to practi- 1 pump, through a coil of pipe heated to about 
ciil use. He says: ** Many experiments had ; 613* Fahrenheit, kept under a pressure of about 
s!iown me that at these higher temperatures the ; 2,900 pounds to the square inch ; and he states 
decomposition was carried on with the greatest that the vessel must be closed, so that the 



economy of fuel and cost of apparatus.' When 
in London in 1347, I had found Perkins' house- 
warming apparatus, consisting of coils of h\m- 
dreds of feet of pipe, containing water at the 
temperature of melting lead, had long been in 
extensive domestic use there. On returning to 
London in 1S53, I foxind the same apparatus 
largely used for heating bakers* ovens. As I 
thus found such heats and pressures were per- 



requisite amount of pressure may be applied to 
prevent the conversion of water into steam. 
This is, all must admit, a beautiful, original, 
chemical idea, well carried out ; it has yet to 
prove how far it can compete successfully will: 
distillation. We have made an arrangement 
with Mr. Tilghman which will give us the 
means of testing its commercial merits." 
Mr. Wilson goes on to state that this process 



fectly practical and safe, as well as economical, ! of Tilghman suggested to tbem the idea of dis- 
I thought I was bound to describe my inven- ; tilling fats by passing steam into them at a high 
tion in what I then believed to. be the best 1 temperature'whereby to resolve them into glyc- 
mode of carrying it out, and that, as I was the ! erine and fat acids. They found the plan suc- 
discoverer of th-j chemical fats, I could then | cessful, and that the glycerine distilled over 
claim broadly as my process the use of water i with the fat acids, but no longer combined 
highly heated and under pressure to decomi)ose ■ with them ; and, in July, 1854, they took out 
fats, no matter what temperature or apparatus j a patent for that process. In a paper read 
was used.'* before the Glasgow meeting of the British As- 

And being asked for his present view as to 1 sociation for the Advancement of Science, in 
the practicability, economy and safety of the i September, 1855, Mr. Wilson thus refers to the 
higher temperatures as compared with lower | course of discovery which took place in this 



terhperatureSj he said: *'I think the high-press- 
ure apparatus is much more economical, both 
in the tirst cost and in the expense of working. 
Its principal disadvantage is that ordinary en- 
gineers are not familiar with its management, 
and consequently dislike it.*' 

In December, 1853, Tilghman, having com- 
pleted his experiments to his own satisfaction, 

filed a caveat in the Patent-Office preparatory . ^ ^ _ 

to taking out a patent for his invention. In this \ process) " led us to look again more closely 
caveat he says : The invention consists in ! into our old distilling processes, and the doing 
subjecting animal and vegetable fatty and oily j this showed, what we had often been on the 
substances containing glycerine to a"high tern- 1 brink of discovering, that glycerine might be 
perature and pressure in close vessels, mixed distilled. 

with different agents, according to the effect In our new process the only chemical ag^nts 
desired to be produced upon the fatty matter, employed for decomposing the neutral fat, and 
Thus, when I wish to convert the neutral fa ttv separating its glycerine, are steam and neat; 
substances into fatty acids and glycerine, 1 and the only agents used in purifyi::g the glyc 



branch of manufacture : 

" By our first improvement in separating the 
fat acids from neutral fats, the glycerine was 
decomposed by the direct action of concen- 
trated sulphuric acid at a high temperature, 
and all that remained of it was a charred pre- 
cipitate. A new process for decomposing neu- 
tral fats by water under great pressure coming L • 
under oiir notice" (referring to Tilghman*s 



pump a mixture of the fat and water, under 
great pressure, through a series of strong metal 
tubes, kept at about the heat of melting lead, 
and provided with a cool ing- worm and safety- 
valve at its outlet. The neutral fatty substance 
is decomposed by the process, and the fat acid 
and solution of glycerme which issue through 
the safety-valve separate by settling." 
Tilghman soon after repaired to Eneland and 
r7lGi ^ patent there, dated the §th day of 

l***'J January, 1854, and sealed the S5th of March. 
He immediately put in operation an apparatus 
for exhibiting his process on a small scale. Mr. 
Wilson, before mentioned, witnessed his ex- 
periments, and t*^*is speaks of them in a paper 
See 12 Otto. 



erine thtis obtained are heat and steam ; thus 
all trouble from earthy salts or lead is escaped. 

Distillation, however, purifies the impure 
glycerine of the old sources. 

'On the table is a series of products of palm- 
oil, which will serve to illustrate the process. 
Steam, at a temperatiu-e of from 550' to 600^ 
Fah., is introduced into a distillery apparatus 
containing a quantity of palm-oil. The fatty 
acids take up their equivalents of water, and 
the glycerine takes up its equivalent ; they then 
distill over toother. In the receiver the con- 
densed glycerine, from its higher specific grav- 
ity, sinks below the fat acids/* 

We quote more fully from thib paper, be- 
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cause it is a contemporary acknowledgment^ 
made by a man who stood in the front rank of 
those who understood and whose inieresl it 
Tvas to understand the most advanced process 
of resolving fats and oils into their component 
parts, that Tilghmau's "process for decompos- 
\u<r neutral faU by water under great pressure 
^vSs ''a new process;'^ ^'ho, ^nth his associ- 
ates, took hints from it for making new depart- 
ures and improvements in the art. The state- 
ments of Mr. Wilson on this subject are corrob- 
orated bv other witnesses. Indeed, nearly all 
those competent to speak on the subject state 
or admit that the process of decomposmg fats 
into glycerine and fat acids by mixing them 
with water and subjecting the mixture to a 
hifrh deCTCC of beat under a pressure sufhcient 
to prevent the conversion of the water into 
steam, was not known in the arts pnor to 
Tilehman's discovery. The testimony of some 
experts to the contrary is based upon their con- 
stnaction of certain patents and publications 
produced in evidence, the most important of 
which have already been adverted to. 

The question then arises: has Tilghman se- 
cured the exclusive right to the process of 
which he was thus the inventor? 

\n examination of the patent itself, which 
fTlSl the preceding remarks will enable us better to 
^ understand, will show, we think, that it was 
intended to and does cover and secure to the 
patentee the general process which bas been 
riPscribed. although only qn^particular method 
of applying and using it is pointeo out. 

The specification describe? the mvenUon as 

follows: . - 

*• ^ly invention consists of a process for pro- 
ducing free fat acids and solution of glycerine 
from those fattv and oUy bodies of animal and 
vegetable origin which contain glvcenne as 
thiir base. For this purpose, I subject these 
fattv or oUy bodies to the action of water at a 
high temperature and pressure, so as to cause 
the elements of those bodies to combine with 
water, and thereby obtain at the same time free 
fat acids and solution of glycerine. I mix tne 
fatty body to be operated upon with from a 
third to a half of its bulk of water,and the mixt- 
ure mav be placed in any convenient vessel in 
which It can be heated to the melting jpomi of 
lead, until the operation is complete. The ves- 
sel must be closed and of great strength, so that 
the requisite amount of pressure may be applied 
to prevent the conversion of the water into 

^^^The process mav be performed more rapidly 
and also continuously by causing the mixture 
of fattv matter and water to pass through a 
tube of continuous channel, heated to the tem- 
perature alreadv mentioned; the requisite press- 
ure for preventing the conversion of water into 
steam being applied during the process; and 
this I believe is the best mode of carrying my 
invention into effect. In the drawing hereunto 
annexed are shown figures of an apparatus for 
performing this process speedily and continu- 
ously, but which apparatus I do not intend to 
claim' as anv part of my invention." 

The specification then goes on to descnDe,i>y 
the aid of the drawing referred to, the particu- 
lar de\nce mentioned. But it is evident, and 
indeed is expressly announced, that the process 
claimed does notWe reference to thisparucu- 
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Uir device, for the apparatus described was weil 
known, being similar to that used for produc- 
ing the hot-blast and for heating water for the 
purpose of warming houses. It consists of a 
coil of iron pipe or other metallic tubing 
erected in an oven or furnace, where it can be 
subjected to a high degree of heat; and through 
this pipe the mixture, of nearly equal parts of 
fat and water, made into an emulsion m a sep- 
arate vessel by means of a rapidly vibrating pis- 
ton or dasher is impeUed by a force-pump m 
a nearly continuous current,with such regulat- 
ed velocity as to subject it to the heat of the 
furnace for a proper length of time to produce 
the desired result ; which time, ^ben the fur- 
nace is heated to the temperature of 612 tah.. 
is onlv about ten minutes. The fat and water 
are kept from separating by the vertical posi- 
tion of the tubes, as well as by the constant 
movement of the current ; and are prevented 
from being converted into steam by weighting 
the exit valve by which the product is dis- 
charged into the receivmg vessel, so that none 



of it can escape except as it is expelled by the 
pulsations produced by the working of the 
force-pvunp. Before arriving at the exit valve, 
the pipe is passed, in a second coil, through 
exterior vessel filled with water, by whicn the 
temperature of the product is reduced. After 
the product is discharged into the receiving 
vessel it is allowed to stand and cool until the 
glycerine settles to the bottom and separates it- 
felf from the fat acids. The latter are then sub- 

J. *- .>iTTHr«iilir.nrP5«ure in the 
jeetcu. w YTooiiiug 

usual way. . . jj j 

^ter describing this apparatus it is added • 
" Although the decomposition of the neutral 
fats by water takes place with great quickness 
at the proper heat, yet I prefer that the pump 
should be worked at such a rate, in proportion 
to the length or capacity of the heating tubes, 
that the mixture, while flowing through them, 
should be maintained at the desired temperature 
for ten minutes before it passes into the refrig- 
erator or cooling part of the apparatus. 

It is evident that the passing of the mixture 
of fat and water through a heated coil of pipe 
standing in a furnace is only one ofjeveiTal 
wars in which the process may be applied. The 
patentee suggests it as what he conceived to be 
the best way, apparently because Uie result is 
produced with great rapidity and completeness. 
But other forms of apparatus, known and m 
public use at the time, can as well be employed 
without changing the process. A common di- 
gester or boiler can evidenUv be so used, pro- 
vided proper means are employed to keep up 
the constant admixture of the water and fat, 
which is a sine qua non in the operation. 1 Ugn- 
man himself/as we have seen, often used such 
digesters in making his experiments before ap- 
plying for his patent ; and, in putting up ma- 
chinery for his licensees after his patent was ob- 
tainedihe did the same thing when the par- L'* J 
ties desired it. Yet surely the identity of the 
process was not c"*.nged by thus changing the 
form of apparatus. No great amount of mven- 
tion was required to adapt different forms of 
well-known apparatus to the apphcation of the 
process. The principal difficulty .^^ould be in 
providing an internal arrangement in the boiler, 
or digestlr, for successfully keepmg up the in- 
timate commixture of the fat and water. It is 
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evident that this coald be accomplished by 
means of revolving reels armed with buckets, or 
of a force-pump constantly transferring the 
heavv stratum of water from the bottom of the 
muss' to the top, aided by horizontal diaphragms 
partially section! zing the digester. These de- 
rices were resorted to by Tiighman and others 
when they used a boiler instead of a coil of 
pipe. 

Whilst Tilgnman in his patent recommends 
the high degree of heat named, he does not con- 
tine himselt to that. It had been fully devel- 
oped in his experiments, and was well known 
10 him, that a lower degree of heat could be em- 
ployed by taking longer time to perform the 
operation; and this would be necessarv when 
boilers or digesters of considerable size were 
used instead of the coil of pipe, on account of 
t he decreasing power of large vessels to resist 
the internal pressure. The specification, after 
describing the use of a metallic coil of pipe, pro- 
ceeds to add: 

The melting point of lead has been men- 
tioned as the proper heat to be used in this oper- 
iition, because it has been found 1 5 give good 
results. But the change of fatty matters into 
fat acid and glycerine takes place with some 
materials, such as palm-oil, at or below the melt- 
ing point of bismuth (510* Fah.); yet the heat 
has been carried considerably above the melting- 
point of lead without any apparent injury, and 
the iecomposing action of the water becomes 
m powerful as the heat is increased. By start- 
iDg the apparatus at a low heat, and gradually 
iccreasinar it, the temperatiiro.gi.ving.products 
most suita ble to the intended application of the 
fatty body employed can easily be determined." 

>*ow whec we find it stated, as we do in this 
specification, that the patentee subjects " fatty 
(721 J or oily bodies to the action of water at a high 
temperature and pressure, so as to cause the ele- 
ments of those bodies to combine with water;" 
that * the mixture may be placed in any conven- 
ient vessel in which it can be heated to the 
melting point of lead, until the operation is com- 
plete;'*^ that *' the vessel must be closed and of 
great strength, so that the requisite amount of 
pressure may be applied to prevent the conver- 
sion of the water into steam;" that " the decom- 
position of the neutral fats by water takes place 
with great quickness at the proper heat;" that 
' the melting point of lead has been mentioned 
as the proper heat to be used in this operation, 
because it has been found to give good results:" 
that " the change of fatty matters into fat acid 
and glycerine takes place with, some materials 
at or below the melting point of bismuth;" that 
"the decomposing actior of water becomes 
more powerful as the heat is increased;" that. 



grocess when applied in the use ot a coil of pipe 
eatad to 612' Fahrenheit? Or, If we allow it 
to embrace any ** convenient vessel," and do 
not confine it to a coil of pipe, how can we con- 
fine it to a particular degree of heat? What did 
Tiighman discover? And what did he, in terms, 
claim by his patent? He discovered that fat 
can be Hissolved into its constituent elements 
by the use of water alone under a high degree 
of heat and pressure; and he p&tentea the proc- 
ess oi '* manufacturing fat acids and glycerine 
from fatty bodies by the action of water at a 
high temperature and pressure." Had the proc- 
ess been known and used before, and not been 
Til^hman's invention, he could not then have 
claimed anything more than the particular ap- 
paratus described in his patent; but being the 
mventor of the process, as we are satisfied was 
the fact, he was entitled to claim it in the man- 
ner he did. 

That a patent can be granted for a process, 
there can be no doubt. The patent law is not con- 
fined to new machines and new compositions of 
matter, but extends to any new and useful art 
or manufacture. A manufacturing process is 
clearly an art, within the meaning of the law. 
Goodyear s patent was for a process, namely, 
the process of vulcanizing India rubber by suo- 
jectmg it to a high degree of heat when mixed 
with sulphur and a mineral salt. The apparatus 
for performing the process was not patented, 
and was not material The patent pom ted out 
how the process could be effected, and that was 
deemed sufficient. Neilson's patent was for the 
process of applying the, hotTblast. to furnace by 
forcing the blast through a vessel or receptacle 
situated between the blowing apparatus and the 
furnace, and heatad to a red heat; the form of 
the heated vessel being stated by the patent to 
be immaterial. These patents were sustained 
after the strictest scrutiny and against th( strong- 
est opi>osition. 

On the subject of patents for processes, Mr. 
Justice Grier, in delivering the opinion of this 
court in Corning v. Burden, 15 How., 267, said: 
" A process eo nomine is not made the subject of 
a patent in our Act of Congress. It is included 
under the general term, ' useful art.' An art 
may require one or more processes in order to 
produce a certain result or manufacture. The 
term * machine ' includes every mechanical de- 
vice or combination of mechanical powers and 
devices to perform some function or to piTKiuce 
a certain effect or result- But where the result 
or effect is produced by chemical action, by the 
operation or application of some element or pow- 
er of nature, or of one substance to another, 
such modes, methods or operations are called 
processes. A new process is usually the result 
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by starling the apparatus at a low heat and > of a discovery, a machine of invention. The 
gradually increasing it, the temperature giving i arts of tannmg, dveing, making water-proof 
products" most suitaole to the intended applica- i cloth, ^•ulcanizmg India rubber, smelting ores, 
tion of the fatty body employed can easily be { and numerous others, are usually canned on by 
determined;" and when we 'then find that the • processes as distinguished fromi. ichines. One 
patentee categorically ch'ims, in general terms, : may discover a new and useful in* provement in 
as his iovention ^'ThemunnfacturiTK^offataciOs . the process of tanning, dveing, etc., irrespective 
rt/irf gi'/ccrine from fatty bodies by the action of^ of any particular form of machinery or mechan- 
•loaie^r at a high temperature and pressure and i ical device. And another may invent a labor 
being satisfied that he was, in fact, the inventor | saving machine, by which the operation or proc- 
oi the general process described and bodied ! ess may be performed, and each may be entitled 
forth in the specification, how can we, by any ! to his patent. As, for instance, A has discovered 
fair rule of construction, circumscribe this claim j that by exposing India rubber to a certain de- 
in such a manner as th«*.t it shall only cover the ! gree of heat, in mixture or connection with ccr- 
Se€ 12 OTTrt. 285 
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tain metallic saits. he can produce a valuable 
product or manufacture; he is entitled to a pa- 
tent for his discovery, as a process or improve- 
ment in the art irrespective of any machine or 
mechanical device. B, on the contrary, may 
invent a new furnacce or stove or sieam appa- 
ratus, hy which this process may be carried on 
with much saving of lalior and expense of fuel, 
and he will be entitled to a patent for his ma- 
chine as an improvement in the art." 

2seilson's patent above refered to had some 
features very similar to those of Tilghman's. 

. • . The strong objection urged against the latter is, 
thiit the particular apparatus described in the 
specification is not that which is generally used, 
and that it cannot be used with much profit 
or success in large manufacturing operations; 
whereas, the slower method of dissohing fats 
in a common boiler or digester at a lower tem- 
perature even than that of melting bismuth, 
■which is not described in the specification, is the 
one -which is generally adopted. Precisely this 
circumstance existed in reference to the patent 
of Neilson. The specification directed that the 
blast or current of air produced by the blowing 
apparatus should be passed into an air vessel or 
receptacle heated to a red heat, and from thence 
into the furnace. Then, after stating that the 
air vessel or receptacle should be increased in 
size according to the size of the forge or fur- 
nace to be supplied, the specification adds: *'The 
form or shape of the vessel or receptacle is im- 
material to the effect, and may be adapted to the 
local circimastances or lituation." Kow, the 
most sim ple and natural f orm_of an air vessel, 
for heatinff th3 blast, as here directed, would be 
a box or chamber, or a cylindrical vessel; but it 
turned out in practice that a receptacle of this 
kind would ans^ver the pxirpose but very imper- 
f ectlj' ; and that the best and most usef uf method 
was to heat the blast in a series of tubes placed 
in a heated oven. This was held to be no ground 
for invalidating the patent, or for preventing it 
from covering intermediate tubes, as well as an 
intermediate box or chamber, the jury being of 
opinion that a man of ordinary skill and knowl- 

£724] edge in the construction of blowing and air-heat- 
ing apparatus would be able, from the informa- 
tion contained ii* ..he specification, to erect a 
machine which would answer some beneficial 
purpose in the application of the process, and 
would not be misled and prevented from so do- 
ing by the declaration that the form or shape 
of the vessel or receptacle was immaterial to the 
effect. lu this view of the subject, the patent 
was sustained after very great consideration. 

Some question has, indeed, been made wheth- 
er Neilson *s patent was sustained as a patent for 
a process. The Court of Exchequer, in review- 
ing the proceeding at the trial, and answering 
the objection that it was a patent for a principle, 
said: " It is very difficult to distinguish it from 
the specification of a patent for a principle, and 
this at first created in the minds of some of the 
court much difficulty; but, after full considera- 
tion, we think that the plaintiff does not mere- 
ly claim a principle, but a machine embodving 
a principle, and a very valuable one. We think 
the case mu?i be considered as if, the principle 
being well known, the plaintiff had first invented 
a mode of applying it by a mechanical apparatus 
to furnaces; and his invention consists in this — 
by iTiierposing a I'eceptacle for heated air betueea 
2S6 



tite biowi-ng apparatu$ and the ftirjutee^ In this 
receptacle he directs the air to be heaved by the 
application of heat externally to the receptacle^ 
and thus he accomplishes the object of applying 
the blast which was before of cola air, in a he'ateu 
state to the furnace," NeiUor Hiomjufon, "Web 
Pal. Cas., 275, 371. 

In this passage, we think *.Tiai the Court of 
Exchequer (who spoke through Baron Farke; 
drew the true distinction between a mere prin 
ciple. afi the subject of a patent, and a process 
by which a principle is applied to effect a use- 
ful result That a hot- blast is better thnn a cold- 
blast for smelting iron in a furnace was the prin- 
ciple or scientific fact discovered by Keilson; 
and yet, being nothing but a principle, he could 
not have a patent for that. But having invented 
and practically exemplified a process for utiliz- 
ing this principle, namely: that of heating the 
blast, in a receptacle, between the blowing ai> 
paratus and the furnace, he was entitled to a pa- 
tent for that process, although he did not dis- 
tinctly point out all the forms of apparatus by 
which the process might be applied ; having, 
nevertheless, p)ointed out a partjcular apparatus 
for that purpose, and having thus- shown that 
the process could be practically and usefully ap- 
plied. Another person might mvent a better ap- 
paratus for applying the process than that point 
ed out by Xeilson, and might obtain a patent for 
such improved apparatus; but he could not use 
the process without a license from i^eilson. 
His improved apparatus would, in this respect, 
stand in a relation to the process analogous to 
that which an improvement on.a patented ma- 
chine bears to the* machine itself. 

That Neilson's patent was regarded as for u 
process is apparent from what is said by the 
Judges who had it under consideration. Thus 
Baron Parke at the trial had said: '* The speci- 
fication and patent together make it clear what 
the discovery was; it was the introduction of hot 
air by means of heating it before it was intro- 
duced into the furnace, between the blowing ap- 
paratus and the furnace." Web. P. C.,"312. 
And when the matter came before the House of 
Lords, after a trial in Scotland, Lord Campbell 
said: ** After the construction first put upon it 
(the patent) by the learned Judges of the Court 
of Exchequer, sanctioned hj the high authority 
of my noble and learned fnend now upon the 
woolsack, when presiding in the Court of Chan- 
cery, I think the patent must be taken to extend 
to ail machines,of whatever construction, where- 
bv the air is heated intermediately between the 
blowing apparatus and the blast furnace. That 
bein^ so, the learned Judge was perfectly justi- 
fied in telling the jury that it was unnecessary^ 
for them to compare one apparatus with another, 
because, confessedly, that system of conduit 
pipes was a. mode of heating air by an interme- 
diate vessel between the blowing apparatus and 
the blast furnace, and, therefore, it was an in- 
fraction of the patent." Bousehill v. Neilson, 
Web. Pat. Cas., 715. 

This case of the not-blast was comment cu 
upon in the great case of (yReiUy \ )iorte. 
reported in loth How., 62-116, and is there 
recognized and approved in the opinion of th?-. 
court delivered by CAw/ Justice Taney. After 
quoting the remarks of Baron Parke in the Court 
of Exchequer, cited above, the Chief Justice 
says: " We see nothing in this opinion differing 
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. deeree irum the familiar principlesoflaw 
' nnuLblf to p^ieox cases. Neilson claimed no 
'"^^^^ coDStnicUng the receptacle 
^ if hP^tintr it He pointed out the manner in 
^;^Uich U clone; but admitted U.at it 

:^^'ht also be done in a variety of ^ars and at 
nl her or lower temperature; and that all of 
fhPm would procluce iho effect in a greater or 
w'^e-ree provided the air was beaa>d by pa^ 
■f^ throu'-h a heated receptacle. ^ * Who- 
fJr therefore, used this method of throwme 
hot air into the furnace, used the process he had. 
fnven^d and thereby infiinged Ins pa ent aU 
hou-h the form of the reccptQclc or the me 
ih^nTci' arrancements for heatmg it might be 
Sent f7om those described by the patentee. 
For whatever form was adopted for the recep- 
c or whatever mechanical arrangemenis 
^ere made for heating it. the effect yould be 
nrodu?^ in a greater or less degree, if the heated 
?Jceotl^e wa? placed between the blower and 
[he furnace, and the current of air passed 
luronHiit » * * The patent was supported 
Sse he CNeilson) had invented a mechanical 
^noaratus by which a current of hot air instead 
of cold could be thrown in. And this new 
^^eihod was protected by the patent. The m- 
^Sion of a heated Tcceptacle 2 any jorm 
wa?the novelty he invented." aHezUy wMorse, 

^^WehaVrquoted these remarks of the Chief 
Justice more fullv because they show most 
clea ly that he put the same construction u^n 
^iXiic^n', natent that was put upon it by Lord 
Campbeli;*and that he fully acquiescea in iiie 
leoSuv aid validity of a patent for a process^ 
vl? it has been supposed that the decision m 
O^P^ill^y.Morse w^verse to pat^ms f or mere 
processes. The mistake has '^doubtedly arisen 
from confounding a patent for a process with a 
mtSit f or a mere principle. We think that a care- 
Ful examination of the judgment in that case will 
sho vv that nothing adverse to patents for process- 
es is contained inlt. The eighth claim of ^torse's 
latent was held to be inv^id, because it was re- 
Srded by the court as being not for a Pjoce^, but 
f^r a mere principle. It amounted to this, name- 
V a aaim^^of the exclusive right to the use of 
electro-magnetism as a motive power /or mak- 
tncr intellilble marks at a distance; that is, a 
dSm to the exclusive use of one of the po^ ers 
of nature for a particuhir purpose. It ^af not 
a claim of any particular machmery, nor a 
claim of any p^icular process for utihzinff the 
now but a claim of the power itself; a claim 
P forSJard on the ground that the patentee 
was the first to discover that it covld be thus em- 
ployed. This claim the court held could not be 

^^Thlu^s ^as the true ground of the decision 
wiU be manifest from the toUowing observa- 
tions of the Chief Justice in the ^Pi^^o^^^^^.^f^y 
quoted from. He says: " He (Morse) claims 
the exclusive right to every improvement where 
the motive power is the electric or galvanic cur- 
rent, and the result is the marking or prmting 
inteUigible characters, signs or letters ^t 8 dis 
tance. If this claim can be maintamed, u mat 
ters not by what process or machiruiry the result 
is accomplished. For aught that we now know , 
some future inventor, in the onward march of I 
science, may discover a mode of wnting or 



or galvanic current, without using any part of 
the process or combination set forth m the 
plaintiff's specification. * * * In fine, he claims 
an exclusive right to use a 
which he has not described, and indeed had not 
invented and therefore could not describe when 
he obtained his patent. The court is of opinion 
that the claim is too broad: and not warranted 
by law * * It is the high praise of Professor 
Morse that he has been able by a new combma- 
tion of known powers, of which electro-mag- 
netism is one, to discover a method b^ which in- 
telligible marks or signs may be printed at a 
distance. And for the method or process thus 
discovered he is entitled to a patent. But he has 
not discovered that the electro- magnetic current 
used as a motive power, in any other method 
and with anv other combinations, will do as 
well." After reviewing the statutes and decis- 
ions bearing upon the subject, the C?nej J-tistzce 
makes a summary conclusion of the whole mat- 
ter as follows: whoever discovers that a cer- 
taii useful result will be produced, m any art 
machine, manufacture or composition of inat- 
ter hv the use of certain means, is entitled to a 
patent for it; provided he specifies the means 
he uses in a manner so full and exact that any- 
one skilled in the science to which it appertams 
can by using the means he specihes without 
any' addition to or subtraction from them pro- 
duce preciselv the result he describes And if 
this cannot be done by the nieans he describes 
the patent is void. And if it can be done, then 
the patent confers on him the exclusive nght to ^^^SJ 
use the means-be specifies to-prodnce the re|^t 

or effect he describes, and nothing more And 
it makes no difference, in this respect, whether 
the effect is produced by chemical agency or 
combination; or by the apphcaUon of discov- . 
eries or principles in natural philosophy, known 
or unknown before his invention; or bv ma- 
chinery acting altogether upon mechanical prin- 
ciples. In either case, he must descpbe t?ie man-^ 
ner or process as above mentioned, and the end 
it accomplishes. And anyone may; fwfully 
accomplish the same end without i^^^g^^g 
ihP natent if he uses means substantially dii- 
toenffrom thosedescri^ (yEeiUyy Morm, 

"^^if^ms to us that this clear and exact sum- 
marv of the law affords the key to almost every 
case^hat can arise. "Whoever discovers that 
a certain useful result ^nll be produced in any 
art. by the use of certain means is enUtled to a 
patent for it, provided he specifies the means. 
But everything turns on the force and meaning- 
of the word " means." It is very certain that 
the means need not be a machine, or an appa- 
ratus- it may, as the court says, be ^process, A 
machine is a thine. A process is an acx, or 
mode of acting, ^he one is visibie to the ej e; 
an object of perpetual observation. The oihe. 
ts a conception of the mind seen oniy by us 
effects when being executed or performed. 
Either mav be themeansof producing a usefm 
result The mixing of certain substances to 
aether, or the heating of a substance to a cer- 
iSn cemperature. is a process. ^^^H^fl^^^ 
doing it or the apparatus m or by which it ma^ 
Se done is sufficiently obvious to suggest itseU 
to a person skiUed in the particulw art, it is 
enough, in the patent, to point out the process 
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directions as to llue apparatus or method to be 
employed. If the mode of applying the process 
is not obvious, then a description of a particu- 
lar mode by which it may be applied is suffi- 
cient There is. then, a description of the proc- 
ess and of one practical mode in which it may 
be applied. Perhaps the process is susceptible 
of being applied in many modes and by the use 
ot many forms of apparatus. The inventor is 

£729) 3(5t bound to describe them all in order to se- 
cure to himself the exclusive right to the proc- 
ess, il he is really its inventor or discover. But 
he must describe some particular mode, or some 
apparatus, by which the process can be applied 
with at least some beneficial result, in order to 
show that it is capable of being exhibited and 
pertormed in actual experience. 

Let us apply these principles to the present 
case. In the first place, the claim of the patent 
is not for a mere principle. The chemical prin- 
ciple or scientific fact upon which it is founded 
is, that the elements of neutral fat require to be 
severally united with an atomic equivalent of 
water in order to separate from each other and 
become free. This chemical fact was not dis- 
covered by Tilghman. He only claims to have 
invented a particular mode of bringing about 
the desired chemical union between the fatty 
elements and water. He' does not claim every 
mode of accomplishing this result. He does not 
claim the lime saponification process, nor the 
sulphuric acid distillation process, and if, as 
con tended; -the result, wfls.floconiplishcd hy Du- 
brunfaut, Wilson and Scharling, by means of 
steam distillation, he does not claim that proc- 
ess. He only claims the process of subjecting 
to a high degree of heat a mixture continually 
kept up, of nearl^r equal quantities of fat. and 
^ater in a convenient vessel strong enough to 
resist the effort of the mixture to convert iiseif 
into steam This is most certainly a process. It 
is clearly' pointed out in the specification, and 
one particular mode of applying it and carrying 
it into effect is described in detail. But it is not 
the particular apparatus described which Tilgh- 
man desires to secure by his patent. Having 
pointed out the process and suggested a partic- 
ular mode of applying it, he claims as his in- 
vention " t/ie manufacturing of fat acids and 
glycerine from fattt/ bodies hy Vie action ofuater 
at a hiffh temperature aiul pressure.** The true 
construction of this claim is to be sought by 
comparing it. as we have already done, with the 
context of the specification; with the statement 
of the patentee that his invention consists of 
a process for producing free fat acids and solu- 
tion of glycerine from those fatty and oily bodies 
of animal and vegetable origin, which contain 
glvcerine as a base; " that " for this purpose he 
ijubjects these fatty and oily bodies to the action 
of water at a high tempera'ture and pressure, so 
as to cause the elements of those bodies tocom- 
t>ine with water and thereby obtain at the same 
time free fat acids and solution of glycerine;" 
that he mixes the fatty body to be operated 
..pon with from a third to a half of its bulk of 
Vater. and the mixture may be placed in any 
convenient vessel in which it can be heated to 

£730] the melting point of lead '* (which is afterwards 
explained to be only desirable for a quick re- 
sult, not essential): that '* the vessel must be 
closed and of great strength, so that the requi- 
site amount of pressure may be applied to pre- 
2S8 



vent the conversion of the water into steam." 
This is the process which the patentee claims ic 
have invented; and this description of it gives 
the proper construction and qualification to the 
claim. 

It is objected that the particular apparatus de- 
scribed in the patent for carrying tne process 
into effect cannot be operated" to produce any 
useful result. We have examined the evidence 
on this point, and are satisfied thax u shows the 
objection to be unfounded. A recapitulation of 
this evidence is not necessary. The testimony 
of Tii^hman himself, of Professor Booth and of 
Mr. Wilson is directly to the point. 

It only remains that we should express our 
views on the question of infringement. The de- 
fendants advance several reasons for the pur- 
pose of showing that their process does not con- 
flict with that of Tilghman. First, because they 
do not use the apparatus described in the com- ' 
plainant's patent; but use a boiler in which the 
charge of fat and other materials is placed and 
heated; and do not mix the fat and water in the 
manner pointed out in the specification of the 
patent but, on the contrary, have inserted in 
the boiler a pump which forces the water as it 
settles to the bottom upwards to the top of the' 
mass and pours it upon the upper surface, 
whence it again finds its way down through the 
fat, thus keeping up a constant mixture. It is 
unnecessary to add anything further on the sub- 
ject of the"^ form of the apparatus used. The 
patentee is not confined to a metallic coil of pipe 
heated in a furnace; but his patent extends to 
and embraces any convenient vessel for holding 
the mixture, which is strong enough to sustain 
the pressure necessary to prevent the water from 
being converted into steam. The defendants uao 
such a vessel, and use it for the purpose indi- 
cated and pointed out in the patent. The ves- 
sel which tliey tise has the requisite strength to 
prevent the water from being converted into 
steam, and does effect that object And as to 
the defendants' tising a different method from 
that suggested in the patent for keeping up the 
mixture of fat and water, that is of no conse- 
quence. The keeping uj) of the mixttu-e is the 
important thing. TEat is a necessary part ol [731 
the process. They employ such a device for 
effecting this as is adapted to the form of ves- 
sel in which they heat the material. Using a 
boiler instead of a coil of pipe for this purpose, 
they are obliged to employ an additional or mod- 
ified means for keeping up the mixture. They 
only employ such means as, in view of the 
change adopted in the form of the heating ap 
paratus, and of the known appliances in use ir 
analogous processes, would naturally suggest 
themselves to-a mechanic skilled in the art. Or, 
if the mode of effecting the continued mixture 
adopted by the defendants should be deemed a 
new and useful improvement, they mi^ht per- 
haps have a patent for that peculiar device with- 
out being entitled to use Tilghman's process, on 
which it is but an improvement. 

Another ground on which the defendants ar- 
gue that they do not infringe the patent is, that 
they do not, in their process, use water alone in 
admixture with fat, but use also some portion 
of lime: that they formerly used seven per cent 
of lime, and now use four per cent. But they 
do not use lime in the manner and to the extent 
in which it is used for dissolving fats by the 
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saponifying process. That requires twelve or 
fourteen per cent. Even if the saponifying proc- 
ess partly takes place, they use Tilghman's proc- 
ess for eilecting the balance of the operation. 
They use water in admixture with fat, heated 
to a high degree, far above the boiling point, 
and yet subjected to such pressure as to prevent 
the water from being convened into steam; and 
though they may also use other things at the 
same" time, which other things may facOitate 
the operation, or render a less degree of heat 
necessary than would be required when w^ater 
alone is "used, and thus actually improve the 
process of Til gh man, yet this' process is in- 
cluded in their operation and forms the basis 
of it. It is idle, therefore, to say that they do 
not infringe Tilgbman's patent. It is unneces- 
sary to determine what precise part the lime used 
by the defendants plays in their process; wheth- 
[732J gj.^ complainant contends, it saponifies 

the fat to a certain extent, leaving the remain- 
der to be acted upon by the water alone purely 
after the process of Tflghman; or whether, as 
the defendants contend, the lime produces a 
more perfect and active commixture of the fat 
and w^ater, or predisposes the fat to imite ^vith 
the requisite elements of water necessary for 
producing glycerine and the fat acids, in either 
case the process of Tilghman, modified or un- 
modified by the supposed improvement, under- 
lies the operation performed in.the d^'^ndants' 
boilers. 

AiiOther ground assumed by the defendants 
to avoid the charge of infringement is, that they 
do not h^t the mixed mass in the maim er 
pointeci out in Tilghman's specification ; but, in- 
stead of heating the containing vessel by an out- 
side application of heat, they heat the contents 
by the introduction of super -heated steam. But 
Tve think that this does not alter the essential 
character of the process. The heating by steam 
is clearly an eqmvalent method to that of heat- 
ing by an external fire. The patent does not 
prescribe any particular method of applying the 
heat, except when using the pipe and coil ap- 
paratus described in the specification; and, even 
ia the use of this apparatus, the outward appli- 
cation of the heat to the pipe is sug^ted mci- 
dentally and as a matter of convenience rather 
than as an essential requisite. The patentee 
showed one method in which the heat could be 
applied. That was all that was necessary for 
him to do. it could be apphed in any num- 
ber of different methods, it would not affect the 
validity of the patent as a patent for a process. 
The method of heating the mixture by the in- 
troH.uction of steam may be attended with some 
beneficial results, in producing an agitation, or 
automatic circulation helpful to the perfection 
of the admixture of the water and fat; and so 
far it may be an improvement on heating from 
without. ' Suppose this to be so, as before said, 
the introduction ot an improvement gives no 
title to tise the primary invention upon which 
the improvement is based. 

Finally, the defendants argue that they only 
[7331 ^ de^ee of heat and pressiu-e compared 
with that pomted out bv the patent, namely: 
only about 310' Fahrenheit instead of 612. ' The 
precise degree of heat, as we have seen, is not 
of the essence of the patent. The specification 
only claims that a high degree of heat, such as 
would be sufficient to melt lead, is most effect- 
See 12 Otto. V, S., Book 26 
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ive and rapid in producing the desired result; 
but sup^ests a tnal of the apparatus employed 
with dinerent degrees of heat so as to ascertain 
that which is best for each particular kind of 
fat. ' * By starting the apparatus, " the lanjgua^ 
is, " at a low heat, and gradually increasing it, 
the temperature giving products most suitable 
to the intended application of the fattj body 
emplo3*ed can easily be determined." It is prob- 
ably true, as contended for by the defendants, 
that by the use of a small portion of lime, the' 
process can be performed with less beat than if 
none is used. It may be an improvement to 
use the lime for that purpose; but the process 
remains substantially the same. The patent 
cannot be evaded in that wa;^. The matter may 
be stated thus: Tilghman (fiscovers a process 
of decomposing fats by mixing them with water, 
and heating the mixtvure to a iiigh temperature 
under a pressure that prevents the formation of 
steam. It is a new process, never known be- 
fore. The defendants seeing the utility of the 
process, and believing that they can use a method 
somewhat similar without infrin^g Tilgh- 
man's patent, put a little lime into the mixture, 
and find that it helps the operation, and that 
they do not have to use so high a dcCTee of heat 
as would otherwise be necessary. StUl, the de- 
gree of heat required is very high, at least a 
hundred degrees above the boiling point; and a 
strong boiler or vessel is used in order to re- 
strain the water from rising into steam. Can a 
balder case be conceived of an attempted eva- 
sion and a real infrin^ment of a patent? 

And as to Jhe Jow _a_eCTee_of heat used in the 
operations of the defendants, this must also be 
said: that, with the reduction of the tempera- 
ture, the time of perfecting the operation is 
more than proportionally increased. Tilghman 
was aware of this result, and pointed it out in 
his patent. He expressly says: "The decom- 
posing action of the water becomes more pow- 
erful as the heat is increased." What can be 
done in minutes by the application of a very 
high degree of heat, reqtiires hours to do at the 
temperature used by the defendant. But the 
process is still the same, and the defendants fail 
to evade the patent. 

We pass by the fact that the defendants first 
took a license from the patentee, and under it £734] 
and under his directions erected substantially 
the same apparatus which they are .yet using. 
Receiving what they regjarded as additional 
light, they refused to continue the payment of 
a royalt3% and put the complainant to his legal 
remedy. 

It is our opinion that the patent is for a proc- 
ess, that it is a vaUd patent, "nd that the de- 
fendants infringe it. 

We have considered the case entirely upon its 
merits. It is unnecessary to bestow much dis- 
cussion upon the technical objections that have 
been rais^. They have not been pressed in the 
argument, and are probably not seriously relied 
on. One of them is, that no repUcation was 
filed in the case. To this it may be answered, 
that the panics have throughout treated the 
case as though it were regularly at issue. The 
various stipulations into which they have en- 
tered, with regard to the admission of evidence 
to be heard on the trial of the cause, are totally 
inconsistent with the idea that the case was to 
be heard merely on bill and ansvyer. Another 
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objection is, that the patent was dated more than 
six months prior to the filing of the application 
for it. But under the law then in force, 1854, 
with regard to the antetlating of patents where 
a foreign patent had l>oen obtained, this was ad- 
missible. The 6th section of the Act of March 
3d, lS3^i, entitled "An Act in Addition to an Act 
to Proiaoic the Progress of the Useful Arts,* 
expressly declared that no person shall bede 
barred from receiving a patent for any inven- 
tion or discovery ♦ by reason of the same 
ha\'ing been patented in a foreiirn country more 
than six months prior to his application; Pro- 
vided, That the same shall not have been intro- 
duced into public and common use in the Unit- 
ed States prior to the application for such patent; 
And provided also, That in all cases cvcrvsuch 
patent shall be limited to the term of fourteen 
years from the date or publication of such for- 
eign letters-patent." Now, -we know by the pro- 
ceedings on the application in this case that the 
attention of the Commissioner of Patents was 
expressly called to the fact of the issuing of the 
English patent, and that the question of the 
dale ol ihe patent in. suit was submitted to and 
considered by him. Under the laws then in 
force, he determined that the patent ought to be 
antedated as of the date of the English patent. 
It must be presumed that his decisTon was right 
according to the facts of the ca.so, at least until 
the contrary is shown; and nothing has been 
shown to the contrary by any evidence in the 
Daiise to which our attention "has been called! 

T?ie decree of the Circuit Court is retersed, and 
the cause remanded uiih directions to enter a de- 
cree in conformity uith this opinion. 
True copy. Test : * 

James H. McKenney, Clerk, Sup. Court. V- S, 

atod— 7 Sawy., 359. 



JAHES S. TREMBLE Appt, 

V. 

JOSHUA WOODHEAD et al. 

(See S. C, 12 Otto, M7- 630.) 
Bankrupt late — rights of assignee, 

1. Rights to property f rauduiently transferred by 
a bankrupt, pass to his assiffuee in bankruptcy, and 
e creditor <ff the bankrupt cannot assert tbem in 
his own name. 

2. The failure of the assiguee to sue within two 
years does not transfer his right of action to a cred- 
itor. 

rSo. 127.] 

Submitted X>ec, S, ISSO. Bedded Jan. SI, JSSI, 

APPEAL from the Circuit Court of the United 
States for the District of Kentuckv. 
The case is fully stated by the court." 
Messrs. J. Carlisle and James O'Hara.Jr,, 
for appellant. 

Messrs. 6'tanlet/ Ma**^i etc s aud Wm.M.Bamsey, 
for appellees. 

i 

Mr. JnHtice Miller delivered the opinion of 
the court: 

The appellant, who was plaintiff below, 
brought his bill in chancer}- in the Circuit Court 
for the District of Kentucky and, after hearing 
on bill, answer, replication and evidence, it was 
dismissed. 



The substance of the bill is that Joshua Wood- 
head was largely indebted to him for govern- 
ment bonds and money loaned for which he 
had recovered jud^ents that had proved una- 
vailing; that Ann Woodhead, the wife of Josh- 
ua, held the legal title to certain valuable real 
estate, on which was a flouring mill and other 
improvements. That the land was purchased 
by Joshua's money, and the title made to Ann 
with intent to defraud the creditors of Joshua: 
and that valuable improvements had been placed 
on the land, the payment for which was made 
by Joshua's money. The prayer of the bill was 
to subject this land to sale for the payment of 
plaintiff's judgment. 

The answer of Ann denied all this, and also 
set up as a bar to the relief prayed a former suit 
in one of the state courts concerning the same 
subject between the same parties. The record 
of the proceedings in the state court is set out 
in full, and much evidence on both sides as to 
the main allegation of fraud alleged in the bill 
in the present suit is found in the record, all of 
which, in the view we take of the case, is im- 
material. 

The defendant, Joshua, ansTvered "that long 
before the bringing of this suit iliis defendant 
had filed his petition in this honorable court 
under the bankrupt law of the United States, 
and the said orator, the said James S. Trimble, 
was duly notified of the same, and the claim of 
the said orator was therein set forth, and after 
the proper proceedings as prescribed in said 
law, this defendant was on his petition adjudged 
a bankrupt, and by a judgment of this court he 
was finally dischargecf from all of his indebted- 
ness, and the claim of the orator was one of the 
debts from which he was thus discharged; he 
files herewith a copy of his judgment of dis- 
charge as part hereof." 

The proceedings in bankruptcy are liot found 
in this record, nor have we been able to find in 
it a coiy of Woodhead's discharge; but the an- 
swer of Woodhead is sworn to. The plaintiff 
also filed an amended bill, in which he makes 
John T.Levis,a defendant, whom he alleges to be 
essignee in bankruptcy of the defendant, Jcshua. 
He says in this amended bill that the judgment 
recovered by him in the state court was obtained 
after the discharge of said Woodhead as a bank- 
rupt. 

it may, therefore, be accepted as established 
by the pleading that Woodhead was reaoilarlv 
discharged of all his debts by proceedings in 
bankruptcy, and that in those proceedings John 
T. Levis was made the assignee with the usual 
effect of such an appointment. 

It is as well to gbserve here that while the 
amended bill of plaintiff made Levis a defend- 
ant in his character of assignee, and the record 
shows an order of court for process to isFuc 
against him no such process, nor any other notice 
to him, nor any appearance by hi'm or for him 
is found in the record. As to him, therefore, 
and the riL'^hts represented by him, the bill is 
of no effect. 

The case of GUnny v. Langdon, 98 U. S.. 20 
[XXV., 43], conclusively estahlishci^ the prop- 
osition that the rights asserted in this bill passed 
to the assignee in bankruptcy of Woodhead, 
and that a creditor of Woodhead cannot assert 
them in his own name. 

7n that case ^hn --laintiff *;ought to avoid 
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BEL PROCESS CO. v. MINNESOTA & ON- 
TARIO PAPER CO 

(Ar^ed Jan. 5-8, 1923. 

1923.) 

No. 178. 

I. Patents <£=»328-845.224, claims 1-3. 7, 8, 
12. for Improvement In paper-making ma- 
ohine. held valid and Infringed. 

7 fi^?o ^^^^^ patent. No. 845,224. claims 1-3. 

iS, 1^, for an improvement in the Fourdrinier 
paper-making machine, which consisted essen- 
tiaUy in placing the wire at such a slope that 
the flow of the stock by gravity would equalize 
the speed of the wire, eo that the wire could 
be run at a higher rate of speed and still pro- 
duce good paper, held to disclose invention in 
the discovery of the cause previously limiting 
the speed of the machine and of the means for 
removing the cause. 

2, Patents <©=)62— Oral evidence to prove an- 
ticipation must be clear and satisfactory. 
In view of the temptation to remember in 
such cases, and the ease with which honest 
witnesses can convince themselves, after many 
years, of having bad a conception of the basis 
Of a valuable patent, oral evidence to prove 
prior discovery, and thereby overcome the pre- 
sumption of novelty from the granting of the 
patent, must be clear and satisfactory. 
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f^r-x^i "? ^bel Process Company against 
the Minnesota & Ontario Paper Compaay for 
Infringement of patent Decree for com- 
plainant (267 Fed. 847) was reversed by tbe 
Circuit Court of Appeals, with directions to 
dismiss the bill (274 Fed. 540). and complain- 
ant brings cerOorari. Decree of Circuit 
(^urt of Appeals reversed, and decree of 
District Court affirmed. 



- ^'*74 — iniproveiiieni patent, sub- 
stantially advancing art. may be entitled to 
liberal treatment. 

Even though an invention was not a pioneer 
patent, creating a new art. but was an improve- 
ment on an old machine, it is entitled to liberal 
construction to secure to the inventor the re- 
ward he deserves, if it was a very useful dis- 
covery which has substantially advanced the 
art. 

4. Patents 1 1 8— Specifications for high and 
substantial elevation In machine held not too 
indetlnlto. 

A specification for an improvement in a 
paper-making machine is not too indefinite, 
where jt stated the improvement to consist in 
elevating one end of the vrire in such m'achine. 
without specifying the degree of elevation, ex- 
cept by stating it was high and substantial. 
Where the purpose to be accomplished by the 
elevation was stated, and a different elevation 
would be necessary under varying , circum- 
stances to accomplish that purpose, especially 
where the immediate and successful use of the 
invention showed that the description was 
sufficient to disclose the improvement. 
6. Patents <^52— Effecting result under un- 
usual condition and without intention is not 
anticipation. 

The accidental production of the result at- 
tained by the patented improvement under un- 
usual conditions, when the result was not in- 
tended and not appreciated, does not consti- 
tute anticipation. 

CerUorari to the United States Circuit 
Court of Appeals for the First Circuit. 



« * 
'This was a bill in equity charging the in- 
fringement of a patent and seeking an In- 
junction, an accounting and damages. The 
patent. No. 845.224. Issued to William EibeL 
February 26. 1907. The application was filed 
August 22, 1906. The specifications describe 
the patent as for an improvement for Fourd- 
rinier machines for paper making, and say 
that "It has for Its object to construct and 
arrange the machine whereby it may be run 
at a very much higher speed than heretofore 
and produce a more uniform sheet of pap« 
which is strong, even and well formed." The 
contention of the plaintiff, the petitioner here, 
is that his improvement was an important 
step in the art of paper making, and increas- 
ed the daily product from 20 to 30 per cent. 

The patent was held void by the District 
Court for the Western District of New York 
in the Case of Eibel Process Co. v. Reming- 
ton-Martin Co., 226 Fed. 766 (1914). On ap- 
peal, the Circuit Court of Appeals for the 
Second Circuit reversed the decree of dismiss- 
al in the District Court, sustained the pat- 
ent, and found Infringement of claims Xbs. 
1, 2 and 3. but did not pass upon claims Noa 
7, 8 and 12. 234 Fed, 624. 148 a a A. 390 
(1916). The bill In the present case was filed 
in the District Court for Maine. January 1. 
1917. That court In 1920 held the patent valid 
and entered a decree of Injunction and for 
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damages. 267 • Fed. 847. On appeal, the Cir- 
cuit Court of Appeals for the First Circuit 
reversed the decree and directed the dismiss- 
al of the bill. 274 Fed. 640 (1921). Because 
of the conflict in the two circuits, certiorari 
was granted to review the latter decree. 

The Fourdrinier machine has for many 
years been well known and most widely used 
for making news print paper. Its main fea- 
ture Is an endless wire cloth sieve passed 
over a series of rolls at a constant speed. 
The sieve known as the **wire" is woven with 
60 or 70 meshes to the Inch. It may be 70 
feet or more in length, and is often more than 
100 inches in width. Its working surface, 
with the total length of 70 feet, is about 30 
feet; the rest being taken up in the return 
of the wire underneath. At what is called 
the "breast roll." at one end of the machine, 
there is discharged upon the wire, from a 
flow box or pond, a constant stream of paper- 
making stock of fibers of wood pulp mixed 
with from 135 to 200 times their weight of 
water of the consistency and fluidity of di- 
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luted milk. As this stream moves along tlie 
wire, the water drains through Its meshes 
and the fibers are deposited thereon. The 
process is stimulated by a device to shako 
the wire with constant and rapid side- 
wise thrusts, forward and back, which in- 
sures the proper interlocking and felting -of 
the stock as it progresses ; the water continu- 
ing to drain from it. At the end of the sur- 
face length of the wlre» the stock reaches 
what are called the "couch rolls," between 
which it is pressed, and then in the form of a 
sheet of uniformly distributed pulp, felted 
sufficiently to hold together. It leaves the 
-wire and is carried through a series of rolls 
or calendars by which the sheet is pressed 
and dried, and from which It emerges to bo 
rolled up as finished paper. 

In the flow box, or "pond," where the 
stream of pulp stock is stored, there is a 
gate or door, forming the end of the flow box, 
called the "slice," by lifting which the stock 
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•l3 given the opportunity to flow upon the wire. 
The stream thus issuing Is given a width of the 
desired sheet of paper and a depth regulated 
by the height to which the slice is lifted. 
The stream on the wire is prevented from 
flowing off the sides by "deckle straps," which 
are" thick rubber bands, resting on each side 
of the wire at each side of the pulp. Travel- 
ing with the wire, they form lateral walls 
confining the stock till It Is too dry to flow. 
Between the breast roll, where the stream of 
liquid stock strikes the wire, and the couch 
rolls, at the end of the surface length of the 
wire, there is a series of parallel horizontal 
rolls supporting the wire, called table rolls, 
and 20 feet from the breast roll there are 
placed, under the wire and In contact with 
it, three suction boxes in succession, In which 
a partial vacuum is maintained, and through 
them Is sucked out the greater part of the 
water remaining In the wet sheet of the pulp. 
Placed above the wire, and Just beyond the 
first suction box, is what Is called the "dandy 
roll," which is faced with wire cloth. Its of- 
fice is to impress the upper surface of the 
forming sheet of paper and give it a tex- 
ture similar to that which the lower surface 
of the paper has from Its contact with the 
wire. It may also carry the design which is 
to give the watermark to the sheet, if such 
a mark is desired. Beyond this is a larger 
roll, called the "guide roll," arranged with an 
automatic device varying its axis, so as to 
keep the wire straight. From the guide roll 
the wire drops below the plane to the couch 
rolls, already referred to. 

Theee machines are very large, some of 
them weighing more than 1,000,000 pounds, 
and their cost will range as high as $125,- 
000. They are run night and day, in or- 
der that the capital invested iu them may 
yield a proper return. Speed, which increas- 
es production, is therefore of the highest im- 



portance. Eibel's patent had for its avowed 
purx>08e of increase of tMa speed. 

•40 

♦EJlbel says In his specifications: 

"My invention is embodied, essentially, in the 
first part or element of the machine having the 
Foordrinier wire or paper-making wire, and 
consists in causing the stock to travel by grav- 
ity in the direction of movement of the making 
wire and approximately as fast as the making 
wire moves, thereby resulting in a 'gravity feed* 
for the machine. The stock may be and prefer- 
ably is caused to travel more rapidly than the 
normal or usual speed of the making wire for 
a certain grade of stock, and means are pro- 
vided for increasing the speed of the machine, 
so as to cause the making wire to move at a 
higher rate of speed than usual, being substan- 
tially equal to the speed of the rapidly moving 
stock. To accomplish this result in a simple 
manner, the breast roll end of the paper-making 
wire is maintained at a substantial elevation 
above the level, thereby providing a continuona 
downwardly moving paper-making wire, and the 
decimation thus given to the wire is such that 
the stock is caused to travel by gravity in the 
direction of the movement of the wire and 
substantially as fast as the wire moves. The 
declination of the paper-making wire may be 
adjustable, or the speed of the wire may be 
variable, or both the. declination and speed oi 
the wire may be adjustable, in order that the 
velocity produced by gravity in the stock ou 
the declining wire will approximately equal the 
speed of the vrire. By this arrangement the 
speed of the machine may be increased to such 
an extent as to bring the speed of the making 
wire up to the maximum velocity of the rapidly 
moving stock and a strong, even, and well- 
formed sheet produced, which Is more uniform 
than usual." 

Two figures accompany the spedflcatlonB 
of the Eibel patent Figure No. 1 shows the 
wire of the Fourdrlnler machine In outline , 
from the breast roll to the guide and couch 
rolls, with a screw devicp for~ raising and 
•no 

lowering ♦the breast roll and wire from the 
horizontal. The outline shows an elevation 
of the breast roll and wire, so that the angle 
between the wire and the horizontal at the 
guide roll is about 4 per cent., which in a 
surface length of 30 feet would mean an ele- 
vation of 12 inches at the breast roll. The 
other figure. No. 2, shows a device for regu- 
lating the speed of the wire applied at the 
lower couch roll. 

Again the patentee says: 

"For the purpose of Increasing the speed of 
the machine to the maximum I maintain the 
breast roll end of the making wire at a high 
elevation above the level, so that the stock 
travels by gravity much faster than the making 
wire ordinarily runs for a certain grade of 
stock, and I then increase the speed of the ma- 
chine to such extent as to bring the rate of 
speed of the making wire up to the speed of the 
rapidly moving stock, and as a result the ca- 
pacity of the machine is largely increased. 

**I find in practice that by providing a gravity 
feed operatLng substantially as herein describ- 
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ed, the stock mss emootbly find evenly without 
wavin or rippling, and the fibers are thereby 
permitted to settle with great QDifornjity as 
regards their distribution over the wire, so that 
the paper in addition to being well formed is 
very uniform. Furthermore, as the stock is 
moving with the paper-making wire, instead of 
being moved by the wire, or essentially by the 
wire* the formation of the paper will begin at 
the start, and will continue to the end of the 
travel of the stock with the wire.** 

The claims in question are: 

1. A Fourdrinier machine, having the breast 
roll end of the paper-making wire maintained at 
a substantial elevation above the level, whereby 
the stock is caused to travel by gravity, rapid- 
ly in the direction of movement of the wire, 
and at a speed approximately equal to the speed 
of the wire, substantially as described. 

2. A Fourdrinier machine having the breast 
roll end of the paper-making wire maintained 

•01 

at a high elevation, ♦whereby the stock is caused 
to travel by gravity faster than the normal 
speed of the wire for a certain grade of stock, 
and having means for increasing the speed of 
the machine to cause the wire to travel at sub- 
stantially the same rate of ^peed as the rapid- 
ly-moving stock, substantially as described. 

3. A Fourdrinier machine having the paper- 
making wire declined from the breast roll to 
the guide roil, the breast roll end of the wire 
being maintained at a substantial elevation 
above the level, whereby the stock is caused to 
travel by gravity, rapidly, in the direction of 
movement of the wire and at a speed approzi* 
mately equal to the speed of the wire, substan- 
tially as described. 

7. A Fourdrinier machine having the paper- 
making veire declined from the breast roll to 
the guide roll, and the suction boxes supported 
at a corresponding declination, substantially as 
described. 

8. A Fourdrinier machine having the paper- 
making wire declined from the breast roll to 
the guide roll, and the several suction boxes ar- 
ranged at different elevations, substantially as 
described. 

12. In a Fourdrinier machine, a downwardly 
moving paper-making wire, the declination and 
speed of which are so regulated that the veloci- 
ty of the stock down the declining* wire, caused 
by gravity, is so related to the vjelocity of the 
wire in the same direction, "that waves and 
ripples on the stock are substantially avoided 
and the fibers deposited with substantial uni- 
formity on the wire, substantially as described. 

Messrs. Frederick P. Fish and Harrison B'. 
Lyman, both of Boston, Mass., for petitioner, 

Mr. Amasa C. Paul, of Minneapolis, Minn., 
for respondent. 
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•Mr. Chief Justice TAFT, after stating the 
case as above, delivered the opinion of the 
Court 

The evidence in the case establishes that, 
before Eibel entered the field, continued high 
speeds in the wire of the Fourdrinier ma- 
chine much beyond 500 feet a minute result- 
ed in defective paper. £ibel concluded that 



this was due to the dlsturbanv.'C and ripples 
In the stock as It was fomrlng at a point be- 
tween the breast roll and the first suction box, 
caused by the fact that at that point the wire 
was traveling much faster than the stock, 
and that If at that point the speed of the 
Sowing stock could be increased approxi- 
mately to the speed of the wire, the disturb- 
ance and rippling In the stock would cease, 
and the defects would disappear from the 
paper product. Accordingly he proposed to 
add to the former speed of the stock by sub- 
stantially tilting up the wire and giving the 
stock the added force of the down hill flow. 
He thought that as long as he could thus 
maintain equality of speed between stock 
and wire at the crucial point, «nd prevent 
the disturbance and rippling there, a further 
increase in the speed of the wire would not 
result in a defective product He confirmed 
this by actual triaL 

The first and most Important question la 
whether this was a real discovery of merit 
The Circuit Court of Appeals thought not 
The i>rior art and the obvious application of 
the principle that water will run down hill 
in their opinion robbed it of novelty or dis- 
covery. The issue is one largely of evidence. 

[1] The plaintiff below introduced the pat- 
ent and some evidence of infringement aod a 
single expert to expmiu the discovery and In- 
vention, and rested. Then the defendant 
brought in a mass of evidence to show prior 
discovery and use, to impeach the utility of 
plaintiff's alleged Invention, and to demon- 
strate the Indefiniteness of specification and 
claims. The fact that the adjudication of 
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the * validity of the patent would Impose a 
royalty on many of the paper manufacturers 
of the country who were not already li- 
censees of the plaintiff led to the defendant's 
sending a circular letter to awaken the In- 
terest and secure the help of all so situated. 
This, as the record shows, had the effect to 
invoke offers of testimony on the critical 
points in the case from the unlicensed part 
of the trade. The plaintiff Introduced a few 
witnesses In rebuttal as to particular details 
and the same expert as in chief. The plain- 
tiff's case as presented on the reoord is large- 
ly the presunrption of validity and novelty 
attaching the patent and such evidence as 
comes from defendants* witnesses. A case 
that can be made out in all its elements by 
cross-examination of opposing witnesses is a 
strong case. Implication of facts and condi- 
tions falling from the mouths of witnesses 
when only collateral to the exact point of In- 
quiry for which they are called is generally 
the most trustworthy evidence because the 
result of the natural, so to say, subconscious 
adherence to truth uninfluenced by a knowl- 
edge or perception of the bearing of the im- 
plication on the ultimate issue in the case. 

A thorough examination of the whole volu- 
minous record produces a satisfying convic- 
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tion first that for years news print paper 
makers and manufacturers of paper-making 
machinery were engaged In seeking a method 
of increasing the speed of the news print 
machines, and that they had succeeded by 
improving the stock and by strengthening 
the parts in bringing the speed of the wire 
and the delivered paper up to between 500 
and 600 feet a minute, but that when thes« 
high speeds were attained and maintained 
for any length of time, though they served 
to enable manufacturers to advertise such 
maximums, their continued and regular 
operation showed defects in the paper, which 
were only overcome by a reduction of speed 
to something less than 500 feet. As against 
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advertisement, and the exuberant •memory 
of witnesses, the actual contemporaneous rec- 
ord of daily figures of production whenever 
brought to light justifies this conclusion. A 
leading manufacturer, one of the most en- 
thusiastic witnesses on the subject of speed 
before £ibel produced a memorandum of a 
visit he made in October, 1904, less than two 
years before Elbel's application, to see the 
operation of a machine he had manufactured 
which he called *'the banner installation of 
the world" and made an entry in his diary, 
•'Grand sight — 475 feet." There is the usual 
unconscious straining of memory without 
written record carried back 10 or ^15 years, 
but the evidence on the whole is satisfying 
that the practical speed for the regular pro- 
duction of good news print paper never much 
exceeded that speed which had gratified the 
pride of this witness. A typical case is In 
that of machines made by Bagley & Sew- 
all, large manufacturers of paper-making 
machines for the Laurentide Paper Company. 
The president of Bagley & Sewall testified 
that the speed of the machine was 552 feet 
a minute with satisfactory paper, and that 
he visite'd Laurentide in October, 1904, and 
counted the revolutions himself. He produc- 
ed a letter from Mr. Chahoon, of the Lauren- 
tide Company, of about the same date con- 
firming his statenrent of the count and the 
satisfactory product and an advertisement 
of Bagley .& Sewall to the same" effect of 
January, 1905. In rebuttal, a monthly record 
of the work of the machine is produced by 
the foreman at Laurentide for this same ma- 
chine from January, 1905 to December, 190G, 
showing the speed to vary from a maximum 
of 51S in 1905, to 475 in 190S, with a general 
average of less than 500, and an explanation 
that the high speeds did not make a good 
product and were reduced. Our conclusion 
is confirmed, and indeed the importance of 
the issue of fact as to maximum speed be- 
fore Eibel Is minimized by the circumstance, 
uncontroverted, that the owners of these 
fastest machines, at once upon Eibel's publi- 
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•cation of his discovery, adopted his pitch 
and increased their product. 



What Eibel tried to do was to enable the 
paper maker to go to 600 or 700 feet and 
above in speed and retain a good product. 
Did he do it? Eibel was the superintendent 
of a paper mill at Rhinelander, Wis. Be- 
fore August, 1906, he raised the pitch of the 
wire from 2 or 3 Inches to 12 Inches, and 
greatly increased the speed, with a satisfac- 
tory product, and In that month he applied 
for a patent. The defendant's witnesses with- 
out exception refer to that disclosure aa 
something that surprised and startled the 
paper-making trade. It spread, to use the 
expression of one witness, like wildfire. 
There were those who hesitated to take the 
venturesome step to give such an unheard-of 
pitch to the wire, and waited until others 
assumed the risk, but the evidence is over- 
whelming that within a short interval of a 
year or two all of the fast machines were 
run with wires at a pitch of 12 inches and 
that this pitch has been increased to 15 and 
38, and even 24. inches; that the speed of 
the machines with satisfactory product has 
increased to 600, 650. and even 700 feet, with 
plans now even for 1.000 feet and that the 
makers of two-thirds of the print paper of 
the country are licensees of Eibel. 
. Defendant attempts to break the effect of 
this evidence by showing that five of the 
largest paper manufacturers who are licen- 
sees of Eibel are also shareholders in the 
Eibel Process Conrpany, the plaintiff, and 
that they make 2.200 tons of the 5,000 tons 
of paper made daily In the United States. 
This circumstance seems to have had influ- 
ence with the Circuit Court of Appeals. 
There are, however, 10 other paper-making 
companies, not shareholders, who are licen- 
sees and use the Eibel pitch, and whose ag- 
gregate production is 1,200 tons a day ; and 
what Is equally significant, 13 other compa- 
•se 

nies have con*tributed to a fund to help in 
resisting the establishment of the right of 
Eibel to claim a royalty for the use . of 
this high or substantial pitch of the wire 
in the making of paper. Presumably they, 
too, find it wise to use the Eibel pitch. 
The paper makers In this country, who do 
cot use the Eibel pitch, therefore, are few. 
It can hardly be that dividends on the 
shares of stock in the Eibel Company held by 
the five large companies would furnish motive 
enough for them to continue to be licensees, 
and to use something that was not of great 
advantage to them In their chief business of 
making of paper, and certainly no such mo- 
tive would explain the action of the licensees, 
who are not stockholders, or that of the in- 
fringers, in continuing to use the Eibel pitch. 
It should be said that one of the large manu- 
facturers of paper-making machinery called 
by the defendant said that since 1907 he had 
not installed a single machine without the 
Eibel pitch. 
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The fact that the Eibel pitch has thus been 
generally adopted In the paper-making busl- 
uess, and that the dally product In paper 
making has thus been Increased at least 20 
per cent, over that which had been achieved 
before Elbel, Is very weighty evidence to sus- 
tain the presumption from his patent that 
what he discovered and invented was new 
and useful. Of course, although very per- 
suasive, it is not conclusive, and may be ex- 
plained. This brings us to the consideration 
of the evidence of the prior art, and the con- 
tention of the defendant and the conclusion 
of the court below, that the step taken by 
Eibel, so far as he took one, was a mere obvi- 
ous application of foUy developed devices in 
the prior art. 

Eibel in his patent gives this measure of 
the prior art: 

"The Fourdrinier wire has usually been ar- 
ranged to move in a horizontal plane, although 
I am aware that means have been provided for 
adjusting the breast roll and of the wire to 
different elevations usually bWow the level, to 
orovide for ruuning with different grades of 
•57 . 

•stock— as, for instance, with quick stock and 
slow stock; but so far as I am aware the mak- 
ing wire has always bad to perform the work 
of drawing along the stock, and as the wire 
moved much faster than the stock the stock 
waved or rippled badly near the breast roll end 
of the wire, which gradually diminished until 
an equilibrium was established, and a smooth, 
even, glassy surface presented, and not until 
the vsraving or rippling ceased did the fibers la? 
down uniformly and produce a well-formed 
sheet of paper. The machine has been run nec- 
essarily at a slow rate of speed to give ample 
time for the water to escape and for the fibers 
to lay dowD^ so as to make a uniform sheet, and 
in case the time was insuflScient, the breast 
roll end of the wire has been lowered still fur- 
ther until the desired result was accomplished. 
In accordance with my invention 1 operate en- 
tirely above the level, to cause the stock to 
travel by gravity at a velocity approximately 
equal to the speed of the making wire, which 
I believe to be a new principle of operation." 

-It is important that the stock, when it 
reaches the "dandy" roll beyond'^ the .first 
suction box of the machine, shall be, on the 
one hand, free enough of water to be a formed 
sheet and take an impression from the dandy 
roU, and on the other that it shall uot be 
80 dry that it will not retain the impression. 
Paper of such a heavy composition of fiber 
and water that it holds water long is said to 
be "slow stock.'* Paper of lighter and thin- 
ner composition, parting with water easily 
and drying quickly, Is called **quick stock." 
Various means were adopted to give the stock 
the proper degree of dryness at the daudy 
roll, usually by adjustment of the composi- 
tion of the stock. What Eibel describes in 
this reference was another means. It was 
not widely used, however. It was a slight 
depression or elevation in the wire at the 
breast roll, so that slow stock could be made 



to run up bill from the flow box to the dandy 
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roU, lengthening the time of *tbe movement, 
and thus giving more. opportunity in Its prog- 
ress for the needed draining of the stock. 
On the other hand, fast or thin stock, from 
which the water flowed too easily, could be 
made to retain sufficient water by hastening 
its progress to the dandy roll by the down- 
hill tilt of the wire. This tilt was obtained 
by raiding the breast roll end of the wire, 
either by putting shinnnlng blocks under that 
end of the machine or by special devices to 
be described. The sole object was greater 
or less drainage of stock for the dandy roll. 
The Eibel invention Is distinguished from the 
prior art In two ways: First, in that the 
pitch of the wire was, for a different purpose, 
to be accomplished, not at the dandy roll, 
some 20 or more feet from the breast roll, but 
at a point only 9 or 10 feet from tbere; and, 
second, by the fact that to achieve his pur- 
pose a high or substantial pitch must be given 
to the wire, while only a small or trivial pitch 
was needed for the drainage of the prior art.t 
This difference In purpose and degree of 
pitch between EibeVs device and the prior 
art Is quite clearly shown by reference to a 
patent granted to Barrett and Home, assign* 
ors to J. H. Horne & Sons, one of the impor- 
tant manufacturers of paper machinery of tho 
country, in 1899. Their specifications showed 
a device capable of elevating the breast roll 
less than 3 inches, and Its sole purpose was 
for drainage. Their specifications say: 

**'In certain kinds of pulp, notably the wood 
pulp which is now largely used in making pa- 
per, the water drains away very rapidly, so 
that the pulp may become nearly dry before 
it leaves the shake frame, and thus not be 
properly laid when it reaches the rollers. This 
tendency may be obviated to a considerable ex- 
tent by downwardly inclining the shake frame 
toward the rollers, so that the water tends to 
travel along with the pulp, and will not. there- 
fore, drain out through the wire so rapidly. 
It is further desirable that the amount of in- 
clination or slope should be variable, so as to 
adapt the machine for pulp of different kinds 
or grades." 

The Bayliss Austin machine, one of three 
chiefly relied on to show prior use, was made 
by the Home Company and was designed by 
Barrett and Home on the model of this pat- 

» It ts true that detendanfa expert. Carter, points 
out that ia some of the machines ot the prior art. 
In which means were provided for tilting up the 
wire, the tilting was confined to that part of the 
surface length covered by the shake frame, say 
18 feet, and did not extend to the first suction 
box: w4iereas, Elbel's tilting Involved the entire 
surface length of 50 feet It would' follow from 
this that the elevation ot 3 Inches In such ma- 
chines would mean a greater angle of declination 
than 3 Inches for the full surface length and that 
the disparity between 3 Inches and 12 Inches was 
not so great aa the figurca would lead one to think. 
Dut. whatever difference this might make, the fact 
remains that Eibel's pitch was substantiAJly great- 
er than anything la the prior art. 
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ent. It .is very clear, from an examination 
of the design and contract for this machine, 
that the pitch of the wire in it could not 
have exceeded 3 Inches, and that It was used 
for drainage. Other patents were set up in 
defense; some of them showing devices for 
raising the breast roll and wire above the 
level, and lowering them below the level for 
the purpose of drainage. The angle of ele- 
vation and depression was always small. 
There was a constant straining by the wit- 
nesses for the defense to Increase the eleva- 
tion before Eibel. On the direct examina- 
tion they began with a positive assertion that 
a pitch of 4, 5, and even 6 inches, had been 
used in certain machines before EibeVs 
time; but written records, contracts, and 
specifications brought out on cross-examina- 
tion show nothing more than 3 inches pro- 
vided for purpose of drainage, and not more 
than that was used. This is not to say that 
witnesses in the face of such records did not 
testify to a higher elevation ; but in such 
cases the amount of elevation rested in mem- 
ory running back more than 10 or 15 years, 
a memory stimulated by the subsequent high 
pitches of Eibel and the -retrospect of the 
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♦progress that now seems so easy and clear to 
every one. There was, too, always Indefi- 
n i ten ess as to when such increase in eleva- 
tion of the wire had taken place, whether 
before or after August, 1906, Eibel's date, 
and there was no evidence of weight, we 
think, after a full examination of the rec- 
ord, sufficient to justify a finding that such 
elevations had ever exceeded 3 inches before 
his application. 

t2] This is confirmed by the fact that 
greater elevation was not needed for the 
purpose of drainage for which it was devised 
and used. It is true that some witnesses 
testify that they realized, before Eibel's ap- 
plication, that speeding up the stock to equal 
velocity with the wire would solve the diffi- 
culty and aid the speed. But there is not 
a single written record, letter, or specifica- 
tlou of prior date to Eibel's application that 
discloses any such discovery by any one, or 
the use of the pitch of the wire to aid the 
speed of^e machine. The oral evidence on 
this point falls far short of being enough to 
overcome the presumption of novelty from 
the granting of the patent. The temptation 
to remember in such cases and the ease with 
which honest witnesses can convince them- 
selves after many years of having had a con- 
ception at the basis of a valuable patent 
are well known in this branch of law, and 
have properly led to a rule that evidence to 
prove prior discovery must be clear and 
satisfactory. Barbed Wire Patent Case, 143 
U. S. 275, 2S4, 12 Sup. Ct. 443, 36 L. Ed. 154 ; 
Lxjom Co. v. Higgins, 105 U. S. 580, 591. 26 
L. Ed. 1177. Indeed, when we consider the 
iiulisimtable fact that Eibers successful ex- 
periment at Rhinelander and his application 



for a patent surprised the whole paper 
trade, and that for a short time many held 
back from risking so radical a change and 
then all adopted it, oral evidence that som 
persons had discovered the source of trouble 
and the means of remedying it some years 
before Eibel Is Incredible. We are confirm- 
ed in this conclusion by the finding of Judg 
• 1 

Hale in the District Court, which is not ♦off- 
set by the reversal of his decree In the Cir- 
cuit Court of Appeals, because that court 
seems to have reached Its conclusion chiefly 
on other grounds yet to be considered. 

The defendant's counsel contend that the 
specificationfi of the Eibel patent require 
that the only force to be used in giving si>eed 
to the stock shall be the force of gravity 
created by the angle of down-hill inclination 
of the wire. They say that the patentee 
mentions no other means of acceleration, that 
he must be confined to this, and that a ma- 
chine which uses other factors for this pur- 
pose does not Infringe. We do not understand 
the Circuit Court of Appeals to go quite so 
far, but it does seem to give a construction 
requiring the force of gravity caused by the 
pitch of the wire to be the predominating 
cause of the increased speed of the stock. 
The factors of speed of the stock In such at- 
machine, before the factor of pitch was ajP- 
plied to increase it, were the head or hy- 
draulic pressure of the stock in the flow box 
behind the slice, imparting movement to it 
as It came out onto the wire under the lift- 
ed slice, and the carrying effect of the mov- 
ing wire upon the fluid stock as It fell upon 
the wire and proceeded gradually to form . 
into a web as the fibers were laid and the 
water drained. . 

Many calculations were made by defend- 
ant's expert Carter, based on the laws of 
hydraulic pressure and flow, to show that, 
under varying conditions of head and pitcii' 
and the speed of the wire, the chief factor 
would be head, the next the "drag" or car- 
rying effect of the wire, and the least in d^ 
gree and importance In making the velocity 
of the stock and the wire equal would be 
the pitch, and that Eibel's . Invention could 
not be present, because the "drag" of the 
wire and its Influence upon the speed of the 
stock must be eliminated under Eibel's speci- 
fications. We <io not so understand it. As 
the stock descends upon the wire with the 
head of the flow box, it is thin and liquid, 
the wire at Its greater speed necessarily 

•GS 

imparts addi*tional speed to the stock, and 
In its unformed fluidity the added speed does 
not disturb or ripple the stock to the injury 
of the process of paper making. It is only 
after the stock proceeds a third or a half of 
the surface Length of the wire that the point 
is reached where the overspeed of the drag 
becomes troublesome in the felting or forma- 
tion of the web of the pulp. Before that 
point is reached, the "drag" may be useful 
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in bringing the speed of the stock nearer to^cnide working of machines of femous pio- 
that of the wire without injury. The truth * » - — • - 

seems to be, and this is brought out with 
force In the testimony of the defendant*,s 
expert witness Livermore, that while It is 
possible to calculate to a nicety the velocity 
of the free flowing liquid stock due to head 
and pitch, when unaffected by drainage, 
rariation In viscosity and fluidity, and the 
like, yet, when these conditions are present, 
as they always are, and the other less cal- 
culable factor of the drag of the wire enters 
the problem, there is no means, short of 
actual experiment, to enable one to antici- 
pate results, and It is quite impossible to 
apportion to each factor its real influence. 
This fact reflects on the question whether 
Eibers discovery was invention rather than 
the mere obvious and simple application of 
known natural forces. 

The defendant Introduced expert evidence 

to show that with a head of 2^4 Inches In 

the flow box and a 6i)eed of 585 feet to the 

minute in the wire, and excluding the factor 
of "drag" of the wire, it would require an 

elevation of 48 Inches to make up the differ 

ence in speed of the stock given by the head 

and the speed of the wire at a distance 10 

feet from the point of discharge on the wire. 

The conclusion drawn from this seems to be 

that, as no practical machine, uses 48 inches 

pitch, the Eibel invention has never been 

used or infringed. Disregarding its error 

In omitting necessary factors already advert- 
ed to, this reasoning seems to us to depend 

on too narrow a construction of the patent- 
ees 

[3] •In administering the patent law, 
the court first looks into the art, to find 
what the real merit of the alleged discovery 
or invention is, and whether it has ad 
vanced the art substantially. If it has done 
so, then the court is liberal In its construc- 
tion of the patent, to secure to the inventor 
the reward he deserves. If what he has 
done works only a slight step forward, and 
that which he says is a discovery is on the 
border line between mere mechanical change 
and real invention, then his patent, If sus- 
tained, will be given a narrow scope, and 
infringement will be found only in approxl 
mate copies of the new device. It Is this 
differing attitude of the courts toward genu- 
ine discoveries and slight Improvements 
that reconciles the sometimes apparently 
conflicting instances of construing speciflca- 
tlons and the finding of equivalents in al- 
leged infringements. In the case before us, 
for the reasons we have already reviewed 
we think that Bibel made a very useful dis 
covery, which has substantially advanced 
the art. His was not a pioneer patent, cre- 
ating a new art ; but a patent which is only 
an Improvement on an old machine may be 
very meritorious, and entitled to liberal 
treatment. Indeed, when one notes the 



neer Inventions and discoveries, and com- 
pares them with the modem machines and 
processes exemplifying the principle of the 
pioneer discovery, one hesitates in the divi- 
sion of credit between the original Inventor 
and the improvers, and certainly finds no rea- 
son to withhold from the really meritorious 
improver, the application of the rule **ut res 
magls valeat quam pereat," which has been 
sustained in so many cases in this court. 
Wlnans v. Denmead, 15 How. 338, 341, 14 L. 
Ed. 717; Corning v. Burden, 15 How. 265. 
2G9. 14 L. Ed. 683; TurrlU v. Railroad Co., 
1 Wall. 491. 510, 17 L. Ed. 668; Rubber Co. 
V. Goodyear, 9 WaU. 75k5. 795, 19 L. Ed. 566; 
McClain v. Ortmayer, 141 U. S. 419, 425, 12 
Sup. Ct. 76, 35 L. Ed. SOO. 

Elbel was an avowed improver, not in 
the art of paper making generally, but upon 

•64 

a well-known and universaUy •used machine. 
In that machine, the speed of the stock, 
which was the subject-matter of his im- 
provement, had always been controlled by 
two factors, the head of the stock In the 
flow box, and the carrying effect of the un- 
der-moving wire. He says nothing in his 
specifications to exclude these factors; he 
merely adds another factor of speed to se- 
cure the equality of speed of the stock with 
the wire. He says: 

'*For the purpose of increasing the speed of 
the machine to the maximum I maintain the 
breast roll end of the making wire at a high 
elevation above the level, so that the stock 
travels by gravity much faster than the making 
wire ordinarily runs for a certain grade of 
stock, and I then increase the speed of the 
machine to such an extent as to bring the rate 
of the making wire up to the speed of the rap- 
idly moving stock, and as a result the capacity 
of the machine is largely increased." 

We agree fully with Judge Hale In the 
District Court In his comment on this: 

**The process invented hy him [Eibel] begins 
to operate after the stock has entered upon 
the wire. His apparent attempt was to get rid 
of bubbles and wrinkles, before he got to the 
place on the machine where the paper is 
formed. To do this, he allowed gravity to work 
with 'drag' and with *head.' He harnessed all 
the elements he could find. He brought gravity 
in with the other elements, and so brought the 
speed of the stock up to equality with that of 
the wire. By this means he achieved high 
speed and also freed the stock on the wire from 
waves and ripples." 267 Fed. 855, 

The Circuit Court of Appeals questions the 
assumption that gravity was a new factor 
with Eibel, because the head of the flow 
box is only another application of the force 
of gravity. This is a mere criticism of a 
term, which, whether accurate or not, Is not 
misleading. What Eibel was dealing with 
in his patent as a new factor was the addl- 
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donal •force acquired by the pitch of the 
'Wire, and that he called gravity; and Judge 
Hale, in the passage quoted, uses the word 
with the same meaning, and without any 
confusion to the reader. 

We think, then, that the Eibel patent Ib 
to be construed to cover a Fourdrinler ma- 
chine In which the pitch of the wire Is used 
as an appreciable factor. In addition to the 
factors of speed theretofore known in the 
machine, in bringing about an approxima- 
tion to the equal velocity of the stock and 
the wire at the point where, but for such ap- 
prox:imation, the InJ^urious disturbance and 
ripples of the stock would be produced. 

[4] The next objection to the patent, which 
prevailed in the Circuit Court of Appeals, Is 
that its terms are too vague, because the 
extent of the factor of pitch Is not defined, 
except by the terms "substantial" and 
"high." The figure accompanying" the speci- 
fication and illustrating the Improvement In- 
dicates an angle of 4 per cent., or an eleva 
tion of 12 inches, and the reference to the 
small elevations for drainage shown In 
earlier devices indicated that the iMitentee 
had in mind elevations substantial as com 
pared with them, in order to achieve his 
purpose of substantially Increasing the speed 
of the stock. It was difficult for him to be 
more definite, due to the varying conditions 
of speed and stock existing in the operations 
of Fourdrinier machines and the necessary 
variation In the pitch to be used to accom- 
plish the puri>ose of his invention. Indefl- 
nltenese Is objectionable, because the patent 
does not disclose to the public how the dis- 
covery, if there is one, can be made useful, 
and how its infringement may be avoided. 
We do not think any such consequences are 
Involved here. This patent and its specifi- 
cations were manifested to readers who were 
" skilled in the art of paper making and versed 
in the use of the Fourdrinler machine- The 
evidence discloses that one, so skilled, had 
•ce 

no difla*culty, when his attention was called 
to their importance, In fixing the "place of 
the disturbance and ripples to be removed, 
or in determining what was the substantial 
pitch needed to equalize the speeds of the 
stock and wire at that place. The immedi- 
ate and successful use of the pitch for this 
purpose by the owners of the then fastest 
machines and by the whole trade is convinc- 
ing proof that one versed In paper making 
could find in Eibel's specifications all he 
needed to know, to avail himself of the In- 
vention. Expressions quite as indefinite as 
"high" and "substantial," In describing an 
invention or discovery, in patent specifica- 
tions and claims, have been recognized by 
this court as suflSdent. In Tilghman v. 
Proctor, 102 U. S. 707, 26 L. Ed. 279, the 
claim sustained was for "the manufacturing 



of fat acids and glycerine from fatty bodies 
by the action of water at a high tempera* 
ture and pressure." See, also. Rubber Co. 
V. Goodyear, 9 WaU. 78S, 794. 19 L. Ed. 566; 
Mowry v. Whitney. 14 WaU. 620, 629, 20 U 
Ed. 860; Lawther v. Hamilton. 124 U. S. 1, 
9. 8 Sup. Ct. 342, 31 L, Ed. 325; Carnegie 
Steel Co. V. Cambria Iron Co., 185 U. S. 403. 
436, 22 Sup. Ct 698. 46 K Ed. 968; Aber- 
crombie & Fitch Co. v. Baldwin. 245 U. S. 
198, 205, 38 Sup. Ct. 104, 62 L. Ed. 240. 

[5] It is contended on behalf of the de- 
fendant that, whether Barrett and Home 
perceived the advantage of speeding up the 
stock to an equality with the wire, yet the 
necessary effect of their devices was to 
achieve that result, and therefore their ma- 
chine anticipated Eibel. In the first place, 
we find no evidence that any pitch of the 
wire, used before Eibel, had brought abour. 
such a- result as that sought by him, and. lo» 
the second place, if it had done so under un- 
usual conditions, accidental results, not in- 
tended and not appreciated, do not constitute- 
antlcipation. Tilghman v. Proctor. 102 
S. 707, 711, 26 L. Ed. 279; Pittsburgh Reduce 
tion Co. V. Cowles Electric Co. (C. C.) 55 
Fed. 301, 307 ; Andrews v. Carman, 13 Blatch- 
ford. 307, 323. Fed. Cas. No. 371. 

It is next objected that the alleged inven- 
tion covers only a matter of degree in pitch, 
which cannot be the subject of a patent. The 

prior art showed the application •of gravity 
by use of the pitch of the wire to the im- 
provement of the Fourdrinler machine, and 
Eibel, it Is said, merely increased degree ot 
pitch and gravity for the same general pur- 
pose. We think this attack upon the patent 
cannot prevaa Eibel's Jhigh or substantial 
pitch was directed toward a wholly different 
object from that of the prior art. He was 
seeking thereby to remove the disturbance- 
and ripples in the formation of the stock 
about 10 feet from the discharge, while the 
slight pitches of the prior art were planned 
to overcome the dryness -in the formed web^ 
of the stock at double the distance from the 
discharge. It would seem that the greater 
speed oiC the stock produced by Eibel would 
make difiicult the joint application of the 
principles of Eibel and Barrett and Home, 
and that the func£ion of adjusting the drain- 
age for the dandy roll must be carried on 
by some of the other methods known to the 
art when Eibel's pitch is used. But, how- 
ever this may be. the object of the one was 
entirely jiifferent from that of-the" other, 
Liverraore, an expert witness called by the 
defendant, when asked the question whether 
the pui-pose of the Barrett and Home patent 
had anything in common with the theory or 
the Eibel patent answered: 

*'I shotild say not It looks to me as if Bar- 
rett and Home referred to the adjustment of 
indination with one effect in mind, and that 
Eibel referred to like adjustment with another 
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effect in mind. • • • In thie particular 
case, the two effects have, so far as I can see, 
no special correlation to one another, and an 
adjustment made with one effect in mind might 
or might not produce a desirable effect as to 
the other function or phenomenon/* 

In considering tbls phase of the contro- 
versy, we must not lose sight of the fact that 
one essential part of Eibel's discovery was 
that the trouble causing the defective paper 
product under high machine speed was In the 
disturbance and ripples some 10 feet from ' 
•68 

the discharge, and that •they were due to 
the unequal speeds of stock and wire at that 
point and could be removed by equalizing 
the speeds. The invention was not the 
mere use of a high or substantial pitch to 
remedy a known source of trouble. It was : 
the discovery .of the source not before 
known, and the application of the remedy, 
for which Eibel was entitled to be rewarded - 
in his patent. Had the trouble which Eil)el , 
sought to remedy been the well-known diffi-; 
culty of too great wetness or dryness of the ; 
web at the dandy roll, and had he found ] 
that a higher rather than a lower pitch 1 
would do that work better, a patent for this ! 
improvement might well have been attacked j 
on the ground that he was seeking monopoly ; 
for a mere matter of degree. But that is t 
not this case. On the other hand, if all 
knew that the source of the trouble Eibel ; 
was seeking to remedy was where he found ; 
it to be, and also knew that increased speed ! 
of the stock would remedy it, doubtless it | 
would not have been invention on his part to 
use the pitch of the wire to increase the 
speed of the stock, when such pitch had been 
used before to da the same thing, although 
for a dififerent purpose and in less degree. 
We cannot agree with the Circuit Court of 
Appeals that the causal connection between 
the unequal speeds of the stock and the wire, 
and the disturbance and rippling of the 
stock, and between the latter and the de- 
fective quality of the paper in high speeds 
of the machine, was so obvious that percep- 
tion of it did not involve discovery which 
wUl support a patent. The fact that in a 
decade of an eager quest for higher speeds 
this important chain of circumstances had 
escai)ed observation, the fact that no one 
had applied a remedy for the consequent 
trouble until Eibel, and the final fact that, 
when he made known his discovery, all 
adopted his remedy, leave no doubt in our 
minds that what he saw and did was not 
obvious, and did involve discovery and in- 
vention. 

The Circuit Court of Appeals dwells on 
the fact that the use of the pitch of the wire 

•69 

was not really the Lntro*duction of a new 
factor in the solution of the problem, be- 
cause the same result would have followed 



if the head of the flow box had been made 
greater, in order to Increase by gravity- the 
speed of the stock. Doubtless this could 
have been done. There were difficulties, 
however. In such a method, when EibeFs ap- 
plication was filed, because in the then ma- 
chines the flow box was supported by an 
apron over the wire, and the necessary ad- 
dition to the weight of the stock In the flow 
box. In increasing the head, wiould hav^ 
interfered with the free working of th& wire. 
Since that time an improvement has been 
adopted, by which the flow box does not rest 
on the wire, and additional head can be im- 
parted to the stock. The defendant invites 
attention to the fact that one or two pai>er 
makers are increasing this head and giving 
up the pitch, for the purpose of increasing 
the speed of the stock. We do not see that 
these circumstances in any way affect the 
validity of the Eibel patent. If defendant 
or others can do what Eibel accomplished 
in^ another way, and by means he did not in- 
clude in his specifications and claims, 1. e., 
by additional head and the abandonment 
of a substantial pitch, they are at Mberty to 
do so and avoid Infringement. 

We come finally to the question of In- 
fringement. If the Eibel patent Is to be 
construed as we have construed It, there 
can be no doubt that the defendant uses the 
Eibel invention. The device which the de- 
fendant uses for tilting the wire — i. e., by 
shimming blocks — and that for regulating 
and increasing the speed of the wire are 
plainly equivalents of the same elements in 
the uew combination, which Eibel shows In 
his drawings and specifications. The de- 
fendant uses a Fourdrinier machine having 
the breast roll end of the paper-making wire 
maintained at an elevation of 15 inches 
above the level whereby the stock is caused 
to travel by gravity rapidly in the direction 
of thfe movement of the wire, and at a speed 
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approximately ♦equal to the speed of the wire 
substantially as described. This brings the 
defendant'B machines within the first claim 
of the patent. If 15 inches is a substantial 
elevation of the making wire, as all the wit- 
nesses -concede that It is. The same conclu- 
sion must be reached as to the second claim, 
because the defendant uses a machine **hav- 
ing the breast roll end of the paper making 
wire maintained at a high elevation, whereby 
the stock is caused to travel by gravity fast- 
er than the normal speed of the wire for a 
certain grade of stock, and having means 
for increasing the speed of the machine to 
cause the wire to travel at substantially the 
same rate of speed as the rapidly moving 
stock, substantially as described." The 
same thing is true of the third claim. 

Question has been made whether these 
three claims are for a machine or a process. 
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We think they are claims for a machine, L 
e., for an Improvement on a machine, and 
that the devices for such improvement, tt> 
wit, the elevation by a screw or other equiv- 
alent method, and the control of the speed 
of the wire, are shown by the specifications 
and the figures, together with a sufficient 
description of their operation. 

The seventh and eighth claims are for the 
same improvementr with the suction boxes 
changed from their usual position in the un- 
improved machine* to make them effectively 
function on the pitched wire. They are ma- 
chine claims, and are infringed by the de- 
fendant. Their new adjustment Is part of 
a new combination, and the words "sub- 
stantially as described" limit them to a com- 
bination including the elements included in 
the first three claims. 

Claim No. 12 Is as follows: 
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**12. In a Fourdrinier machine, a downward- 
ly moving paper-making wire, the declination 
and speed of which are so regulated that the 
velocity of the stock down the declining wire, 
♦ri 

caused by gravity, is so related to the •velocity 
of the wire in the same direction that waves 
and ripples on the stock are substantially 
avoided and the fibers deposited with substan- 
tial uniformity on the wire, substantially as 
described." 

This comes nearer to being a process 
claim, but, whether it is or not, the defend- 
ant infringes it. 

The evidence discloses that, after the suit 
was brought, the defendant reduced the 
pitch of one of Its machines to 6 inches, and 
the contention of defendant is that the ma- 
chine ran as well and gave as good results as 
when its pitch was 15 inches. We are not 
called upon to decide whether this conten- 
tion can be sustained, because the reduction 
was after the bill was filed. It may be not- 
ed, however, that the admissions of witnesses 
seem to show that this reduction was made 
for purposes of the suit, and that, immedi- 
ately after the defendant won the suit In 
the Circuit Court of Appeals, it restored the 
pitch of this machine to 15 inches, and, 
when the decree of the Circuit Court of Ap- 
peals proved not to be final, the wire was 
lowered again to a 6-inch pitch, ^fuch evi- 
dence was taken, and much discussion has 
followed; upon the point whether a 6-inch 
pitch, accomplishing Jn whole or in part 
what Eibel sought to do, would infringe a 
patent for a substantial pitch. We do not 
find it necessary to pass definitely on the 
question, because it is not before us on the 
record, though we cannot prevent the natu- 
ral inferences uiwn this point to be drawn 
from the conclusions we have reached. 

The decree of the Circuit Court of Ajh 
peals. dismissing the bill, la reversed, and 
the decree of the District Court is affirmed. 
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I. Patents ^=^328 — Reissue, 14,182, claims I 
and 2, for reinforcing bar for concreta, held 
void. 

The Vandenburgh reissue patent. No. 14,- 
1S2, claims 1 and 2, which were issued nine 
years after the original patent, and which sub- 
stituted for the word "rigidly." as used in the 
original claims, the word "permanently," held 
void as an afterthought, to make the patent ap- 
plicable to devices made by others subsequent 
to the original patent. 



2. Patents €=»328— Ralssue, 14,182, claims 3 
and 5, for reinforcing bar for concrete, held 
not infringed and void. 

The Vandenburgh reissue patent. No. 14,- 
182, claims 3 and 5, for reinforcing bar for 
concrete, held not infringed by defendant's 
structure, and void for want jof invention. 

3. Patents <^27(l) — Introduction Into con- 
crote reinforcing art of elements known In 
metal art Is not invention. 

It was not invention to introduce into the 
concrete reinforcing art the kerf and spur as 
a means of atta chin g the spiral coils to th_e 
reinforcing bar, which elements were old in 
the metal arts, where they bad been used for 
a similar purpose. 

Certiorari to the Circuit Court of Appeals 
for the Sixth CJircuiL 

Suit by George E. Vandenburgh against 
the Truscon Steel Company for Infringement 
of patent. A decree dismissing the bill was 
affirmed by the Circuit Court of Appeals (277 
Fed. 345), and complainant brings certiorarL 
Affirmed. 

•T 

*This was a bill in equity by Vandenburgh, 
praying an Injunction and accounting for the 
infringement of a patent granted him Janu- 
ary 22, 1907, No. 841.741,^ and reissued to him 
August 15, 1916, reissue No. 14,182, The pat- 
ent Is for a reinforcing bar to be used in con- 
crete construction. 

The patent, since reissue, has been the sub- 
ject of litigation in the Second, Third, and 
Sixth circuits. In all the circuits, the first and 
second claims of the reissue have been held 
void, because too broad, and because secured 
nine years after the original issue, for the 
purpose of covering intervening devices. In 
the Second circuit. Judge Hough, sitting o^ 
the District Court, found that claim 3 must 
be so narrowly construed that defendant's de- 
vice did not infringe. The Circuit Court of 
Appeals sustained the third claim and found 
infringement, reversing the District Court's 
decree, and sent the case back for assessment 
of profits, which have been found to be about 
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make a finding of culpable conduct on the pai^ 
of ihe losing pany, such as bad faith, fraud, 
malice or knowing infringement before a case 
qualifies as 'exceptional.' " Ferrero U.S.A., 
Inc. V. Ozak T rading. Inc.. 952 F.2d 44, 47 
[21 USPQ2d 1215] (3d Cir. 1991). The dis- 
trict court found that Zuccarini acted willfully 
and in bad faith when he registered the "Joe 
Cartoon" domain names in an effort to con- 
fuse people and to divert Internet traffic to his 
web sites for his own economic gain. The 
cciurt found that Zuccarini conducted no bona 
fide business related to Joe Cartoon and that 
he had no basis on which to believe his use of 
the domain names was fair and lawful. 

[8] Although the icm "bad faith" is written 
into § n25(d)(l)(A)(i) such that it is a thresh- 
old finding for any violation of the ACPA, we 
are persuaded that the district court made a 
proper finding that, under the circumstances, 
this case qualified as "exceptional" and mer- 
ited the award of attorneys' fees under 
§ 11 17(a).* The record indicates that Zuccari- 
ni's conduct was particularly flagranf and that 
he showed no remorse for his actions. The 
court stated thai "based on the egregiousness 
of Zuccarini^s conduct and his lack of contri- 
tion, we without hesitation hold that this is an 
•exceptional* case and that Shields was en- 
titled to an award of attorneys* fees." App. at 
A25. The court's interpretation of what consti- 
tutes an "exceptional" case under the ACPA 
is proper. 

We have considered all contentions pre- 
sented by the parties and conclude that no fur- 
ther discussion is necessary. 

The judgment and the award of statutory 
damages and attorneys' fees will be affirmed. 



*^ In detennining that this case is "exceptional" un- 
der § 11 17(a). we do so without deciding whether the 
finding of "bad faiih" under § 1 125(d)(l)(A)(i) auto- 
matically warrants an award of attorneys* fees under 
§ 1 1 17(a) and the case law thai has interpreted thai pro- 
vision. See Ferrerv U.S.A.. Inc., 952 F .2d at 47. 

' Between the issuance of the March 22, 20(X) pre- 
liminary injunction, through the date of the determina- 
tion that he violated the ACPA. and up until the date of 
the hearing to determine siamtory damages and attor- 
neys* fees and cosu, Zuccarini registered an additional 
1 ,644 domain names that were common misspellings of 
other famous companies' and/or celebrities' names. 
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PATENTS 

[11 Patent construction — Claims — 
Broad or narrow (§ 125.1303) 

Patent construction — Claims — Defin- 
ing terms (§ 125.1305) 

Term "treatment of sleep apneas." as used 
in interference count claiming method of 
treatment, is properly construed as referring 
only to reduction of frequency and severity of 
apnea episodes during sleep, rather than to 
"treatment of symptoms associated with sleep 
apneas** such as anxiety and depression, since 
ordinary meaning of term narrowly refers to 
treatment of underlying disorder itself, since 
written description defines "sleep apneas" in 
terms of underiying disorder, since sununary 
of invention in senior party's application 
states that treatment is administered "at the 
hour of sleep." indicating that it is used to 
treat symptoms occurring during sleep, and 
since senior party's description of efficacy of 
claimed treatment method only addresses its 
effect on underlying disorder. 

[2] PatentabilityA^alidity — Anticipation 
— Identity of elements (§ 115.0704) 

PatentabilityA^alidity — Anticipation — 
Prior publication (§ 115.0705) 

Substantial evidence supports finding by 
Board of Patent Appeals and Interferences that 
claims in senior party's application, corre- 
sponding to interference count claiming 
"method for treatment of sleep apneas" by 
adminisu-ation of azapirone, were not antici- 
pated by prior ait reference, since term "Ueat- 
ment of sleep apneas" is properiy consumed as 
referring only to treatment of underiying res- 
piratory disorder and not to ancillary symptom 
of anxiety, since publication discloses treat- 
ment of anxiety caused by sleep apnea using 
azapirone compound buspirone, but does not 
disclose u-eatmenl of sleep apnea disorder it- 
self, since publication does not contain infor- 
mation regarding buspirone's effect on upper 
airway during sleep, or specify administration 
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of treatment at bedume, since there is nothing 
to indicate that doses of buspirone given as di- 
rected in publication would necessarily be 
"therapeutically effective amount" for treat- 
ment of underlying disorder as required by 
count, and since senior party's invention 
therefore is not inherent in publication's dis- 
closure. 

[3] Practice and procedure in Patent and 
Trademark Office — Interference — 
Pleadings and submissions 
(§ 110.1706) 

Practice and procedure in Patent and 
IVademark Office — Interference — 
Motions (§ 110.1717) 

Junior party's motion for acceptance of be- 
lated filing, in which junior pany alleged that 
prior invention of claims by different inven- 
tive entity either anticipated or rendered obvi- 
ous senior party's claims, was properly de- 
nied, since notice of interference should have 
made junior party aware that senior party had 
priority benefit of abandoned application, 
since senior party *s notification should have 
made junior party aware that senior party was 
obligated to assign interests to other entities, 
and since junior party did not show sufficient 
cause why his motion was not filed sooner. 
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Appeal from the U.S. Patent and Trademark 
Office, Board of Patent Appeals and Interfer- 
ences. 

Patent interference proceeding (no. 
102,760) between David M. Rapoport, junior 
party, and William C. Dement, Mark R. Rose- 
kind, and Jeffrey L. Schwimmer, senior party. 
Junior party appeals from board's finding that 
senior party's claims corresponding to count 
were not anticipated nor rendered obvious by 
prior art, and from denial of motion to accept 
belated finding and dismissal of belated mo- 
tion for judgment. Affirmed. 

Roger L. B rowdy, of Browdy and Neimark, 
Washington, D.C., for appellant. ' 

David S. Abrams and Robert H. Berdo, of 
Roylance, Abrams. Berdo & Goodman, Wash- 
ington, for appellee. 

Before Clevenger, Rader, and Gajarsa, cir- 
cuit judges. 

Clevenger, J. 

David M. Rapoport ("Rapoport") appeals 
from a final decision of the Board of Patent 



App^WPwid Interferences of the United States 
Patent and Trademark Office ("Board") dated 
February 29. 2QO0. The real parties in interest 
in this interference are: (I) New York Univer- 
sity ("NYU"), assignee of Rapoport; (2) the 
Board of Trustees of the Leland Stanford Jun- 
ior University ("Stanford"), assignee of Wil- 
liam C. Dement ("Dement") and Mark R. 
Rosekind ("Rosekind"); and (3) the Bristol- 
Myers Squibb Company (**Bristol-Myers"), 
assignee of Jeffrey L. Schwimmer ("Schwim- 
mer"). Collectively. Dement, Rosekind, and 
Schwimmer will be referred to herein as "De- 
ment el al." 

The Board awarded judgment of priority as 
to the sole count of the interference in favor 
of Dement et ai, and further ordered that De- 
ment ei al are entitled to a patent containing 
claims 1-13 of U.S. Patent Application No. 
07/695.325 ("the '325 application"), filed 
May 3. 1991, and that Rapoport is not entitled 
to a patent containing claims 1-12 of U.S. 
Patent Application No. 07/479.693 ("the '693 
application"), filed Febniary 14, 1990. We af- 
firm. 

I 

The subject matter at issue in this case is a 
method for the treatment of sleep apnea. Gen- 
erally, sleep apnea refers to the transient ces- 
sation of breathing during sleep. As described 
by the Board: 

Sleep apneas comprise a spectrum of disor- 
ders with varying severity and morbidity 
and are usually classified as being an ob- 
structive, central, or mixed apnea, depend- 
ing on the presence or absence of respira- 
tory efforts during the periods in which air- 
flow has ceased. Obstructive and mixed 
apneas occur with greatest frequency with 
the most familiar being obstructive sleep 
apnea syndrome in which sporadic recur- 
ring collapse of the patient's upper airway 
occurs during sleep. If the collapse is com- 
plete, there is no air exchange at the nose 
and mouth and breathing is interrupted. The 
usual result is a partial arousal and a return 
to normal breathing. 
In most instances, patients suffering from 
sleep apnea have no knowledge or memory of 
the apnea episodes, but find themselves con- 
stantly suffering from fatigue and daytime 
drowsiness for no apparent reason. Conse- 
quently, due to this chronic lack of proper rest, 
patients who suffer from sleep apnea often ex- 
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hibii secondary symptoms of anxiety, depres- 
sion, fatigue, malaise, irriiability, anger, hos- 
tility, and other similar problems. 

The count in this interference relates to the 
treatment of sleep apnea by administering a 
therapeutically effective amount of certain 
azapirone compounds such as buspirone "to a 
patient in need of such u-eaiment.**^ 

On February 12, 1990, Schwimmer filed 
U.S. Patent Application No. 07/478,820 ("the 
•820 application"). Claim 1 of the '820 appli- 
cation as originally filed reads in relevant part: 

1 . A method for u-eatment of sleep apneas 
comprising administration of a therapeuti- 
cally effective regimen of a Formula I aza- 
pirone compound or a pharmaceutical ly ef- 
fective acid addition salt thereof to a patient 
in need of such treatment .... 
There is no dispute that although buspirone is 
an azapirone compound, the azapirone com- 
pounds of Schwimmer's Formula 1 exclude 
buspirone. On the same day. Dement, Rose- 
kind, and Schwinruner jointly filed U.S. Patent 
Application No. 07/479,803 ("the '803 appli- 
cation"). Original claim 1 of the '803 applica- 
tion reads as follows in its entirety: 

1. A method for treatment of sleep apneas 
comprising administration of a therapeuti- 
cally effective regimen of buspirone or a 
pharmaceutically effective acid addition salt 
thereof to a patient in need of such treat- 
ment. 

Two days later, on February 14, 1990, Rap- 
oport filed the '693 application. Claim 1 of the 
'693 application reads as follows in relevant 
part: 

1. A method for treatment of sleep apneas 
comprising administration of a therapeuti- 
cally effective regimen of a Formula I aza- 
pirone compound or a pharmaceutically ef- 
fective acid addition salt thereof to a parient 
in need of such treatment .... 
The azapirone compounds of Rapopon's For- 
mula I include buspirone. and claim 6 of Rap- 
oport's '693 application is specifically directed 
to buspirone. 

On February 12, 1991, Schwimmer filed 
U.S. Patent Application No. 07/657,332 ("the 
'332 application*') as a continuation of the 
'820 application, and on May 3, 1991, De- 
ment, Rosekind, and Schwimmer jointly filed 
the '325 application as a continuation-in-part 
of the '803 and *332 applications. Original 



claim 1 of the '325 application reads as fol- 
lows in relevant part: 

1 . A method for treatment of sleep apneas 
comprising adnunistration of a therapeuti- 
cally effective amount of a Formula I aza- 
pirone compound or a pharmaceutically ef- 
fective acid addition salt thereof to a patient 
in need of such treatment .... 
The azapirone compounds of Formula I in the 
context of the 325 application include buspi- 
rone, and claim 7 of the '325 application is 
specifically directed to buspirone. 

On January 10, 1992, an interference was 
declared, and Dement et al were accorded the 
benefit of the Febniary 12, 1990, filing date of 
the '820 and '803 parent applications and 
therefore designated as the senior party. Count 
1 of the interference, the only count at issue, 
reads in pertinent part as follows: 

A method for treatment of sleep apneas 
comprising administration of a therapeuti- 
cally effective amount of a Formula I aza- 
pirone compound or a pharmaceutically ef- 
fective acid addition salt thereof to a patient 
in need of such treatment .... 
The azapirone compounds of Formula I in the 
context of the interference count include bus- 
pirone. Claims 1-12 of Rapoport's '693 appli- 
cation and claims 1-13 of the Dement et aL 
'325 application correspond to the count. 

On June 10, 1992, Rapoport filed a Motion 
for Judgment pursuant to 37 C.F.R. § 1.633(a) 
in which he argued, inter alia, that the subject 
matter of the coimt was not patentable to De- 
ment et al, on the grounds that it was antici- 
pated and/or rendered obvious pursuant to 35 
U.S.C. § 102(a) and/or 35 U.S.C. § 103 by a 
prior art reference authored by Rapoport. This 
reference, entitled "Buspirone: Anxiolytic 
Therapy with Respiratory Implications," was 
published in Family Practice Recertification 
in September 1989, at pages 32-37 of Vol. 11, 
No. 9 (Supplement) ("the FPR Publication"). 
We note that the FPR Publication does not 
constitute a statutory bar against either De- 
mentf/ al or Rapoport, since it was published 
less than one year before the priority filing 
date of the '325 and *693 applications. 35 
U.S.C- §§ 102(a) and 102(b) (1994). How- 
ever, because the FPR Publication was au- 
thored by Rapoport, it can be cited as prior art 
against Dement et al, but not against Rap- 
oport. 35 U.S.C. § 102 (1994); In re Katz, 687 
F.2d 450, 454, 215 USPQ 14, 17 (CCPA 
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1982). Dement a al do not coniesi the fact 
that the FPR Publication is a prior art refer- 
ence that may be cited against them in this in- 
terference. 

On October 29, 1992, pursuant to 37 C.FR. 
§ 1.602(b), Dement and Rosekind disclosed 
that they were obligated to assign their rights 
in the '325 application to Stanford, and 
Schwimmer disclosed that he was obligated to 
assign his rights to Bristol-Myers. Approxi- 
mately eight months later, on June 21. 1993, 
Dement et al explicitly stated on the record 
that Schwimmer was the sole inventor of the 
use of most of the azapirone compounds cov- 
ered by the count except for buspirone in the 
treatment of sleep apnea. On July 9, 1993, 
Rapopon filed a Second Motion to Accept Be- 
lated Filing Of Preliminary Motion Under 37 
C.F.R. § 1.633(a) ("Rapoport's Motion to Ac- 
cept Belated Filing*'), along with a Motion for 
Judgment Under C.F.R. § 1.633(a) ("Rap- 
oport's Belated Motion for Judgment**) argu- 
ing that claims in the Dement et al '325 ap- 
plication are unpatentable under 35 U.S.C. 
§ 102(g) and/or § 103 oyer the prior invention 
of claims 7 and 13 of Dr. Dement, which were 
invented by a diflferent inventive entity. 

On April 12, 1996, the Board rendered a de- 
cision which, inter alia, denied Rapoport's 
June 10, 1992, Motion for Judgment, denied 
Rapoport*s Motion To Accept Belated Filing, 
and dismissed Rapoport*s Belated Motion for 
Judgment as being untimely. These decisions 
were adhered to in a decision for reconsidera- 
tion dated September 6, 1996. The Board ren- 
dered its final decision on February 29, 2000. 

In its decision dated April 12. 1996, the 
Board found that: (1) Rapoport had estab- 
lished a conception date of May 13, 1988; (2) 
Dement was entitled to a 1986 date of concep- 
tion; and (3) the conception by Dement inures 
to the benefit of Dement et al pursuant to 35 
U.S.C. § 116. Based on these findings, the 
Board awarded priority of the invention of the 
interference count to Dement et al Before this 
court, Rapoport does not contest either the ul- 
timate priority determination in favor of De- 
ment €t al or the underiying findings by the 
Board. 

Instead, on appeal, Rapoport argues that the 
Board erred in not finding that all of the De- 
ment et al claims corresponding to the count 
are either anticipated by the FPR Publication 
or rendered obvious by the FPR Publication in 
combination with admissions allegedly made 
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m the Dement et al '325 application. Rap- 
oport also argues that it was an abuse of dis- 
cretion for the Board to deny Rapopori's Mo- 
tion to Accept Belated Filing and to dismiss 
Rapoport*s Belated Motion for Judgment as 
being untimely. Finally, Rapoport argues 
that — in the event that this court finds that all 
of the Dement et al claims are unpatentable 
in view of the FPR Publication — the Board 
erred in awarding judgment on priority in fa- 
vor of Dement et al We have jurisdiction to 
hear this appeal pursuant to 28 U.S.C. 
§ 1295(a)(4)(A) (1994) and 35 U.S.C. § 141 
(1994). 

II 

To anticipate a claim, a prior art reference 
must disclose every limitation of the claimed 
invention, either expressly or inherently. In re 
Schreiber, 128 F.3d 1473. 1477, 44 USPQ2d 
1429. 1431 (Fed. Cir. 1997). Anticipation is a 
question of fact, and we uphold decisions of 
the Board on factual matters if there is sub- 
stantial evidence in the record to support the 
Board's findings. In re Hyatt, 211 F.3d 1367, 
1371-72, 54 USPQ2d 1664, 1667 (Fed. Cir 
2000). Whether a claim limitation is inherent 
in a prior art reference is a factual issue on 
which evidence may be introduced. In re 
Schreiber 128 F.3d at 1477, 44 USPQ2d at 
1431. The Board's determination of obvious- 
ness is a question of law subject to de novo 
review. However, the Board's factual determi- 
nations underlying its rulings on anticipation 
and obviousness are reviewed under the sub>- 
stantial evidence test. Dickinson v. Zurko, 527 
U.S. 150, 50 USPQ2d 1930 (1999); In re 
Gartside, 203 F3d 1305. 1316. 53 USPQ2d 
1769, 1775-76 (Fed, Cir. 2000). Substantial 
evidence is *'such relevant evidence as a rea- 
sonable mind might accept as adequate to suf>- 
port a conclusion." In re Gartside, 203 F.3d at 
1312, 53 USPQ2d at 1773 (quoting Consol 
Edison Co, V. NLRB, 305 U.S. 197. 229 
(1938)). 

The Board's decisions to deny Rapoport's 
Motion to Accept Belated Filing and to dis- 
miss Rapoport's Belated Motion for Judgment 
are reviewed for abuse of discretion. Abruryn 
V. Giovanniello, 15 F.3d 1048. 1050-51. 29 
USPQ2d 1615, 1617 (Fed. Cir. 1994). An 
abuse of discretion occurs if the decision (1) 
is clearly unreasonable, arbitrary, or fanciful; 
(2) is based on an erroneous conclusion of 
law; (3) rests on clearly erroneous fact find- 
ing; or (4) involves a record that contains no 
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evidence on which ihe Board could rationally 
base its decision. Id, 

As noted above, Rapoport has not requested 
review of the underlying factual determina- 
tions or of the legal bases for the Board's 
award of priority to Dement^r al. Instead, 
Rapoport merely questions the Board's action 
of awarding priority to Dement et al. at the 
same lime as holding the Dement et ai claims 
patentable. This issue involves the Board's le- 
gal conclusions regarding priority, conception, 
and reduction to practice, which we review de 
novo. Eaton v. Evans, 204 F3d 1094. 1097. 53 
USPQ2d 1696, 1698 (Fed. Cir 2000). 

Ill 

We first address Rapoport's argument that 
the Dement et al. claims corresponding to the 
count are anticipated by the FPR Publication. 
Because the first step of a patentability or in- 
validity analysis based on anticipation and/or 
obviousness in view of prior art references is 
no different from that of an infringement 
analysis, we must start by interpreting any dis- 
puted terms in the interference count. Ama- 
zon.com, Inc. V. ba me sandnoble.com, inc., 
239 F.3d 1343, 1351. 57 USPQ2d 1747. 
1751-52 (Fed. Cir. 2001). Only when a claim 
is properly understood can a determination be 
made whether the claim *'reads on" an ac- 
cused device or method, or whether the prior 
art anticipates and/or renders obvious the 
claimed invention. Id. 



Rapoport argues on appeal, as he did before 
the Board, that it is reasonable to interpret the 
phrase "method for treatment of sleep ap- 
neas** in the interference count broadly to in- 
clude both (1) treatment of anxiety secondary 
to sleep apnea and (2) treatment of the under- 
lying sleep disorder itself. In contrast. Dement 
et ai agree with the Board, which found that 
in the context of the present interference, 
treatment of the underlying sleep apnea disor- 
der itself is distinct from treatment of anxiety 
and other secondary symptoms related to 
sleep apnea. Based on this finding, the Board 
interpreted the term treatment of sleep ap- 
neas'* in the interference count as being lim- 
ited to treatment of the underiying sleep apnea 
disorder itself. We review the Board's legal 
conclusion, as we do all rulings on claim in- 
terpretation, without deference. Cyber Corp. 
V. FAS Techs., Inc., 138 F.3d 1448, 1456, 46 



USPQ2d 1169, 1174-75 (Fed. Cir. 1998) (en 
banc); Markman v. Westview Instruments, 
Inc., 52 F.3d 967. 979, 34 USPQ2d 1321. 
1329 (Fed. Cir. 1995) (en banc), aff^d, 517 
U.S. 370. 38 USPQ2d 1461 (1996). Upon re- 
viewing the record, we discern no error with 
the Board's interpretation. 

First, we note that the disputed phrase 
'* treatment of sleep apneas** is lechiucally part 
of the preamble of the interference count, be- 
cause it appears before the transition word 
"comprising." However, there is no dispute in 
this case that the phrase should be treated as a 
claim limitation. Moreover, without treating 
the phrase '*u-eatment of sleep apneas** as a 
claim limitation, the phrase "to a patient in 
need of such treatment*' would not have a 
proper antecedent basis. 

[1] In support of his proposed broad inter- 
pretation for "treatment of sleep apneas," 
Rapoport relies on the following passage from 
the written description of the Etement et al. 
'325 application: 

There are two aspects to the use of azapi- 
rones in treating sleep apneas. The first is 
that the administration of an azapirone ef- 
fectively reduces the frequency and severity 
of the apnea episodes during sleep. This is 
reflected in significantly increased undis- 
turbed sleep and a significant increase in 
blood oxygen levels. The second aspect iii- 
volves azapirone alleviation of the symp- 
tomatology associated with the occurrence 
of sleep apneas. The azapirone treatment al- 
leviates the sleep apnea-related symptoms 
of anxiety, depression, fatigue, malaise, ir- 
ritability, anger and hostility. 
According to Rapoport. this passage supports 
the notion that "treatment of sleep apneas" in 
the interference count should include both 
treatment of the underlying disorder and the 
"symptomatology associated with the occur- 
rence of sleep apneas.*' However, to the extent 
that the above passage suggests that "allevia- 
tion of the symptomatology associated with 
the occurrence of sleep apneas" constitutes an 
aspect of the use of azapirones in treating 
sleep apneas, the intrinsic record in this case 
leads to the conclusion that "treatment of 
sleep apneas" refers only to treatment of the 
underlying sleep apnea disorder. 

First, the plain language of the interference 
count unambiguously refers to "treatment of 
sleep apneas** narrowly defined, and does not 
also include by its plain terms "treatment of 
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sympioms associated with sleep apneas." See 
Davis u LoescK 998 F.2d 963, 968. 27 
USPQ2d 1440, 1444 (Fed. Cir. 1993) (**lnter- 
ference counts are given the broadest reason- 
able interpretation possible, and resort to the 
specification is necessary only when there are 
ambiguities inherent in the claim language or 
obvious from arguments of counsel.") (cita- 
tions omitted); In re Hyatt, 211 F-3d at 1372. 
54 USPQ2d at 1667 (during examination pro- 
ceedings, claims are given their broadest rea- 
sonable interpretation consistent with the 
specification). Here, Rapoport relies on the 
written description of the Dement et al '325 
application in an unsuccessful attempt lo 
broaden the phrase "treatment of sleep ap- 
neas" from its ordinary meaning, which nar- 
rowly refers to treatment of the underlying 
disorder itself. 

Contrary to Rapoport's assertions, the writ- 
ten description of the Dement et al '325 ap- 
plication actually confirms the Board^s inter- 
pretation, and explicitly defines "sleep ap- 
neas": 

In the context of this invention, sleep ap- 
neas comprise all the sub-categories such as 
those caused by upper airway obstruction; 
those whose origins arise in the central ner- 
vous system; and those of a mixed type 
with contribution from both components. 

This passage indicates that the term "treat- 
ment of sleep apneas" refers to reducing or 
eliminating sleep apneas caused by upper air- 
way obstructions, sleep apneas whose origins 
arise in the central nervous system, and sleep 
apneas of a mixed type. 

As further support for the Board*s position, 
the Summary of the Invention in the Dement 
et al '325 application states that "[f]or use in 
the instant method oral administration of a 
dose of froni about 10 to 60 mg of an azapi- 
rone at the hour of sleep is usually em- 
ployed." This description is consistent with 
treatment of the underlying sleep apnea disor- 
der, which by definition manifests itself dur- 
ing sleep, and inconsistent with treatment of 
anxiety and other symptoms commonly asso- 
ciated with sleep apnea, which would obvi- 
ously manifest themselves while a patient is 
awake. 

Next, in a portion of the Detailed Descrip- 
tion of the Invention not limited to any par- 
ticular embodiment, the Dement et al '325 ap- 
plication states as follows: 



^^^he present invention concerns a method 
tor u^eating sleep apneas comprising ob- 
structive, central and mixed apneas, in a pa- 
tient population that ranges from infants to 
geriatric-aged individuals. 
Once again, this passage defines sleep apneas 
in terms of the underlying respiratory disorder 
and uses the term "ueating sleep apneas" in a 
manner that is consistent with the Board's in- 
terpretation. 

Finally, when describing the efifectiveness 
of the sleep apnea treatment method that is 
disclosed and claimed in the Dement et al 
'325 application, the discussion is limited to 
the treatment's effect on the underiying sleep 
apnea disorder, and does not mention the 
treatment's effect on the associated symptom- 
atology: 

The effectiveness of azapirone treatment of 
patients suffering from sleep apneas can be 
exemplified by clinical experience with 
buspirone. Single dose administration of 
buspirone. given at bedtime to patients suf- 
fering from obstructive sleep apnea, re- 
sulted in increased sleep efficiency with ex- 
perimentally derived measurements show- 
ing a gain in total sleep time and a marked 
reduction in episodes of sleep disturbance. 
One of uje most consistent physiological 
measurements of improvement was a 10 to 
20% increase in blood oxygen levels, an in- 
dication of improved respiratory efficiency. 
In other words. Dement et al noted that treat- 
ing patients suffering from obstructive sleep 
apnea with buspirone at bedtinrie had a mea- 
surably beneficial eflfect on the underlying 
sleep apnea disorder (i.e.. increased sleep effi- 
ciency, gain in total sleep time, significant re- 
duction in episodes of sleep disturbance, and 
improved respiratory efficiency). However. 
Dement et al made no mention in the written 
description of the '325 application of specific 
evidence of the treatment's effect on the 
symptomatology commonly associated with 
sleep apnea. 

We therefore conclude that the Board was 
correct in interpreting "treatment of sleep ap- 
neas" as being limited to U-eatment of the un- 
derlying sleep apnea disorder, i.e.. reducing 
the frequency and severity of the apnea epi- 
sodes during sleep. 

B 

Having construed the disputed term in the 
interference count and affirmed the Board's 
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interpretation, we can properly address the " 
merits of Rapopon's anticipation argument. 
The Board found that the disclosure of the 
FPR Publication was limited to treatment of 
anxiety in patients suffering from sleep apnea 
with buspirone. and did not address treatment 
of the underlying sleep apnea disorder. What 
a reference leaches is a question of fact. In re 
Beanie. 974 F2d 1309, 1311. 24 USPQ2d 
1040, 1041-42 (Fed. Cir. 1992). Therefore, we 
review the Board's characterization of the dis- 
closure in the FPR Publication for substantial 
evidence. In re Ganside. 203 F.3d at 1316. 53 
USPQ2d at 1775-76. The record indicates that 
substantial evidence supports the Board's fac- 
tual findings regarding the FPR Publication. 

{2] There is no disclosure in the FPR Publi- 
cation of tests in which buspirone is adminis- 
tered to patients suffering from sleep apnea 
with the intent to cure the underlying condi- 
tion. As the Board correctly found, the FPR 
Publication focuses on the treatment of anxi- 
ety with buspirone, and indicates that buspi- 
rone has potential as a primary treatment for 
dyspnea (which simply refers to difficulty in 
breathing in general). 

For example, a passage in the FPR Publica- 
tion mentions the possibility of administering 
buspirone to patents suffering from sleep ap- 
nea, but this is for the purpose of treating 
anxiety in such patients, not for the purpose of 
treating the sleep apnea disorder itself: 

Buspirone thus appears to be an anxiolytic 
agent with a profile of respiratory effects 
that make it potentially safer to use for pa- 
tients with impaired respiratory function 
and for patients with diseases such as ob- 
structive sleep apnea, when use of ventila- 
tory depressants would be clearly danger- 
ous. 

Rapoport concedes as much: 

While this passage does not disclose admin- 
istering buspirone with the intent of treating 
the sleep apnea per se, such an explicit in- 
tent is not necessary in order to anticipate 
the claims of Dement corresponding to the 
count. 

Rapoport Opening Brief before the Board 
filed July 5, 1994. In a nutshell, using Rap- 
oport*s own words from its Opening Brief be- 
fore the Board, Rapoport's theory on anticipa- 
tion is as follows: 

As long as one administers buspirone to a 
patient with sleep apnea in a therapeutically 
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effective amount, at least claims I, 2, 6 and 
7 of the Dement et al [sic] application un- 
derlying the present proceeding are fully 
anticipated. 

In other words, according to Rapoport, neither 
the reasons for administering buspirone to the 
patient nor the time of admini station are rel- 
evant. Instead, according to Rapoport, the 
only requirement of the count is that the pa- 
tient suffer from sleep apnea. Given our dis- 
agreement with Rapoport's proposed claim in- 
terpretation, this argument cannot succeed. 

Moreover, the need for tests to confirm 
safety for treating anxiety in patients with 
sleep apnea is indicated in the very next sen- 
tence of the FPR Publication relating to treat- 
ing patients suffering from anxiety: **The pre- 
liminary results found among healthy subjects 
need to be confirmed by directly testing pa- 
tients who need anxiolytic therapy.** Thus, 
even the proposed testing in the FPR Publica- 
tion is limited to the treatment of patients suf- 
fering from anxiety, not from sleep apnea. 
Moreover, the lack of information concerning 
administration of buspirone to patients while 
sleeping is indicated in Table 3 of the FPR 
Publication, where the entry under "Buspi- 
rone** regarding its effect on upper airway 
tone during sleep is "Undetermined.** 

The Board also correctly found that the 
FPR Publication does not show administering 
buspirone in any specific amounts to patients 
suffering from sleep apnea. Rather, the FPR 
Publication discloses administering single oral 
doses of 10 mg to nine normal volunteers. It 
also discloses administering buspirone in an 
amount of 10 mg three times a day to two pa- 
tients with "severe alveolar hypoventilation** 
who needed anxiolytic therapy to facilitate use 
of a nocturnal ventilator. There is no dispute 
that none of these patients are reported as suf- 
fering from sleep apnea in the FPR Publica- 
tion. 

In contrast, as mentioned earlier, the De- 
ment et al '325 application discloses that 
based on clinical experience, administration of 
a single dose of buspirone at bedtime to pa- 
tients suffering from obstructive sleep apnea 
resulted in a marked reduction in episodes of 
sleep disturbance, and further discloses ad- 
ministration of 20-40 mg of buspirone at the 
hour of sleep to an average adult. 

We note that there is no mention in the FRP 
Publication of administering buspirone to a 
patient at bedtime. The significance of this 
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fact, of course, is that sleep apnea, by defini- 
tion, occurs during sleep. In one of the two 
tests mentioned in the FPR Publication, a 
single 10 mg dosage was given at an unsp>eci- 
fied time, while in the second test buspirone 
was administered in doses of 10 mg three 
times a day, once again without specifying ad- 
ministering the buspirone at bedtime. 

Finally, we note that Rapoport argues that 
the FPR Publication inherently anticipates the 
count even under the Board's claim interpre- 
tation. See In re Graves, 69 F.3d 1147, 1152, 
36 USPQ2d 1697, 1701 (Fed. Cir. 1995) (not- 
ing that a reference anticipates a claim if it 
discloses the claimed invention such that a 
skilled artisan could take the teachings of the 
reference in combination with his own knowl- 
edge of the particular art and be in ix)ssession 
of the invention) (citations omitted). Accord- 
ing to Rapoport: 

The anxiolytic amount of buspirone taught 
by the FPR publication still inherently an- 
ticipates in view of the fact that the Dement 
et al. application contains disclosures that 
anxiolytic amounts of buspirone overlap the 
preferred therapeutically effective amounts 
of buspirone disclosed in the Dement et al. 
application for reducing the frequency and 
severity of the apnea episodes during sleep. 
Spetificaiiy. Rapopon bases his argument on 
the observation that the Dement et al applica- 
tion specifies administration of buspirone at 
the hour of sleep in dosages of about 20-40 
mg for an average adult. Next, Rapoport notes 
that the FPR Publication discloses a dosage of 
10 mg of buspirone three limes a day for treat- 
ment of anxiety. The conclusion to be drawn 
from these observations, according to Rap- 
oport, is as follows: 

The fact that the Dement et al. specification 
recites a preferred range of 20-40 mg of 
buspirone administered at the lime of sleep 
does not suggest that the administration of 
10 mg of buspirone al the time of sleep, 
particularly when there have been two other 
dosages of 10 mg each during the course of 
the day, will have no therapeutic effect. The 
claims do not require optimal amounts, 
only therapeutically effective amounts. If 
10 mg of buspirone has any effect on the 
treatment of sleep apnea, even if not opti- 
mum, the claim is anticipated. 

We conclude that Rapoport's inherency ar- 
gument is without merit. First, Rapoport ne- 



•5 to point out that the FPR Publication 
ciily states that the patients who received 
the 10 mg doses of buspirone three times a 
day were suffering from "severe alveolar hy- 
poventilation who needed anxiolytic therapy 
to facilitate the use of a nocturnal ventilator,'* 
not from sleep apnea. Second, Rapoport *s ar- 
gument is based on at least two speculative as- 
sumptions: (1) that a treatment regimen of 
three doses a day would necessarily include 
an administration "at the time of sleep;" and 
(2) that administering two 10 mg doses of 
buspirone at unspecified times throughout the 
day in conjunction with a 10 mg dose of bus- 
pirone at bedtime would necessarily result in 
a "therapeutically effective amount" of buspi- 
rone treatment for the purpose of treating the 
underlying sleep apnea disorder "Inherency, 
however, may not be established by probabili- 
ties or possibilities. The mere fact that a cer- 
tain thing may result from a given set of cir- 
cumstances is not sufficient." Cont'l Can Co. 
USA, Inc. V. Monsanto Co., 948 F.2d 1264. 
1269, 20 USPQ2d 1746. 1749 (Fed. Cir. 
1991) (emphasis in original) (citations omit- 
ted). Rapoport has not auempted to demon- 
strate that the proposed dosage regimen in the 
FPR Publication would necessarily result in a 
therapeutically effective amount. Instead. 
Rapoport merely argues that the "preferred" 
range of 20-40 mg described in the Dement et 
al application does not rule out the thrice- 
daily 10 mg doses of buspirone discussed in 
the FPR Publication in the context of patients 
who are not even described as suffering from 
sleep apnea. The burden of proof, of course, 
is on Rapoport, by a preponderance of the evi- 
dence. Bruning v. Hirose, 161 F.3d 681. 685- 
86. 48 USP(32d 1934. 1937-38 (Fed. Cir. 
1998) (copending applications invoke the pre- 
ponderance of the evidence standard). 

Most importantly, however, as we noted at 
the outset, the issue of anticipation — whether 
by inherency or otherwise — is a question of 
fact, and we uphold decisions of the Board on 
factual matters if there is substantial evidence 
in the record to support the Board's findings. 
In re Hyatt, 211 F3d at 1371-72, 54 USPQ2d 
at 1667. In this case, as detailed above, our re- 
view of the record indicates that the Board's 
findings are amply supported by the evidence. 
The Board considered the evidence of record 
and con-ectly ruled against Rapoport on this 
issue. 
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Therefore, for all ihe reasons stated abover 
we find that the Board's conclusion thai the 
FPR Publication does not disclose administra- 
tion of buspirone to patients suffering from 
sleep apnea to treat sleep apnea is supported 
by substantial evidence. 

IV 

Next, we address Rapoport's argument that 
the Board's action of denying Rapoport's Mo- 
tion to Accept Belated Filing was an abuse of 
discretion. As noted earlier, this motion al- 
leged that the Dement es at. claims are either 
anticipated under 35 U.S.C. § 102(g) and/or 
rendered obvious under 35 U.S.C. § 102(g) 
and/or § 103 over the prior invention of 
claims 7 and 13 of Dr. Dement, which were 
invented by a different inventive entity. 

[3] Our review of the record indicates that 
the Board denied the Motion to Accept Be- 
lated Filing on the basis that Rapoport had 
filed it on July 9. 1993. approximately eight 
months after Rapoport should have been 
aware of the facts upon which the motion was 
based. As the Board correctly noted. Rapoport 
should have been aware when the interference 
was declared that the notice of interference 
accorded Dement et ai the beiiefit of the 
abandoned '820 application, wherein Dr. 
Schwimmer signed an oath stating that he is 
the sole inventor of the claimed subject matter 
{i.e., using azapirones other than buspirone to 
treat sleep apnea). Moreover, the Board cor- 
rectly indicated that Rapoport learned or 
should have been aware of the grounds of un- 
patentability urged in the prehminary motion 
for judgment on or about October 29, 1992. 
when Dement et ai filed a notification pursu- 
ant to 37 C.FR. § 1.602(b) stating that Drs. 
Dement and Rosekind were obligated to as- 
sign their entire interest to Stanford and that 
E>r. Schwimmer was obligated to assign his 
entire interest to Bristol-Myers. 

In view of the above, we conclude that the 
Board did not abuse its discretion by denying 
Rappopon's Motion to Accept Belated Filing 
or in dismissing the preliminary, motion for 
judgment, because there is evidence of record 
upon which the Board could base its decision 
that Rapoport did not show "sufi5cient cause'* 
why the motion was not filed sooner, as re- 
quired by 37 C.FR. § 1.645(b). 

V 

Finally, we turn to Rapoport's argument 
that the Board erred in awarding judgment on 



Alamo Flag Co. 1223 

priority in favor of Dement et al. against Rap- 
oport, notwithstanding the possibility that ail 
of the Dement es al claims could be ruled un- 
patentable to Dement et ai As Rapoport ac- 
knowledges, we need not reach this issue, 
given our conclusion that the Board did not 
err in finding that the Dement et al claims 
were not rendered unpatentable by the FPR 
Publication. 

VI 

For the reasons set forth above, the decision 
of the Board is, in all respects, 

AFFIRMED. 



Earth Flag Ltd. v. Alamo Flag Co. 

U.S. District Court 
Southern District of New York 

No. 00 Civ. 3961 (SAS) 

Decided May 17. 2001 

COPYRIGHTS 

[1] Elements of copyright — Statutory ele- 
ments — Originality (§ 205.0707) 

PlaintiflTs "Earth Flag.'* which consists of 
two identical circular photographs of Earth 
taken from space, sewn onto each side of dark 
blue synthetic fabric, has no non-trivial, origi- 
nal component that entitles it to copyright pro- 
tection, since work is nothing more than pub- 
lic domain photograph transferred from me- 
dium of paper to medium of fabric, and fact 
that reproduction in new medium of fabric re- 
quired some skill and vision does not render 
flag protectable, and since none of remaining 
features of flag contain any original expres- 
sion. 

[2] Elements of copyright — Statutory ele- 
ments — Originality (§ 205.0707) 

Plaintiff's '*Earth Flag,** which lacks any 
non-trivial, original component, is not entitled 
to copyright protection, since work and energy 
expended in developing flag, filing certificates 
of registration, and marketing it and popular- 
izing it as symbol for environmental move- 
ment neither demonstrate "true artistic skill" 
nor contribute to flag's protectability. 
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is not pfiven anv of ihc presumptions of sec- 
lion 7(b) of the Act. These include 
''ownership of the mark," and ownership 
"imparts prima facie evidence of use. "J. C. 
Half Co. V. Hallmark Cards, liic.. 52 CCPA 
981, 984, 340 F.2d 960, 962, 144 USPQ. 
435, 437 (1965). Accopd, Massey Junior 
College, Inc. v. Fashic^Institute ofTech- 
nology, 492 F.2d 1399. 1402, 181 USPQ. 
272, 274 (CCPA >974). Accordingly, the 
owner of a mark cm the Supplemental Reg- 
ister would have to affirmatively prove use 
of that mark/See Aloe Creme Laborator- 
ies, Inc. v^nne Bell, Inc.. 168 USPQ246 
(TTAB 1970). This contrasts with the pre- 
sumption of continuing use of a mark by 
the oyner of a registration on the Principal 
Register. Gillette Co. v. Kempei, 45 CCPA 
92©; 92 1 -22, 254 F.2d 402, 4()4, 1 1 7 USPQ, 
366, 357 (1958). 



Court of Customs and Patent Appeals 

In re Marshall 
No. 77-625 Decided June 30, 1978 

PATENTS 

1. Patentability — Anticipation — In 

general (§51.201) 

Patentability — Anticipation — Com- 
bining references (§51.205) 

Rejections under 35 U.S.C. 102 are pro- 
per only when claimed subject mailer is 
identically disclosed or described in prior 
art; in other words, all material elements 
recited in claim must be found in one unit 
of prior art to constitute anticipation; In re 
Samour, 197 USPQ I. did not disturb this 
principle. 

2. Patentability — Anticipation — In 

general (§51.201) 
Accidental or unwitting duplication of 
invention cannot constitute anticipation. 

3. Patentability — Evidence of — Sug- 

gestions of prior art (§51.469) 

Patentability — New use or function 

— In general (§51.551) 
Drug's known disadvantages that would 
naturally discourage search for new uses 
of that drug may be taken into account in 
determining obviousness. 
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^^articular patents — Weight Reduc- 
tion 

Marshall, Process for Weight Reduc- 
tion, rejections of claims 1-9 reversed- 



Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Edward .M. 
Marshall, Serial No. 468,552, filed May 9, 
1974. From decision rejecting claims 1-9, 
applicant appeals. Reversed; Markey, 
Chief Judge, with whom Baldwin, Judge, 
joins, dissenting in part, with opinion. 

Edward D. O'Brian, Anaheim, Calif., for 
appellant. 

Joseph F. Nakamura (Jack E. Armore, of 

counsel) for Commissioner of Patents 

and Trademarks. 
Before Markey, Chief Judge, and Rich, 

Baldwin, Lane, and Miller, Associate 

Judges. 

Lane, Judge. 

This is an appeal from the decision of 
the Patent and Trademark Office (PTO) 
Board of Appeals (board) sustaining the 
examiner's rejection under 35 USC 102 of 
claims 1-4 and entering a new ground of 
rejection under 37 CKR 1 . 1 96(b) of claims 
5-9 under 35 USC 103. We reverse both 
rejections- 
Background 

Invention 

Normally, when food passes through the 
terminal region of the stomach, nerve 
endings there stimulate the release of two 
hormones, secretin and pancreozymin. 
These hormones then trigger the produc- 
tion and release of pancreatic enzyines 
necessary for digestion in the small in- 
testine. 

.Applicant's weight control process in- 
volves anesthetizing these nerve endings 
with an orally administered anesthetic 
containing 50-2,000 mg of oxeihazaine. 
This prevents the release of secretin and 
pancreozymin which in turn interferes 
with the production and release of the pan- 
creatic enzymes. Thus, food passing 
through the small intestine is not digested 
and does not contribute calories to the 
body. 

The following claims are before us on 
appeal: 

1. In a weight control process in 
which a quantity of food is consumed 
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and passes through the gasiroiniestinal 
digestive tract ofa living body the im- 
provement which comprises: 

said quantity of food including food- 
stuffs requiring digestion caused by 
pancreatic enzymes for absorption into 
the bloodstream from the small in- 
testine, 

periodically anesthesizing [sic] the 
nerve endings in the digestive tract 
which release hormones when con- 
tacted by food passing through the di- 
gestive tract so as to trigger the release 
of said pancreatic enzymes into the di- 
gestive tract by the pancreas prior to 
said quantity of food contacting said 
nerve endings only prior to the passage 
of food into said digestive tract, said 
anesthetization being carried out to an 
extent effective and at a time effective to 
inhibit said nerve endings from releas- 
ing sufficient hormones to cause the re- 
lease of said pancreatic enzymes which 
will contact said food as it passes 
through the digestive tract, 

said anesthetization serving to pre- 
vent the release of said hormones when 
said ner\'e endings are contacted by said 
quantity of food, this having the efieci of 
preventing release of said enzymes by 
the pancreas to the digestive tract so that 
said food passes through the digestive 
tract without being digested so that it is 
[sic not] capable of being absorbed into 
the bloodstream as a consequence of the 
absence of said enzymes. 

2. A weight control process as 
claimed in claim 1 wherein: 

said nerve endings are anesthesized 
[sic] by orally taking a quantity effective 
to cause said inhibition of an anesthetic 
means coated with a coating means 
which is effective to delay the release of 
said anesthetic means until said anes- 
thetic means reaches the vicinity of said 
nerve endings in the digestive tract. 

3. A weight control process as 
claimed in claim 2 wherein: 

said anesthetic means is oxetb<i^aine. 

4. A weight control process as 
claimed in claim 2 wherein: 

said anesthetic means is orally taken 
with an adherence means for causing 
said anesthetic means to adhere to the 
interior of the digestive tract, 

5. A weight control process as 
claimed in claim 4 wherein: 

said adherence means is albumin and 
is admixed with said anesthetic means, 
said anesthetic means and said albumin 



both being coated with said coating 
means. 

6. A weight control process as 
claimed in claim 2 wherein: 

from about 50 to about 2,000 milli- 
grams of said anesthetic means are taken 
at one time, said time beingprior to food 
being taken into the digestive tract. 

7. A weight control process as 
claimed in claim 2 wherein: 

from about 200 to about 800 milli- 
grams of said anesthetic means are taken 
at one time, said time beingprior to food 
being taken into the digestive tract. 

8. A weight control process as 
claimed in claim I wherein: 

said nerve endings are anesthesized 
[sic] by orally taking a quantity effective 
to cause said inhibition of an anesthetic 
means coated with a coating which will 
delay the release of said anesthetic 
means until said anesthetic means 
reaches the vicinity of said nerve 
endings in the digestive tract, 

said anesthetic means is oxethazaine, 
and 

from about 50 to about 2,000 milli- 
grams of said anesthetic means are taken 
at one time,-sa!d tirne-being.prior lo.food 
being taken into the digestive tract. 

9. A weight control process as 
claimed in claim 8 wherein; 

said anesthetic means is orally taken 
with adherence means for causing said 
anesthetic [sic means] to adhere to the 
interior of the digestive tract, and 

said adherence means is albumin and 
is admixed with said anesthetic [sic 
means], said anesthetic [sic means] and 
said albumin both being coated with 
said coating. 
Prior Art 

The reference relied upon are: the 
PHYSICIAN'S DESK REFERENCE 1522- 
23 (25th ed. 1971) (PDR);andJ. Slayback, 
E. Swena, J. Thomas, L. Smith. The Pan- 
creatic Secretory Response to Topical An- 
esthetic Block of the Small Bowel, 6 1 SUR- 
"GERY 591 (1967) (Slayback). 

The PDR describes drugs containing 
the anesthetic oxethazaine for the treat- 
ment of esophagitis, gastritis, peptic ulcer 
and irritable colon syndrome. The recom- 
mended adult oral dose of these drugs is 
one or two teaspoons (10-20 mg ox- 
ethazaine) four times daily, fifteen minutes 
before meals and at bedtime. The PDR ex- 
pressly warns against exceeding the 
recommended dosage. Regarding the use 
of these drugs in the treatment of peptic 
ulcer, the PDR explains that topical appli- 
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rcation of ihis local anesthetic inhibits the 
release of the acid-stimulating hormone, 
gastrin. 

Slayback is an article reporting an in- 
vestigation into the mechanism responsi- 
ble for the release of the pancreatic secre- 
tory hormones, secretin and pancreozy- 
min. Researchers found that application of 
the anesthetic oxethazaine HCl to isolated 
segments of the small intestine of surgical- 
ly altered dogs caused a substantial reduc- 
tion in the release of both secretin and 
pancreozymin. These results were consist- 
ent with the hypothesis that secretin and 

f)ancreozymin release is controlled by a 
ocal neural mechanism similar to the one 
which had been shown to control the re- 
lease of the gastric secretory hormone, 
gastrin. 

Proceedings Below 

The examiner rejected claims 1-4 under 
35 use 102 as anticipated by the PDR and 
also rejected claims 1-9 under 35 USC 
102/103 as anticipated or obvious over a 
patent to Pober.» The board afTirmed the 
102 rejection of claims )-4 but reversed 
the 102/103 rejection of claims 1-9 and 
entered a new ground of rejection under 
37 CFR 1.196(b) rejecting claims 5-9 
under 35 USC 103 as ODvion.s in view of the 
combined teachings of PDR and 
SIayback.2 

Opinion 

1 02 Rejection 

[1] Rejections under 35 USC 102 are 
proper only when the claimed subject mat- 
ter IS ideniicallv disclosed or described in 
the prior an. In re Arldey. 59 CCPA 804, 
807, 455 F.2d 586. 587, 172 USPQ 524, 
526 (1972). In other words, to constitute 
an anticipation, all material elements reci- 
ted in a claim must be found in one unit of 
prior art. Soundscriber Corp. v. United 
States, 360 F.2d 954, 960, \4S USPQ.298. 
301 (Ct.Cl. 1966). This basic principle of 
patent law has not been disturbed by our 
recent decision. In re Samour, 571 F.2d 
559, 197 USPQ.1 (CCPA 1978), in which 
we afiirmed a § 102(b) rejection of claims 
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^^^chemical compound based on a pri- 
mar>' reference which disclosed the com- 



' U.S. patent No. 3,740.440, issued June 19, 
1973, for "Method of Inhibiting .Appetite for 
Food." 

2 The board does not explain why this new 
ground of rejection was not applied to claims 1- 
4 as well. 



pound and additional references which es- 
tablished that a method of preparing the 
compound would have been obvious to 
one skilled in the art. In Samour, ever\' ma- 
terial element of the claimed subject mat- 
ter, the chemical compound, could be 
found in the primary reference, a disclo- 
sure of that compound. 

[2] Applying this rule of law to the pre- 
sent case, we must reverse the board's re- 
jection of claims 1-4 under 35 USC 102 
since the primary reference, the PDR. does 
not disclose every material element of the 
claimed subject matter. These claims are 
directed to a weight control process. Ap- 
plicant uses an effective amount of the an- 
esthetic, oxethazaine, to inhibit release of 
the pancreatic secretory hormones, secre- 
tin and pancreozymin, in order to control 
weight. The PDR. however, teaches using 
drugs containing the anesthetic ox- 
ethazaine to inhibit release of the acid- 
stimulating hormone, gastrin, in order to 
treat esophagitis. gastritis, peptic ulcer 
and irritable colon syndrome. Nothing in 
the PDR remotely suggests taking ox- 
ethazaine to lose weight. If anyone ever 
lost weight by following the PDR teaching's 
it was an unrecopiized accident. An acci- 
dental or unwitting duplication of an in- 
vention cannot constitute an anticipation. 
In re Felton, 484 F.2d 495, 500, 1 79 USPCi 
295, 298 (CCPA 1973). 

103 Rejection 

The board seems to have combined: 
(1) the teaching of the PDR that oral ad- 
ministration oi oxethazaine inhibits re- 
lease of gastrin, (2) the teaching of 
Slayback that secretin and pancreozymin 
release is controlled by a local neural 
mechanism similar to the one which con- 
trols release of gastrin, and (3) the art- 
recognized fact that secretin and pancreo- 
zymin control the production and release 
of pancreatic enzymes necessary for 
digestion in the small intestine, to con- 
clude that applicant's method of control- 
ling weight Dv anesthetizing the nerve 
endings that stimulate the release of secre- 
tin and pancreozymin would have been 
obvious. 

The problem with this rejection is that 
nowhere in any reference is there any sug- 
gestion to control weight bv turning off the 
production and release of pancreatic en- 
zymes. Although it has long been known 
that pancreatic enzymes are involved in 
digestion, from this record it appears that 
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applicant is ihc first lo suggest controlling 
weight by decreasing the quantity of pan- 
creatic enzymes in the small intestine. To 
say this would have been obvious is to re- 
sort to impermissible hindsight. 

[3] Moreover, the PDR appears to teach 
away from using effective amounts of the 
anesthetic oxeihazaine since it expressly 
cautions against exceeding the recom- 
mended dose of 1 0-20 mg. This would not 
be an effective amount for controlling 
weight by appellant's process. .Although 
Slayback, which discusses tests conducted 
solely on dogs, recognizes that higher con- 
centrations of oxeinazaine will produce 
"complete absence of stimulation of hor- 
monal release," this does not negate the 
PDR warning with respect to the oral ad- 
ministration to humans. Known disadvan- 
tages of a drug which would naturally dis- 
courage the search for new uses of that 
drug may be taken into account in deter- 
minmg obviousness. See United States v. 
Adams, 383 U.S. 39, 52, 148 USPC1479, 
483-484(1966). 

Accordingly, for the reasons set forth 
herein, the decision of the board is re- 
versed.^ • ' 

Reversed 



Markey, Chief Judge, with whom Bald- 
win, Judge, joins, dissenting in part- 
Though I wholeheartedly agree with the 
majority's treatment of the §102 issue, 1 
respectfully dissent from the majority's 
conclusion of non-obviousness under 
§103. 

The majority agrees that the board con- 
sidered "the an recognized fact that secre- 
tin and pancreozymin control the produc- 
tion and release of pancreatic enzynries 
necessar\' for digestion in the small in- 
testine." Nowhere in the record is there 
any dispute on that point. Moreover, the 
majority also recognizes that "it has long 
been known that pancreatic enzymes are 
involved in digestion." 

Appellant and all others having ordinary 
skill in the art knew that pancreatic en- 
zymes play a major role in the digestion of 
food. If food is not digested, it is excreted 
without being absorbed into the body. If 



3 The board rejected only claims 5-9 under 
35 use 103. In the interest of judicial econoniy, 
we note thai our reversal of that rejection is not 
based on any limitations of claims 5-9 not found 
in broader claims 1-4 as well. 
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Rod is not absorbed, the body cannot gain 
weight. It follows, therefore, that decreas- 
ing pancreatic enzyme quantity (or elimi- 
nating it altogether) must decrease weight. 
The particular compound chosen by ap- 
pellant to shut off or decrease the flow of 
pancreatic enzymes was known in the art 
and used for that purpose. 



District Court, District of Columbia 

Mobil Oil Corporation, et al. 
v. Dann, Commissioner of Patents and 

Trademarks, et al. 
No. 76-0021 Decided Feb. 28,1978 

PATENTS 

1. Commissioner of Patents — Supervi- 

sory authority (§21.30) 

Pleading and practice in Patent Office 

— Rules effect (§54.9) 
Commissioner of Patents and Trade- 
marks can grant conditional relief under 
Patent Rule 183; petitions under that rule 
are addressed to Commissioner's sound 
discretion on showing of "extraordinary 
situation when justice requires"; rule au- 
thorizes Commissioner to grant equally 
flexible forms of relief to do justice accord- 
ing to facts of individual cases due to that 
inherently flexible standard. 

2. Commissioner of Patents — Supervi- 

sory authority (§21.30) 

Pleading and practice in Patent Office 

— In general (§54.1) 

Commissioner of Patents' action in 
granting extension of time to applicant 
that permitted time for appeal or filing 
civil action to expire following Board of 
Appeals' affirmance of rejection and 
sought extension only after learning that 
assertedly similar application was to be 
granted competitor, conditioned upon 
relinquishment of any right to patent on 
applicant's now-abandoned application, 
offends no statutory* limitation, and fairly 
accommodates competing interests and 
equities of parties. 
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Court of Customs and Patent Appeals 
In re Shetty 
No. 77-515 Decided Nov. 17, 1977 
PATENTS 

1. Patentability — Invention — Specific 

cases — Chemical (§51.5093) 

It is obvious and there is sufficient motiva- 
tion to person skilled in chemical or phar- 
maceutical arts to substitute ethylene link 
between adamantane ring and amine for 
structurally-similar prior an methylene 
link, 

2. Patentability — Invention — In general 

(§51,501) 

Patentability — Invention — Specific 
cases — Chemical (§51.5093) 

Fact that claimed method might be in- 
herent in teachings of prior an is immaterial 
if one of ordinary skill in art would not ap- 
preciate or recognize that inherent method; 
mere hindsight assertion that corresponding 
dosages of prior art compounds useful for 
combatting microbial infestation, in light of 
which claimed compound is obvious, 
renders claimed method for appetite control 
obvious is untenable; inherency of advan- 
tat^e and its obviousness are entirely 
different questions; obviousness cannot be 
predicated on what is unknown. 

Particular patents — Adamantane 
Derivatives 

Shetty, Anorectic Adamantane 
Derivatives and Method of Using Same, re- 
jection of claim 52 affirmed; rejection of 
claims 2-5 and 51 reversed. 



Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Bola Vithal 
Shetty, Serial No. 171,736, filed Aug_. 13, 
1971. From decision rejecting claims 2-5, 51, 
and 52, applicant appeals. Modified. 

Carl A. Hechmer, Jr., and Edward A. 
Sager, both of Philadelphia, Pa., for 
appellant. 

Joseph F. Nakamura (Jack E. Armore, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey. Chief Judge, Rich, Baldwin, 
and Lane, Associate Judges, and Morgan 
Ford, Associate Judge, United States 
Customs Court. 

Rich, Judge. 
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This appeal is from thai portion of the 
Julv 30, 1976, decision of the Patent and 
Trademark Office (PTO) Board of Appeals 
(board) rejeaing clainns 2-5, 51, ancf 52 in 
application serial No. 171,736, filed August 
13, 1971, entitled "Anorectic Adamantane 
Derivatives and Method of Using Same." 
The board rejected the claims under 35 
use 103 on new grounds, as provided in 37 
CFR 1.196(b), as obvious from Brake' in 
view of Narayanan,^ Bernstein et al.,' and 
Bernstein.* We affirm the rejection of com- 
position claim 52 and reverse the rejection of 
method claims 51 and 2-5. 

77ie Invention 

The invention pertains to a method, as 
defined in claims 51 and 2-5, of curbing 
appetite in animals by administering certain 
adamantane compounds.' The invention 
also pertains to the unit dosage form of a 
composition for curbing appetite comprising 
such an adamantane compound and a phar- 
maceutically acceptable carrier as defined in 
claim 52. 

In the specification, appellant identifies 
his claimed compounds as follows: 



' U.S. Patent No. 3,489,802, issued Jan. 13, 
1970. on application serial No. 610,779, filed Jan. 
23, 1967. 

' U.S. Patent No. 3,501,511, issued Mar. 17. 
1970, on application serial No. 661,781, filed Aug. 
21. 1967. 

> U.S. Patent No. 3,270,036, issued Aug. 30, 

1966, on application serial No. 493,899, filed Oct. 
7, 1965. 

• US. Patent No. 3320,249, issued May 16, 

1967, on application serial No. 470,930, filed July 
9, 1965. 

* Adamantane is the trivial name assigned to 
tricyclodccanc. Its stmctural formula can be 
represented in any of the following ways: 
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or their pharmaceutically acceptable acid addi- 
tion salts, wherein: 

R, = H. lower alkyl. aralkyl. aralkyi substituted 
with NH,. OH, OCH,. halogen, alkyl. 
NO,; phenozyalkyl or phenoxvalkyl substi- 
tuted with NH,. OH, OCH,. halogen, 
alkyl, or NO,; acyl such as formyl or 
acetyl. 

R, = H, lower alkyl, COO-lower alkyl. aralkyl. 
aralkyl substituted with NH„ OH, OCH„ 
halogen, alkyl, NO,; phenoxyalkyi or 
phenoxyalkyl substituted with NH,. OH, 
OCH„ halogen, alkyl, or NO,; acyl such 
as formyl or acetyl. 

R, and R, can be joined together to form, with 
the nitrogen, a heterocyclic ring (e.g. 

Rj = H. lower alkyl. or alkynyl 
R< = H, lower alkyl, or alkynyl 
Rj = H, OH. halogen, or lower alkyl 
R« — H, OH, halogen, or lower alkyl 
Rs and R^ together may represent a carbonyl 
oxygen 

Rt = H, Tower alkyl. halogen, hydroxy, alkoxy, 
amino or sub stituted amino, trifluoro- 



methyl, sulfamyl. nitro, phenyl 
Rt» R». Rio» Rii. Ri) are any of R, 
n = 0 to 4 
m = 0 to 4 

Independent daim 51 defines the "method 
of curbing appetite in an animal which com- 
prises administering to the animal an 
amount effective to curb appetite of a com- 
pound" of the above formula. 

The References 

Brake describes a process for improving 
the yield of a-methyl muhicyclic 
methylamines, one of which is 
a-methyl-1 -adamantanemethylamine, il- 
lustrated as: 



J"* 

B— C— NH, 



where R is * ♦ •: 
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Narayanan teaches adamantyl sul- 
fonamide compounds, useful as an- 
timicrobial agents, e.g., as antiviral agents, 
of the formula: 




and is described as being useful as an an- 
tiviral agent in animals. 



(I) 

wherein R and R* each is hydrogen, halogen, 
lower alkyl. phenyl or phenyl-Iower alkyl, R* is 
hydrogen or lower alkyl, R' is hydrogen, lower 
alkyl. lower alkoxy. halogen or halo-lower alkyl 
and n is 0, 1 or 2. and salts thereof. 
Narayanan also teaches the use of his com- 
pounds in dosages corresponding to those of 
appellant. 

Bernstein et al. pertains to adamantyl 
biguanides of the formula: 




(low«r ftllgrlenc). 



-K-C- KH-C 
•i « 



(1) 

and to acid-addition salts thereof. 

In Formula I, R and R, each ts hydrogen, 
halogen, lower alkyl. phenyl or lower alkoxy. R,, 
R, and R, each is hydrogen, lower alkyl or 
phenyl-lower alkyl and n is 0 or 1 . 

These compounds are hypoglycemic agents 
effeaive in reducing blood sugar content in 
mammals. 

The compounds of the Bernstein patent 
are illustrated by the following formula: 

(I) 




and to acid-addition and quaternary ammonium 
salts thereof. 

These compounds are adamantyl 
derivatives of phenothiazines, therapeutical- 
ly active as central nervous system 
depressants. 
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The Rejection 

The examiner rejected appellant *s claim- 
ed composition and method as obvious un- 
der 35 use 103 in view of the teachmg in 
Brake of administering to animals struc- 
-turallv similar adamantane derivatives 
^'analogous" to those claimed. The Berns- 
tein and Narayanan patents were cited to 
show similar compounds in the art. The ex- 
aminer reasoned that the composition claim 
would have been obvious from the P"or art 
because the respective compounds difTer 
merely by a methylene group, i.e.. the ins- 
tant compounds have at least an ethylene 
link between the adamantane ring and the 
amine, whereas the prior art compound has 
a methylene link. This "minor molecular 
modification" was further asserted to be 
made obvious by the Bernstein and 
Narayanan patents, which disclose lower 
alkylene links between adamantane and 
other moieties and are directed to phar- 
maceutical uses. 

The board treated the examiner*s rejec- 
tion as relying upon Brake alone and as 
citing the Bernstein and Narayanan patents 
to show the state of the art. The board did 
not sustain the rejection of claims 2-5, 51, 
and 52 as obvious from Brake alone because 
Brake's failure to disclose an amount of his 
rnmpound .effective as an a ntivira l agent 
renders unobvious the administration of 
^^adjacent homoloes of Brake ^s compound 
Mn an amount effective to curb appetite 
• ♦ Similarly, the board did not agree 
that appellant's composition in an **appetite 
curbing amount" would have been obvious 
from Brake alone. 

Under 37 CFR M96(b), the board made 
a new ground of rejection under 35 USC 1 03 
for obviousness from Brake in view of the 
Bernstein and Narayanan patents. The 
board agreed with the examiner that 
appellant's compounds having an ethylene 
linkage would have been obvious in view of 
Brake's corresponding adjacent homolog 
(methylene linkage). Relative to the method 
claims, the board found sufficient motiva- 
tion in the prior an to administer Brake s 
compound and adjacent ethylene 
*'homologs" as antiviral agents, and con- 
eluded that administering appellant s com- 
pounds in appetite-curbing amounts would 
have been obvious from Brake and 
Narayanan since the amount s suggested by 
Narayanan To achieve a ntivir^al_encgt,s_€Jk- 
"EHrnpass the amo unts inteiided and_cl aimed 
by appeUarvL__~ 

The Arguments 

Appellant contends that, after refusing to 
sustain the examiner's rejection on the basis 
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Wake alone, the board erred in rejecting 
the method claims by considering 
Narayanan in addition to Brake. Appellant 
argues that Narayanan's reference to dosage 
for treating viral infection is an impropcr 
basis for mji>rtion It is urged that the board 
mistake nly assumed that appetite-suppres- 
s ant ellects oi appellant 's compounds would 
Kp readily recognized Irom treatin g 
virus-i nlectcd antnials with a rel ated com- 
-TOunHTIt is also urged that the board ig- 
"nored^iffercnces in treatments for viral in- 
fection and obesity, and that therefore 
Narayanan's dosage cannot be said to result 
in effective anorexia. Relative to the claimed 
composition, appellant states that there is 
an appreciable difference between the struc- 
ture of the compounds of the claim and the 
prior art compounds, and that the former 
would not have been obvious because the 
motivation to make the required structural 
variation is absent. 

The solicitor responds by arguing that in 
the absence of comparative evidence of any 
unexpected difference in the properties of 
appellant's and Brake's compounds, the 
compounds of the claim would have been 
obvious from and un£atentablc over the 
stmauraUydose^^ 

aSsed by Brake, his argued that Brake and 



Narayanan r ender obvious appellant 's phar- 
maceuiicai caFricf and-unit-dGsagelorm. 
ATloTfielfietRod-claims, the solicitor con- 
tends that Narayanan discloses adamantyi 
compounds as antiviral agents in dosages 
that correspond to and would suggest 
similar and inherently appetite-curbing 
amounts of the Brake antiviral compound. 
The solicitor supports the board position 
that because appellant's compounds are 
homologous and there is sufficient motiva- 
tion in the prior art to administer Brake s 
compound as an antiviral agent, appellant s 
different purpose does not render the 
method claims unobvious. 

O pinion 

We note at the outset that the ethylene 
linkage of appellant's compound closest to 
the prior art (0- ( 1 -a da m a nt y 1 ) - 
a-methylethylamine) is referred to by the 
examiner as "analogous" to the methylene 
linkage of Brake's a-methyl- l-adaman- 
tanemeihylamine and by the board as a 
"homolog." Since the appellant has not 
challenged either of these classifications, we 
proceed on the assumption that he accepts 
the inference that his compounds, whether 
homologs or analogs, would be expected to 
have similar properties to the pnor art com- 
pound. Whether the adamantyi compounds 
in question are properly classified according 
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to the usual definitions of '*homoIo5'* and 
'^analog,'* we shaJJ not consider inasmuch as 
appellant has not argued the point. 

The solicitor has taken the position that 
absent comparative evidence demonstrating 
any unexpected difference in the properties 
of the compounds, the claimed composition 
would have been obvious from and unpaten- 
table over the structurally closely related 
compound disclosed in Brake. On the other 
hand, appellant contends that the presence 
of the ethylene rather than the methylene 
group constitutes *'an appreciable difTerence 
in the claimed compound and the prior an 
compounds," and relies on In re Taborsky. 
502 F.2d 775, 183 USPQ 50 (CCPA 1974) 
for support of his argument that without 
some teaching of motivation to make the 
required molecular variation, a finding of 
obviousness based on structural similarity is 
improper. 

[1] Regarding this issue of structural 
similarity, we agree with the solicitor and 
the PTO position. The examiner noted the 
difference of a mere methylene group 
between the compound of the claim and the 
prior an compounds, cited the Bernstein 
and Narayanan references' showing the state 
of the art as prior an knowledge of use of 
lower alkylene links between adamantane 
and other moietjes, and concluded that 
"this minor molecular modification would 
clearly be obvious to the pharmaceutical 
chemist. " We do not accept appellant's con- 
tention that the adjacent alkylene link in 
question constitutes an "appreciable 
difference" in the compounds. We think 
that a person skilled in chemical and/or 
pharmaceutical ans would not hesitate to 
extend the alkylene linkage of the prior art 
compound. Further, we note that 
appellant's compound closest to the prior 
art and its synthetic preparation are disclos- 
ed in Narayanan as one of a group of com- 
pounds for producing his adamantyl sul- 
fonamide. This leaves no room for doubt 
that the prior art knowledge renders 
appellant's compound structurally similar 
and provides sufficient motivation to make 
it. 

Moreover, appellant has no basis for rely- 
ing on Taborsky, supra. Unlike the present 
case, the prior an of record in Taborsky ex- 
pressly lirmted the scope of "halogen" to ex- 
clude appellants claimed fluorosalicyl- 
anilide compounds and stated ** 'several dis- 
advantages in practice*'' of free salicvl- 
anilides. 502 F.2d at 781, 183 USPQ 'at 
55 (emphasis supplied). Appellant here 
has shovkTi no such reason to preclude the 
conclusion that appellant's compounds are 
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ructuraliy similar to the prior an com- 
pounds. 

Confronted with PTO evidence of ob- 
viousness, appellant has offered no evidence 
of unobviousness, as by showing an actual 
difference in propenies between his com- 
pounds and the prior art compounds. In re 
Hoch, 57 CCPA 1292, 428 F.2d 1341, 166 
USPQ 406 (1970). Appellant merely shows 
that his novel compounds are appetite sup- 
pressants whereas the reference compounds 
are not so known. Funher, appellant has not 
indicated whether his compounds are an- 
tiviral, as is Brake *s prior an compound. 
Presented with such an absence of com- 
parative or other evidence with respect to 
the properties of the compounds and the 
claimed composition, we hold that composi- 
tion claim 52 would have been obvious from 
and unpatentable over the prior an. 

[2] Regarding method claims 51 and 2-5, 
the solicitor agrees with the board that: 

• • 'the compounds of claim 51 are ob- 
vious from and unpatentable over the cor- 
responding Brake compound and the 
Narayanan disclosure of^ a dosage which 
corresponds to appellant's disclosed 
appetite curbing dosage (therefore, in- 
herentiy appetite curbing). [Emphasis 
added.) 

We cannot accept this conclusion. The issue 
here is whether the claimed method of cur- 
bing appetite would have been obvious. 
That appellant's '^amount effective to curb 
appetite" corresponds to or inheres in 
Narayanan's amount "to combat microbial 
infestation" does not persuade us of the ob- 
viousness of appellant's method. As this 
court said in In re Naylor, 54 CCPA 902, 
90 5-06, 369 F.2d 765, 768, 152 USPQ 106, 
108 (1966); ^ 

[Inherency] is quite immaterial if, as the 
record establishes here, one of ordinary 
skill in the art would not appreciate or 
recognize that inherent result. * * * 

* * * we find nothing in the record 
which would afford one of ordinary skill 
reason to anticipate that a trial * * * (of 
the combined prior art teachings) would 
be successful in jjroducing the polymer 
recited in the claims. 

The Patent Office has failed to show a 
reasonable expectation, or some predic- 
tability, that Brake's compound would be 
an effective appetite suppressant if ad- 
ministered in the dosage disclosed by 
Narayanan. The mere hindsight assertion 
that correspondine dosages render 
appellant's method obvious is untenable. 
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Prior to appellant's disclosure, none of th? 
adamantane compounds in any of the 
references before us suggested a use, much 
less a dosage, for curbing appetite. What we 
said in In re Sponmann, 53 CCPA 1375, 
1380, 363 F.2d 444. 448, 150 USPQ449, 452 
(1966), relative to inherency applies equally 
here: 

As we pointed out in In re Adams, 53 
CCPA 996, 356 F.2d 998, 148 USPQ 742 
((1966)1, the inherency of an advantage 
and its obviousness are entirely different 
questions. That which may be inherent is 
not necessarily known. Obviousness can- 
not be predicated on what is unknown. 

Accordingly, the decision of the board is 
affirmed as to claim 52 and reversed as to 
claims 51 and 2-5. 



District Court, N. D. Illinois, E. Div. 

Radial Lip Machine, Inc. 
V. Imemaiional Carbide Corporation, et al. 

No. 73 C 2945 Decided Sept. 29, 1977 
PATENTS 

1. Pleading and practice in courts — 

Jury trial — In general (§53.571) 

Accused patent and trademark infringers 
whos^ counterclaim to complaint seeking 
damages demands damages for breach of 
contract and fraud, and payment of 
royalties under assignment contract, and 
presents several grounds for declaratory 
relief that would have given rise to right to 
jury trial if raised by coercive action, are en- 
titled to jury trial on all factual issues com- 
mon to legal and equitable claims. 

2. Pleading and practice in courts — 

Jury trial — In general (§53.571) 

Case in which only two competing cor- 
porations are involved, length of trial is es- 
timated to be three weeks, there is no inun- 
dation of large number of documents, and 
patent validity is undisputed does not sur- 
pass limits of jurv' competence. 
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'declaratory and equitable relief and 
damages. On plaintiffs motion to strike 
defendants' dennand for jury trial. Motion 
denied. 

William T. Kirby, Roger McFadden, and 
Hubachek, Kelly, Rauch & Kirby, all of 
Chicago, III- (Robert L. Harmon, 
Richard H. Compere, and Hume, Cle- 
ment, Brinks, VVillian, Olds & Cook, 
Ltd., ail of Chicago, 111., and Vincent L. 
Barker, Jr., and Owen & Owen, both of 
Toledo, Ohio, of counsel) for plaintiff. 

Jack E. Dominik, Alan B. Samlan, and 
Dominik, Knechtel, Godula & Demeur, 
all of Chicago, III., for defendants. 

.Marshall, District Judge. 

This is a civil action for patent and 
trademark infringement and breach of con- 
tract. The parlies are three corporations in- 
volved in the development, manufacture and 
marketing of a ** radial lip" drill which is 
used in the metal cutting industry. Plaintiff 
has moved to strike defendants' demand for 
a jury trial. 

The factual backgnsund reveals a series of 
corporate transactions which have 
transferred patent rights and created 
numerous contractual obligations between 
the parties, in the late i 96G's officers of the 
two defendant corporations, International 
Carbide Corporation and Numac Research 
Industries, Inc.,' developed the radial lip 
drill and applied for patents on the drill, its 
grinding apparatus and the grinding 
method. Defendants then entered into 
various licensing agreements with other cor- 
porations. In 1969, defendants executed an 
agreement with Calar, a holding company. 
The Calar agreement basically provided 
that in return for 10% of Calar 's stock and a 
share of outstanding rents and royalties 
from leases and licensing agreements, defen- 
dants would transfer their patent rights and 
those outstanding contracts and licenses to 
Caiar. Defendants also agreed to perform 
certain research and technical services for 
Calar and received a license to make, sell 
and resharpen radial lip drills. Calar sub- 
sequently transferred its interest in the 
agreement, including the drill patents and 
trademark, first to its wholly owned sub- 



Action by Radial Lip Machine, Inc., 
against International Carbide Corporation, 
and Xumac' Research Industries, Inc., for 
patent and trademark infringement, in 
which defendants counterclaim for 



' - The predecessor of these two corporations 
was Radial Lip Drill Company, which is to be 
distinguished from two other similarly named 
corporations in this case, Radial Lip .Machine 
Corporation (a subsidiary of Calar) and Radial 
Lip Machine, Inc. {the present plainiifO- 
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^the thinnest rock formation tv be lo- 
cated. . , . 

Wyckoff was cited primarily for its 
disclosure that the spacing J&etween the 
detectors and source is vanned depend- 
ing upon the terrain and/the ability to 
separate adjacent stra^ together with 
the reference to a seo^ration of two to 
fifty feet. There is nif suggestion there, 
however, that two intervals of differ- 
ent spacing be measured in connection 
with a single traverse of a bore hole, 
much less that both measurements be of 
receiver-to-reco(ver intervals. 

[1] In suiftmary, we think the ex- 
aminer andytoard erred in finding the 
appealed claims obvious over the teach- 
ings of A thy and Wyckoff. The re- 
jection is based on an improper piece- 
meal Deconstruction of the prior art 
made /in light of appellants' dis- 
closu/e and not taught or made obvi- 
ous voy the reference disclosures. See In 
Rothermel, 47 CCPA 866. 276 F.2d 
395, 125 USPQ 328. 

The decision of the board is reversed. 



Particular patents — Alkali Sulfites 
Spormann and Heinke, Production of 
Solid Alkali Sulfites, claims 7 and 8 of 
application allowed. 
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Court of Customs and Patent Appeals 

In re Spormann and Heinke 
Appl. No. 7599 Decided July 21, 1966 
PATENTS 

1. Evidence — Judicial notice (§ 36.20) 

Pleading and practice in Patent 

Office — Rejections (§ 54.7) 
Although Board apparently took ju- 
dicial notice of "spray drying" and al- 
though court has heard of spray dry- 
ing, it is not a technique of which coxirt 
would feel free to take judicial "notice; 
if Patent Office wishes to rely on what 
"those familiar with spray drying 
would know," it must produce some 
reference showing what such knowl- 
edge consists of. 

2. Patentability — Invention — In gen- 

eral (§ 51.501) 

Inherency of an advantage and its 
obviousness are different questions; 
that which may be inherent is not 
necessarily knowTi; obviousness cannot 
be predicated on what is unknown. 

3. Construction of specification and 

claims — By specification and 
drawings — In general (§ 22.251) 
Claims must be interpreted in light 
of specification. 



Appeal from Board of Appeals of 
the Patent Office, 

Application for patent of Walter 
Spormann and Joachim Heinke, Serial 
No. 56,353, filed Sept. 16, 1960; Patent 
Office Group 110, From decision reject- 
ing claims 7 and 8, applicants appeal. 
Reversed. 

Herbert B. Keil and Matthew C. 

Thompson, both of Chicago, 111., for 

appellants. 
Clarence W. Moore (George C. Roe- 

MiNG of counsel) for Conunissioner of 

Patents. 

Before Rich, Acting Chief Judge, Mak- 
tin, Smith, and Almond, Associate 
Judges, and Kirkpatrick, Jud^.* 

Rich, Acting Chief Judge. 

This appeal is from the unanimous 
decision of the Patent Office Board 
of Appeals,! petition for reconsidera- 
tion denied, affirming the examiner's 
rejection of process claims 7 and 8 in 
application serial No. 56,353, filed Sep- 
tember 16, 1960, for "Production of 
Solid Alkali Sulfites." No claim has 
been allowed. 

In essence, the invention is a process 
of producing alkali metal sulfites from 
alkali metal hydroxides and/or car- 
bonates by spraying the latter, in 
aqueous solution, into a dry gas con- 
taining sulfur dioxide, the temperature 
and humidity of the gas being such as 
to immediately vaporize the water to 
the end that very little sulfate is pro- 
duced. The sulfate results from oxida- 
tion of the sulfite but this apparently 
does not occur to any great extent if 
the sulfite is dry immediately upon its 
production. Sulfate is particularly 
likely to form when the treating gas 
contains a large amount of oxygen as 
do waste gases which it is desired to 
use for economic reasons. 

Claim 7 reads (breakdown ours) : 
7. A process for the production of 



• United States Senior Judge for the 
Eastern District of Pennsylvania, desig- 
nated to participate in place of Chief 
Judge Worley» pursuant to provisions of 
Section 294(d). Title 28, United States 
Code. 

1 Consisting of Exanxiner-in-Chief Dun- 
combe and Acting Examiners -in- Chief 
Behrens and Wyman, the latter writmg 
the opinion. 
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solid alkali metal sulfite which com- 
prises: 

passing a finely dispersed aqueous 
solution of an alkali metal compound 
selected from the group consisting of 
sodium hydroxide, sodium carbonate, 
sodium bicarbonate, potassium hy- 
droxide, potassium carbonate, potas- 
sium bicarbonate and mixtures there- 
of, 

into a substantially dry gas con- 
taining sulfur dioxide, 

maintaining the temperature of 
said dry gas at a level such that- 
the water introduced with the solu- 
tion and formed by the reaction of 
the alkali metal and the sulfur di- 
oxide is imjnediately vaporized, 

and thereafter separating from the 
gas the solid alkali metal sulfite which 
is formed by the reaction of the sulfur 
dioxide and the alkali metal compound. 
Claim 8 differs from claim 7 in two 
respects. (1) The finely dispersed 
solution of alkali metal compound is 
passed "into an upwardly directed 
stream" of the dry gas containing 
sulfur dioxide and (2) the temperature 
of the dry gas is maintained "between 
about 20 and about 150'C." 

A typical reaction, producing sodium 
sulfite from sodium hydroxide and sul- 
fur dioxide, is 

2 NaOH -h SO^" -> Na^-SO, -f H»0 

According to appellants' brief (em- 
phasis ours) : 

It has long been known, of course, 
that sulfur dioxide (SO2) can be 
reacted with alkali metal hydroxides 
or carbonates to produce sodium 
sulfite. Ordinarily, a solution of sod- 
ium hydroxide or the like is inter- 
acted with SO* gas. There is one 
major drawback to the use of the 
known processes. The formed sul- 
fite tends to oxidize, especially in the 
presence of heavy metal ions. Sod- 
ium sulfite, for example, oxidizes to 
form sodium sulfate (Na-'SOJ. To 
prevent oxidation of the sulfite it 
was considered necessary to exclude 
atmospheric oxygen by using a con- 
centrated sulfur dioxide gas contain- 
ing relatively minor amounts of free 
oxygen or by carrying out the reac- 
tion between the sulfur dioxide and 
the alkali metal hydroxide in an inert 
atmosphere. The need for con- 
centrated SOs gases made it impos- 
sible to use roaster or waste gases 
containing sulfur dioxide which are 
formed in great quantities during 
the production of sulfuric acid. The 
protective measure described above is 
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difficult to carry out especially in a 
commercial process. It has also been 
suggested that the oxidation of al- 
kali sulfite be suppressed by adding 
substances to the solutions which are 
capable of binding heavy metal 
ions. In such processes, however, the 
substances which are added to bind 
the metal ions become impurities 
which contaminate the alkali sulfite. 

A method was found by appellant- 
applicants whereby alkali sulfite can 
be obtained from alkali hydroxide or 
alkali carbonate and sulfur dioxide 
without the concurrent formation of 
substantial amounts of alkali sul- 
fate. The process is carried out suc- 
cessfully without the addition of ma- 
terials which contaminate the sulfite. 
In the process, a finely dispersed 
aqueous solution of an alkali metal 
hydroxide or carbonate or bicarbon- 
ate is passed (sprayed) into a sub- 
stantially dry gas containing sul- 
fur dioxide. The temperature and rel- 
ative humidity of the gas are main- 
tained at such levels that the water 
introduced with the solution and 
formed by the reaction of the alkali 
metal and the sulfur dioxide is im- 
mediately vaporized. Thereafter, solid 
alkali metal sulfite is separated 
from the gas. The sulfite is formed 
]'nstantly in the dry form and 
longer is exposed to the action of 
oxygen which is present in the gas. 
In the subject process, unlike the 
prior art processes, it is possible to 
use waste gases as a source of SO«, 
which gases contain large quantities 
of oxygen (as much as 50 parts of 
oxygen per part of SO=). 

In the process, therefore, a finely 
divided liquid and a gas are passed 
into the reaction zone and solid sod^ 
ium sulfite particles and water vapor 
leave the reaction vessel The exact 
point wherein the transition from 
liquid to solid and vapor occurs is not 
precisely known. What is known is 
that the water must be vaporized in 
the reaction zone leaving only vapor 
and solid alkali metal sulfite. 

Much of this discussion also appears in 
appellants' specification. 

The examiner finally rejected the 
claims as unpatentable "over any of*' 
the following patents: 

Haywood 2,210,405 Aug. 6, 1940 
Aydelotte et al. 1,982,241 Nov. 27. 
1934 

^^Friedrich et al. 1,091,429 Mar. 24, 

Strickler 1,023,179 Apr. 16, 1912 
In his Answer, the examiner also said, 
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"Appellants' process is considered 
nothing" more than the application of 
this teaching of Friedrich et al, to a 
spray process such as is described in 
Aydelotte et al. Such a combination 
does not meet the provisions for pat- 
entability set forth in 35 U.S.C. 103," 

The board said: **A3 reco^ized by 
the examiner, the rejection on Strickler 
appears to be cumulative but we will 
sustain the rejection as being one on 
Friedrich et al. in view of Aydelotte et 
ai. or Haywood." 

Friedrich et al. disclose a process for 
making sodium sulfites wherein a raw 
material such as sodium hydroxide or 
sodium carbonate is passed in a solid, 
powdered form through a horizontal 
rotating drum having radial plates or 
helical screw threads which cause the 
solid raw material to be turned and 
transported through the vessel. Sulfur 
dioxide gas is passed in countercurrent 
flow through the material within the 
drum. The solid, crushed raw material 
contains "a definite quantity of chemi- 
cally combined or hygroscopic water" 
throughout the entire process, the 
amount of which "is so calculated in 
each individual case, that the heat of 
the reaction occurring on the absorp- 
tion of the sulfurous acid gas [SOa] 
will partially or completely evaporate 
the water, so that the finished product 
issuing from the apparatus will exhibit 
the required degree of moisture or 
dryness." The amount of moisture is 
apparently selected so that the final 
product will be free flowing yet dust- 
less. The invention is described as an 
improvement over, and is contrasted 
with, the then known (1910) ^ **wet" 
process by eliminating the equipment, 
power, and related expenses necessary 
for separation of product from solu- 
tion. 

Aydelotte et al. disclose a process 
for reducing the sodium hydroxide 
(caustic soda) content of solutions 
containing a mixture of sodium hy- 
droxide and potassium hydroxide 
(caustic potash). The patentees' objec- 
tive is to produce caustic soda-caustic 
potash solution mixtures of certain 
ratios which they use in making synthe- 
tic indigo, the sodium sulfite being a 
mere by-product. The mixture, in solu- 
tion, is treated with waste gas containing 
sulfur dioxide, "either by bubbling the 
gas through the liquid, countercurrent 
spraying of the liquid into the gas, or 
other means until a test portion when 
evaporated to about 50" Be., cooled to 
about 46 "C. and filtered shows that the 
ratio of mixed caustic has been changed 
to 40% of caustic soda and 60% of 
caustic potash." The whole batch of solu- 



tion is then evaporated to about 50* Be. 
and cooled to 40* C. whereupon sodium 
sulfite precipitates and is separated by 
filtrat'on or decantation. What remains 
is, of course, still a solution. According to 
the patentees, the "crude separated sod- 
ium sulfite, containing small amounts 
of potassium sulfite, occluded caustic, 
and other impurities may, for some 
purposes, be used without purification, 
or it may be partly purified by wash- 
ing, depending on what purpose it is 
to be used for." 

Haywood discloses a method for pro- 
ducing calcium sulfite, especially as 
filler for paper, whereby a suspension 
of milk of lime, contained in an "ab- 
sorber" tank, is whipped up as a fine 
mist by an agitator into an overhead 
gas containing from 7% to 20% SO*. The 
essentially water-insoluble calcium sul- 
fite product falls back into the suspen- 
sion. It is stated that the calcium sul- 
fite suspension can then be pumped 
to a paper machine. Alternatively, the 
patent states : 

If the material is to be shipped, it 
should first be dewatered to reduce 
it to a thick paste or a dry powder. 
However, if it is to be used near the 
source of manufacture in a watery 
suspension, it may be used directly 

* * *. 

As to temperatures in the "absorber" 
where the reaction between liquid and 
gas occurs, the specification says: 

This temperature under ordinary con- 
ditions will usually rise to about 
70^ C. If desired, the combustion gases 
[from a sulfur burner where SO* is 
generated for the process] * ♦ • 
may be cooled to a certain extent by 
water introduced into the tower 

* * *. This, however is not essen- 
tial and may be dispensed with, if 
desired. There is no objection to tn- 
troducing the gases into the absorber 
at a temperature of between 400" 
and 550" C. [Emphasis ours.] 

Strickler discloses a process for pro- 
ducing sodium sulfites, an object of 
which is to prevent the formation of 
sulfates through oxidation, which is ap- 
pellants' principal object. However, in 
the Strickler process, SO*, gas is passed 
into a suspensioTt of sodium carbonate 
in a saturated solution of sodium sul- 
fite. A temperature of about 49 "C. 
(120"F.) is d sclosed. 

Comparing appellants' process with 
the prior art, clearly the basic chemi- 
cal reaction embodied in their process 
is old, as their specification acknowl- 
edges. Aydelotte et al. would also sug- 
gest to one skilled in the art bringing 
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about this reaction by countercurrent 
spraying of a liquid containing caus- 
tic, soda into a gas containing sulfur 
dioxide. The issue therefore is: would 
it be obvious to one of ordinary skill 
in this art to conduct the old reaction 
by such spraying xinder all the condi- 
tions set out in the claims and obtain 
appellants' results, i.e., would the in- 
vention as a whole have been obvious? 
The board said: 

Taking cognizance of the fact that 
spray drying is an old expedient for 
obtaining a solute in dry form, we 
fail to see that it is unobvious to 
modify the method taught by Fried- 
rich et al. so that a solution of 
sodium carbonate, for instance, is 
passed in fine droplet form through 
the gaseous current comprising sul- 
fur dioxide instead of the finely 
powdered carbonate of Friedrich, et 
al., particularly as Aydelotte et al. 
and Haywood do show, at least, that 
it is old to spray an alkaline hydrox- 
ide or carbonate solution through 
sulfur dioxide gas to obtain the cor- 
responding sulfite. 

Both appellants and Friedrich et 
al. obtain a dry sulfite and in such 
a simultaneous drying and chemical 
reaction process it is thought to be 
a mere difference in degree whether 
the water is present in such an 
amount as to dissolve the oarhonate 
or is merely present as adhering 
water (Friedrich et al., page 2, lines 
42 to 49). We note that Friedrich et 
al. only require that a sufficient 
amount of water be present to per- 
mit the chemical reaction to take 
place. Those familiar with spray dry- 
ing know that dry products can be 
obtained even though a large amount 
of water may be present with the 
material to be dried. 

Appellant urges that his product 
does not have much sulfate as a con- 
taminant. Though not mentioned by 
Friedrich et al.» this seems to be 
merely an additional characteristic 
inherent in their process. In re Ar- 
nold et al., 50 CCPA 1166, 1963 CD. 
400, 794 O.G. 502, 315 F.2d 951, 137 
USPQ 330. [Emphasis ours.] 

[1] The board's reference to "spray 
drying" appears to have been injected 
as something of which it was taking 
judicial notice, without having been 
mentioned in any reference of record. 
While Aydelotte et al. and Haywood 
both disclose spraying of some sort, 
neither spray dries. While we have 
heard of spray drying, it is not a tech- 
nique of which we would feel free to 
take j udicial notice. We are of the 
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opinion that if the Patent Office wishes 
to rely on what "Those familiar witii 
spray drying would know," it must 
produce some reference showing what 
such knowledge consists of. So far as 
we can see, appellants do spray and 
their sprayed solution is dried. We are 
unable to find, however, any indica- 
tion in the references that such a step 
would have the effect which appellants 
sought and found, namely, a reduction 
of the undesirable oxidation of sulfite 
to sulfate in an old reaction tending to 
produce sulfate when the reactant gas 
contained large amounts of oxygen. 

[S] The board apparently thought 
that the minimizing of sulfate produc- 
tion would be inherent in the process 
of Friedrich et al. However, this is no 
support for a rejection for various rea- 
sons. Friedrich et al. make no mention 
of it, as the board conceded. Their proc- 
ess is not appellants' process. It is a 
reaction between solid, powdered mate- 
rial and gas, the only water present 
being chemically combined water and 
hygroscopic water; appellants react 
sprayed solution and gas. As we pointed 
out in In re Adams, 53 CCPA 996, 356 
F.2d 998, 148 USPQ 742, the inherency 
of an advantage and its obviousness 
are entirely different questions. That 
which may be inherent is not necessar- 
ily kncwT5. Obviousness cannot be pred- 
icated on what is unknown. 

The result of appellants' process is 
said to be a product low in sulfate 
content, notwithstanding the use of 
waste gas containing relatively large 
amounts of oxygen, an asserted advan- 
tage not challenged by the Patent 
Office. So far as the disclosures of the 
references are concerned, we have found 
nothing to suggest it. 

Strickler appears to be the only ref- 
erence Tvhich deals with the problem of 
preventing the formation of sulfate 
during sulfite production but appears 
to solve the problem only by avoiding 
its cause. Sulfur dioxide gas is passed 
through a solution rather than waste 
gas containing oxygen and sulfur diox- 
ide. Appellants' brief states, without 
refutation by the Patent Office, that 
"It is well known, of course, that this 
[Strickler] process would only be suc- 
cessful where atmospheric oxygen is 
excluded and where heavy metal ions 
are not present." The Patent Office 
treats this reference as "cumulative" 
and places little reliance on it. 

The solicitor devotes most of his 
short brief to a discussion of Hay- 
wood's process which is different in 
several respects. The argument attempts 
to show how the claims can almost be 
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read on this reference, distinguishing 
only — but admittedly— in their refer- 
ences to the use of a "solution" and 
in naming the alkali metal reactants. 
Ha>^ood is interested in producing 
caicinm sulfite as a paper filler. It is 
not an alkali metal compound and 
therefore outside the claims. It is pro- 
duced from a suspension, not a solu- 
tion, of lime (CaO) or limestone (cal- 
cium carbonate, CaCOa) brought into 
contact with a gas containing SOt. No 
effort at all is made to dry the prod- 
uct or the gas. In fact, the conditions 
are such that as fast as the sulfite is 
formed it falls back into the suspension 
whence came the raw material. The gas 
treatment takes place in an "absorber" 
which is a vessel with liquid in the bot- 
tom having an agitator which revolves 
in the liquid and splashes it upwardly - 
from its surface where it is contacted 
by the gas. Since the gas is exhausted 
through a stack the Patent Office would 
have us treat this as an "upwardly di- 
rected stream" within claim 8. We will 
not do 30 as this would distort the 
clear meaning of the claim when read 
in the light of the specification. Be- 
sides, gas flow in the' absorbers is hor- 
izontal. Next, reliance is placed on Hay- 
wood's temperature disclosures. Here an 
obvious attempt is made to drag from 
its context something to meet claim lim- 
itations without regard to the true im- 
port of the claims. The argument is 
that if Haywood*s gas is at 400" or 
550** C/, the gas would necessarily be dry 
gas and the water would necessarily 
vaporize immediately, as appellants' 
claims contemplate. But Haywood 
teaches that normally his gas will be 
about 70 "C. This would not necessarily 
be dry, contrary to what is also con- 
tended, being below the boiling point 
of water. As to the higher temperatures 
mentioned, all that the patent says is 
that "There is no objection to introduc- 
ing the gases into the absorber^ at a 
temperature of between 400** and 
SSO^'C." What effect this would have 
by vray of vaporizing water is specu- 
lative and would depend on how much 
gas flows into the absorber how fast, 
how cold the suspension is, contact 
time between the mist thrown up by the 
agitator and the gas at whatever tem- 
perature it may have reached, heat loss 
from the absorber, etc. What goes on 
in the absorbers is a decidely wet proc- 
ess having nothing to do with dry- 
ing. What goes into them is aqueous 
suspension and that is also what comes 
out of them. 

[31 Finally, the solicitor argues on 
the basis of Haywood's optional and 
later dehydration of his sulfite suspen- 



sion to produce a shippable product 
that the immediate vaporizing and sepa- 
ration steps of the claims are met because 
it makes no difference that Haywood's 
supposedly dried particles fall back into 
liquid if ultimately they are again 
dried and separated. We think this is 
not taking the claims to mean what 
they say when interpreted as they must 
be, in the light of the specification. 
Motion Picture Patents Co. v. Univer- 
sal Film Mfg. Co., 243 U.S. 502. The 
solicitor's use of Haywood amounts to 
reading things into the reference that 
are not there and reading things out 
of the claims that are there. When this 
has been done, concededly the claims 
still do not read on Haywood and 
since this patent does not teach any- 
thing about immediate drying after re- 
action it does not make the invention 
obvious when added to Friedrich et al. 
who teach nothing about reacting so- 
lution with gas. 

Our view is that one faced with the 
problem of how to use oxygen-con- 
taining waste gases in the production 
of alkali metal sulfites without undue 
production of sulfate would receive no 
suggestion from the references to spray 
a solution of the alkali metal com- 
pound into the gas stream under such 
conditions of temperature and relative 
humidity as to cause all water present 
to be immediately vaporized. This is the 
claimed invention and in our opinion 
its basic underlying concept is not to 
be found in the prior art of record. 

The rejection of claims 7 and 8 is 
reversed. 



Court of Claims of the United States 

Mine Safety Appliances Company 

et al. V. United States 
No. 307-60 Decided July 15, 1966 

PATENTS 

1, Title — Licenses — In general (§ 66.- 

401) 

One having license under patent has 
complete defense to charge of infringe- 
ment when patent or invention is used 
in accordance with license. 

2. Title — Licenses — Construction 

(§ 66.407) 

Contract provision, in granting to 
Government a license to practice "each 
invention, improvement or discovery con- 
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appraisal of ihc amount of time involved in its 
production or to disclose at least a bare bones 
flow chart of that program to the Patent Offic^ 
so that the examiner may determine whcth^ 
one skilled in the art could produce it wkKbut 
unreasonable experimentation and dclp^. 

We held in Ghiron that the bop^ had a 
reasonable basis for questioning iKc adequacy 
of the disclosure, and we so hoUphere. Without 
some indication of the amount of time and ef- 
fort which one of ordinarY/skill might have to 
exp>cnd to develop the ^f^rogram necessary to 
practice the invention/ or a disclosure of the 
program from which the examiner and the 
board, perhaps through the shonhand ex- 
pression of a flaw diagram, could determine 
these, we thinjc the board reasonably deter- 
mined that tbt examiner was correct in hold- 
ing that ap^llants have not proved that one 
skilled ill/me an would have been able to prac- 
tice their invention without undue expcrimen- 
tatiwf and delays. 
yTtit decision of the board is affirmed. 



Court of Customs and Patent Appeals 

In re Felton 
No. 8973 Decided Sept. 20, 1 973 

PATENTS 

1. Patentability — Anticipation — In 

general (§51.201) 

Accidental or unwitting duplication of in- 
vention cannot constitute anticipation. 

2. Patentability — Invention — In gen- 

eral (§51^01) 

It is not obvious to make a structure hav- 
ing all limitations of claims merely because it 
can also be used as intermediate structure 
called for by reference, especially since inter- 
mediate does not demand critical dimensions 
set forth in claims. 

3. Patentability — Evidence of — Com- 

mercial success — In general 
(§51.4551) 

Patentability — Evidence of — Com- 
mercial success — Causes 
(§51.4555) 

Court does not agree with position that 
evidence may be insufficient if commercial 
success is attributable to unclaimed method 
of use rather than to structure of claimed de- 
vice; commercial success of any invention 



295 

grows out of fact that it is purchased to be 
used in some way; nexus between merits of 
invention and evidence offered must be es- 
tablished before evidence becomes relevant lo 
question of obviousness; important question 
is whether invention's commercial success is 
related to advantages flowing from its use 
which were not available to public before in- 
vention was made; if commercial success is 
unrelated to merits of invention, e.g., if de- 
mand is a product solely of advertising, it 
cannot be persuasive of nonobviousness. 

Particular patents — Dropper 
Felion, Dropper and Stirrer Dispensing a 
Single Drop, claims 3 and 8 to 10 of appli- 
cation allowed. 



Appeal from Board of Appeals of the Patent 
Office. 

Application for patent of Lloyd Grosser Fel- 
ton, Serial No. 721,299, filed .Apr 15, 1968; 
Patent OflFice Group 311. From decision re- 
jecting claims 5 and 8 to 10, applicant appeals. 
Reversed. 

Pierce, Scheffi^r & Parker (Ralph E. 

Parker of counsel) both of Washington, 

D. C, for appellant. 
S. Wm. Cochran (R. V. Lupo of counsel) for 

Commissioner of Patents. 

Before Markey, Chief Judge, Rich, Bald- 
win, and La.ve, Associate Judges, and Al- 
.MOND, Senior Judge. 

Almond, Senior Judge. 

This is an appeal from the decision of the 
Patent Office Board of .Appeals sustaining the 
examiner's rejection of claims 5 and 8-10 of 
appellant's application ' entitled "Dropper 
and Stirrer Dispensing A Single Drop." We 
reverse. 

Invention 

Apf>cllant's invention is depicted in Figs. 1 
and 2 of the drawings: 




' Serial No. 721,299 filed April 15, 1968. 
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The invention is described in the sF>ecifica- 
tion as follows: 

In particular, the one-piece article [10] is 
formed from a tube of resilient, essentially 
unplasticized, plastic material having hy- 
drophobic properties and being inen to 
blood or other liquid to be dispensed 
thereby. One end of the tube is open and is 
cleanly cut at right angles to the major axis 
of the tube. It is this op)cn ended part of the 
tubular piece which constitutes the dropper 
of the combined dropper-stirrer article. The 
opposite end is closed, being sealed shut a 
shon distance (e.g., two-thirds to one-third 
of an inch) from the terminus of the tubular 
piece; the sealed flat end portion [12], 
which may lie in the same plane as that in 
which lies the major axis of the tube, consti- 
tutes a paddle-like stirrer for distributing a 
drop of liquid which has been provided 
through use of the remote end of the com- 
bined dropper-stirrer article. 

As mentioned above, the tube is formed, 
by extrusion, from a resilient, hydrophobic, 
essentially unplasticized plastic material. 
Preferably, the sf>ecific plastic material used 
in forming the aforesaid tube is pure virgin 
polypropylene, but other plastic materials, 
such for example as polyethylene, and even 
polyethylene-coated paper, have been found 
to be operable. Relatively hydrophyllic ma- 
terials, such for example as cellulose acetate 
or polyvinyl chloride or polyvinyl acetate, 
are least desirable. The plastic material 
should be transparent and may be lightly 
colored or be colorless. The tube has an in- 
ternal diameter and a wall thickness 
which — in conjunction with the resiliency 
of the material itself — conspire to make the 
tube readily squeezed shut by pressure be- 
tween a thumb and a forefinger of a techni- 
cian and to promptly return to original 
tubular cross-sectional configuration when 
pressure on opposite sides thereof is re- 
leased. In the case of one specific formula- 
tion of polypropylene, the tube formed 
therefrom is 5.0 inches in length and has an 
internal diameter of 0.152 ± 0.0025 inch 
and a wall thickness of 0.0065 ± 0.0005 
inch, and is adapted to dispense a volume of 
approximately 0,05 ml. of plasma or serum. 

Claim 9 is the broadest claim in the case 
and reads as follows (subparagraphing ours): 

9. A disposable liquid dispensing device 
for delivering a single drop of liquid of accu- 
rate volume, said dropper 

consisting of a unitary cylindrical tube 
having a uniform wall thickness throughout 
and formed of a resilient material which is 
inert to and substantially hydrophobic to- 
wards the liquid to be disp>ensed, 

which tube is collapsed and sealed shut 



for a shon distance at one end thereof and is 
open at its opposite end, 

the wall of the tube being at its open end 
cleanly cut across at right angles to the ma- 
jor axis of the tube, 

said open end part of the lube providing a 
dropper so sized in relation to the viscosity 
of the liquid to be dispensed that when the 
empty tube is squeezed shut intermediate its 
ends by compression between a thumb and 
a finger and the open end dipped into a 
body of the liquid to be dispensed and then 
the pressure released so as to create a sub- 
atmospheric pressure within the tube suf- 
ficient to draw into the tube slightly in ex- 
cess of a single drop of the liquid to be dis- 
pensed, and, when the tube has then been 
withdrawn from the body of liquid and held 
vertically over a test area and the tube again 
is squeezed between thumb and finger one 
single drop of the liquid can be dispensed 
from the tube. 

Claim 8 which depends from claim 9 re- 
quires that the article be made of polypropyl- 
ene and have the dimensions set forth above in 
the description of the invention. Claim 5 de- 
pends from claim 8 and requires that the ar- 
ticle's collapsed end be shaped so that it can 
function as a spreader for the dispensed drop. 

Claim 10 is an independent claim which 
reads substantialiy the same as claim 9 but for 
the additional limitation that the collapsed end 
be shaped to function as a spreader. 

The article which is primarily intended to 
be an aid in serological testing can be used, ac- 
cording to the specification, as follows: 

In use, the dropper is compressed be- 
tween thumb and forefinger of the techni- 
cian, about one or two inches from its sealed 
end, and is squeezed shut while it is lowered 
(open end down) into a vertically held 
blood-collecting lube and the open end im- 
mersed in a pool of liquid (e.g., blood 
plasma) in the lower end of the liquid speci- 
men in the blood-collecting tube. Then, re- 
lease of pressure on the wall of the dropper 
creates a sub-atmospheric pressure within 
the dropper sufficient to draw into the drop- 
per slightly in excess of a single drop of the 
liquid under test. The dropper is then with- 
drawn from the collecting lube and is held 
vertically (open end down) over (but spaced 
from) a designated test area on a test card, 
and one drop of test liquid is expressed from 
the dropper onto such test area by suitably 
squeezing the control ponion of the drop- 
per. Thereupon, the technician turns the 
dropper about in his hand and, with the 
paddle-like sealed end of the article, he dis- 
tributes the drop over the test area. There- 
after, the dropper-stirrer article is dis- 
carded. 
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According lo appellant's sf>ccificaiion, sero- 
logical testing requiring an accurately dis- 
pensed drop was formerly carried out by the 
following process generally known to the prior 
an: 

For delivering a single drop of plasma or 
serum to the test area of a test card * * *. it 
heretofore had been conventional to use a 
glass capillary tube equipped with a rubber 
bulb for sucking liquid into the capillary. 
By skilled use of this device it was possible 
to draw up a small amount of plasma or se- 
rum from a blood collecting tube and to de- 
liver a single drop of the liquid to a test spot, 
whereup>on the liquid drop could be distrib- 
uted over the area of the test spot by stirring 
it about with a conventional flat-ended 
toothpick. The rubber bulb could then be 
drawn off of the used capillary tube and 
used toothpick could be discarded. 

The Rejection 
The board affirmed the rejection of the 
claims under 35 U.S.C. 103 as obvious over 
Sands et al. (Sands) ^ in view of Wolman ^ and 
Gross.* 

Sands discloses a dispensing device for in- 
troducing medicaments into body cavities. The 
following figure from the patent is illustrative 
of that device. 

In the figure, I is an elongated cylindrical 
tube which, according to ihe spiecification, can 
be made from * •any wellknown material 
such as paper of various types, rubber, *Cello- 

f)hane,' thin molded plastics, metal foil and the 
ike." The specification also indicates that it is 
desirable that the material be moisture proof 
and be capable of yielding a fuzzy edge when 
torn. 

The tube is closed by flattening at one end 
forming end portion 6, filled with a medica- 
ment 4 and then provided with a seal 7 of wax 
or other suitable material. A slide 3 is placed 
on the flattened end. In use, the sealed end of 
the tube is torn oflf, along score line 8 if pro- 
vided. The opened tube is inserted into the 
body cavity and the slide advanced to extrude 
the contents into the body. 

Wolman discloses a bulb of compressible 
material having the capability of dispensing a 
predetermined volume of liquid. In its simplest 
form, the bulb is provided with means which 
limit the extent to which it can be compressed. 
Since the bulb is filled with enough nuid for 
several measured discharges, it is this limita- 
tion which determines the volume to be dis- 
pensed by the bulb. 

Gross describes a fluid dispenser made up of 
a flexible bottle for a reservoir, a closure plug 



2 U. S. 2,129,627 issued September 6, 1938. 
^U. S. 2,579.718 issued December 25, 1951. 
* U. S. 2,770,399 issued November 13, 1956. 
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for the boulc and a tube extending through the 
plug into the bottle. The fluid is dispensed by 
squeezing the bottle which forces the fluid out 
through the lube. There is no provision which 
would adapt the dispenser to discharge a pre- 
determined amount with accuracy. 

Although the board affirmed a rejection un- 
der section 103, its opinion also indicates that 
the invention was considered as anticipated by 
the structure in Sands within the meaning of 
35 U.S.C. 102. The opinion states: 

The structure of Sands et ai before the scor- 
ing at 8 and before the introduction of clos- 
ure material 7 is the same as that recited in 
the claims on appeal. 

In claims 9 and 10 appellant attempts to 
define the size of his tube in terms of func- 
tion and with respect to the viscosity of the 
dispensed liquid. The liquid is prop>erly not 
set forth as a positive clement of the claims. 
The viscosities of various liquids may differ 
greatly from each other. Recitation of the 
size of the open end part of the tube in rela- 
tion to the viscosity of the not positively 
claimed liquid is at best a limitation of ques- 
tionable definiteness. Ct In re Law, 49 
CCPA 1157, 303 F.2d 951, 782 O.G. 286, 
1962 CD. 395, 133 USPQ 653. Character- 
istics which are identifiable only in the use 
of the struaure constitute no definite dis- 
tinction of the structure per se over the ref- 
erence. Claims 9 and 10 clearly are readable 
on tubes of various diameters within the 
scope of the disclosure of Sands et al. [Em- 
phasis added.] 

We do not agree that the limitation in the 
claims expressed as a relationship between the 
size of the opening and the viscosity of the liq- 
uid to be dispensed is of '^questionable defi- 
niteness." Assuming, as apparently did the 
board, that there is a relationship between the 
viscosity of any specific liquid to be dispensed 
and the size of the opening required if a single 
drop is to be dispensed, appellant's claims in 
our view are not indefinite in the sense that the 
scope of protection sought cannot be ascer- 
tained. In any event, the issue is not the defi- 
niteness of the limitation but whether the limi- 
tation IS suflficient to distinguish the claimed 
structure from the reference. It was about the 
latter question that the outcome in Law ac- 
tually revolved. 

[ 1 ) In our view, the limitation in claims 9 
and to does distinguish them from the Sands' 
struaure. In this regard we do not disagree 
with the board's apparent conclusion that an 
intermediate structure made for the Sands' de- 
vice could possess the characteristics called for 
in these claims. However, in view of the pur- 



pO! 



sc for which the Sands' device is intended, it 



is apparent that it requires no critical dimen- 
sion which would lead to a structure inher- 
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ently having those charaaeristics. Therefore, 
it would be mere happenstance if any structure 
made according to Sands met the limitations of 
the claims. An accidental or unwitting dupli- 
cation of an invention cannot constitute an an- 
ticipaiion. Tilghman v. Proctor, 102 U.S. 707 
(1880); Eibel Process Co. v. Minnesota and 
Ontario Paper Co., 261 U.S. 45 (1923). For 
this reason, we do not believe that Sands has 
^'identically disclosed or described" the in- 
vention as required of an anticipatory refer- 
ence applied under section 102. The disclosure 
as a whole cannot be considered to suflficiently 
direct one skilled in the art to the invention 
which is a single drop dispenser requiring crit- 
ical dimensions. 

The board's opinion is not devoid of reason- 
ing that would support a rejeaion under sec- 
tion 103. It states: 

In our opinion, to one ordinarily skilled 
in the art the Sands et al. disclosure and 
well known plastic materials would suggest 
the structure, size, and material of appel- 
lant's claimed tube for use in the Sands et 
al. method of making their final product, 
namely a dispensing device. Where, as here, 
the substance of the claimed device is obvi- 
ous for some significant purpose, it is imma- 
terial as to patentability under 35 U.S.C. 
103 that appellant has disclosed another ob- 
vij)us or unobv ious purpose. In re Mod, 5j6 
CCPA 1041, 408 F.2d 1055, 161 USPQ 
281 [other citations omitted). 

[ 2 ] We do not agree that it would be obvi- 
ous to make a struaure having all the limita- 
tions of the claims on appeal merely because it 
can also be used as the intermediate struaure 
called for by Sands. Certainly, that inter- 
mediate does not demand the critical dimen- 
sions set forth in the claims. We have also con- 
cluded that the claims are not obvious over 
Sands in view of Wolman and Gross. Tlic 
board did not feel that it was necessary to rely 
upon the latter two references to sustain the 
rejection. We agree that they add little to 
Sands as none of the art of record is directed to 
single-drop dispensers and does not suggest 
the criterion that would be demanded of a 
tubular structure having that capability. 

Appellant made of record below several affi- 
davits alleging commercial success flowing 
from his invention. We think this evidence is 
of such a character that it convincingly sup- 
ports the patentability of the claims over the 
prior an of record. However, the board treated 
this evidence in the following manner: 

We have considered all the affidavits filed 
under Rule 132 relating to commercial suc- 
cess. As to rejeaions under 35 U.S.C. 103, 
such affidavits are significant only when 
close questions of obviousness exist. That is 
not the case here. Furthermore, there is no 
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evidence thai ihc success indicated by affida- 
vits is attributable to the structure per se of 
the appealed claims rather than to appel- 
lant's not claimed method of using the struc- 
ture. 

Despite the board*s comment on the signifi- 
cance of evidence of commercial success and its 
view of the ''closeness" of the obviousness 
question in this case, it would appear that it 
did consider the affidavits on their merits but 
found no connection between the alleged suc- 
cess and the claimed invention. Recently wc 
have set forth our view of the manner of eval- 
uating evidence of commercial success relative 
to the question of whether an invention would 
have been obvious within the meaning of sec- 
tion 103. See In re Fielder, 471 F.2d 640, 176 
USPQ 300 (CCPA 1973), and cases cited 
therein. It is not necessar>' for us to repeat that 
discussion here. 

[ 3 ] Directing our attention now to the 
merits of the evidence of record here, wc do not 
agree with the position implicitly held by the 
board to the effect that the evidence may be in- 
sufficient if the commercial success in question 
is attributable to the unclaimed method of use 
rather than the structure of the device itself. 
Wc think it would be fair to say that the com- 
mercial success of any invention grows out of 
the fact that it is purchased to be used in some 
way. 

A nexus between the merits of the invention 
and the evidence offered must be established 
before that evidence becomes relevant to the 
question of obviousness. In re Caveney, 35 
CCPA 721, 386 F.2d 917, 135 USPQ 681 
(1967). The important question is whether the 
invention's commercial success is related to 
advantages flowing from its use which were 
not available to the purchasing public before 
the invention was made. If the commercial 
success is unrelated to the merits of the in- 
vention, e.g., if demand is a product solely of 
advertising, then it cannot be persuasive of 
nonobviousness. 

The evidence of commercial success offered 
in this case is for the most part embodied in 
three affidavits. These affidavits were executed 
by officials of the health departments of Mar>'- 
land, Pennsylvania, and Utah. The thrust of 
their averments is that their organizations 
have adopted the claimed device, marketed un- 
der the trademark "Dispenstir'* as a pan of a 
serological testing kit, in preference to the rub- 
ber bulb-capillary tube technique. The affida- 
vits allege that the new device is more rapid 
(about twice as fast) and more accurate than 
the procedure they had been using. This 
meant that labor costs were significantly re- 
duced. 

Two other affidavits were executed by an 
employee of the distributor of Dispenstirs. 



These affidavits indicate that the health de- 
partments of New York City and the State of 
Colorado, the Provincial Laboratory in Ed- 
monton. .Alberta and two Army hospitals have 
also switched to Dispenstirs. The affidavits 
also indicate that there is significant demand 
for Dispenstirs sold separately from the kits. 
In them it is also alleged that more than 
11,000,(K)0 Dispenstirs were sold between 
September 1, 1969 and October 19, 1970, 
most as part of a serological kit, and that sales 
for that period exceeded $490,000. We are 
convinced that appellant has demonstrated 
that the success achieved by his invention has 
grown out of the advantages flowing from its 
use as recognized by those skilled in the art 
and is, therefore, relevant to the question of 
obviousness. 

We conclude that the invention would not 
have been obvious in view of the art of record 
which, as we have already indicated, is not di- 
rected to single-drop dispensers, especially in 
view of the evidence of commercial success. Ac- 
cordingly, the board's decision is reversed. 
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